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LICENSING AND IMPORTING UNDER TRADEMARKS'!* 
by Gregory Thomas** 


Business needs the continuing protection of the laws now on 
the statute books. We, as businessmen, seek no protective legisla- 
tion other than that already afforded in Section 42 of the 
Lanham Trademark Act and in Section 526 of the Tariff Act. 
Of course, we would welcome reaffirmation of accepted basic prin- 
ciples with whatever administrative simplifications Congress may 
decide to be appropriate. 

I am an executive of a relatively small American company 
manufacturing and distributing in the United States products of 
high quality and prestige. Our trademark is known throughout 
the country. Our business has grown steadily since its inception 
in the early 1920’s. We have spent large sums of money in ad- 
vertising and promotional activities. We have steadily built the 
good will of our name, as we have perfected and improved our 
basic products and their packaging. We have several packages 
which have been highly successful and which are not sold in similar 
form by other companies in foreign markets, yet which bear the 
same trademarks as those sold in foreign countries. The growing 
use of aerosol as a propellant for all kinds of sprays from whipped 
cream and paints to colognes and perfumes is an American devel- 
opment not generally prevalent abroad. Our anodized aluminum 
containers are not made in Europe. They are made in Connecticut. 
They carry products which bear a famous trademark, one which 
has become more famous abroad, more desirable to American 
purchasers on their overseas travels because of the great invest- 
ment by the American company in American advertising media 
and through American retail outlets. 

We are now faced with a legislative proposal so serious in 
nature that, if enacted, it would, in my opinion, have a completely 
disruptive effect, not only on United States importers in many 











t 18.—LICENSES. 
* Original presentation at a Trademark Symposium of the American Bar Asso- 
ciation meeting in Miami Beach, Florida. 
** President of Chanel, Inc., New York, N. Y. 
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industries, but also on American labor and the whole complex 
of our international trade relations. 

Before outlining the unprecedented Sweep of H.R. 7234, in- 
troduced upon the Government’s request by Congressman Celler 
on May 19, 1959, let me try to set the record Straight with regard 
to existing economic conditions in the perfume industry with 
which I am, of course, most familiar. ] suggest to you that the 
instituting of the recent antitrust proceedings charging the im- 
porters with violation of the Monopoly section of the Sherman 
Act, Section 2, as a result of the exercise of their present privilege 
to record their United States owned trademark registrations with 
the Bureau of Customs, reflected a regrettable disregard of the 
highly competitive economic Structure of the industry. Too, these 
cases show a basic misconception of the commercial and legal 
bases for the types of protection which independent United States 
distributors and importers of foreign-made merchandise enjoy 
today under Section 42 of the Trademark Act and Section 526 of 
the Tariff Act. As you undoubtedly know, the Celler bill would 
repeal the Tariff Act protection altogether and would radically 
change existing protection, even with regard to importation of 
“copies and Simulations.” 

The Celler bil] would no longer make available the infringe- 
ment remedies of the Trademark Act to an American trademark 
Owner, who has validily acquired the United States trademark 
rights from a foreign manufacturer as the result of a territorial] 
assignment or a long-term exclusive distribution agreement, and 
who seeks to prevent importation into or sale in the United States 
of a genuine foreign-made product which—to borrow a phrase 
from the Government’s statement accompanying the introduction 
of the Celler bill—“‘legitimately” bears a registered trademark, 

You will note that the Celler bill makes no distinction what- 
soever between a mere distributor or agent, on the one hand, 
and an “independent” United States distributor or assignee, on 
the other. It would, therefore, 8° very much further than did 
even the District Court’s decision in the perfume cases,’ which 
expressly acknowledged that the protection of Section 526 of the 
Tariff Act had been intended to be available to “independent” 
American distributors for the purpose of protecting their invest. 
ment, but that the privilege could not be invoked where the 


l. United States V. Guerlain, Inc., et al., 155 F. Supp. 77, 114 USPQ 223, 47 TMR 
1087 (D.C., 8.D. m.Y.), judgment vacated and remanded on Government’s motion, 358 
U.S. 915, 119 USPQ 501, 48 TMR 1455, dismissed, 172 F. Supp. 107, 
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American distributor was but a “member of an overall inter- 
national enterprise.” I have noted in this respect that our chair- 
man invited Mr. Bicks to discuss needed restrictions of trademark 
protection of “United States distributors or importers” generally 
without adding to this category the word “independent,” which 
appears in the topic assigned to me. I can’t help but wonder 
whether our chairman might not have in mind that even in Judge 
Edelstein’s perfume case decision, a reservation was made with 
regard to “independent” United States registrants of trademarks 
affixed to foreign-made products. This gives those who have 
invested time and effort in a new territory protection against 
those who would try to capitalize on our investment by importing 
our foreign affiliates’ products bearing a trademark which, ac- 
cording to Mr. Justice Holmes’ famous opinion in the Bourjois 
case,” has come to designate and symbolize the American as- 
signee’s good will rather than that of the foreign manufacturer. 
Even the Department of Justice must agree that under existing 
international trademark law and trade practices, it is possible 
for a foreign manufacturer to assign, sell, or even license, for 
a substantial period of time, his potential American good will to 
an independent distributor here whose only relationship with the 
foreign manufacturer may consist in receiving certain raw ma- 
terials or certain finished products from abroad, and in paying a 
fixed purchase price or royalty therefor, without permitting the 
foreign manufacturer to exercise any control over the shares in 
the United States company or over its management or method of 
operation. An American assignee who, as in the Bourjois case, 
has spent a substantial amount of money in purchasing the United 
States good will and in building it up through his own advertising 
and promotion to such an extent that the American public will 
look to him as guarantor of the identity and quality of the prod- 
uct should be—and always has been—held entitled to trademark 
protection not only against counterfeits but against importation 
of unauthorized so-called “legitimate” foreign merchandise as well. 

While the Department of Justice may desire to remove all 
international trade barriers resulting from lawful use of pat- 
ents, trademarks, and copyrights wherever such rights may pres- 
ently be recognized as having separate territorial existence in 
each sovereign nation, we all know that promotion of American 
investment abroad and development of foreign industry in the 





2. Bourjois v. Katzel, 260 U.S. 689, 13 TMR 69 (1923). 
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United States through establishment of subsidiary manufacturing 
units here has been and will be seriously hampered if we were 
to permit or encourage uncontrolled dumping of foreign-made 
merchandise through unauthorized sources at cheaper prices in 
the United States. 

Let me demonstrate this—bearing in mind the limited time at 
my disposal—by reverting briefly to the recent perfume antitrust 
suits which, as you know, resulted in a motion by the Government 
in the Supreme Court to remand the cases to the District Court 
for the purpose of having them dismissed with prejudice. Judge 
Edelstein in reluctantly granting this motion observed that the 
respondents were to be deprived “of an opportunity to prevail 
on appeal (an opportunity they are eager to take advantage of) 

”s Although Chanel was not a party respondent in the 
perfume cases, we as all other major perfume companies, of 
course, closely followed and studied that litigation. We know 
from the briefs filed by all three respondents in the United 
States Supreme Court that they vigorously denied being part 
of “overall international enterprises” and that they were, in fact, 
eager to persuade our highest court that they were in all im- 


portant respects in the position of “independent” distributors for 
whose protection Section 526 of the Tariff Act had been specifi- 
cally enacted. 

In considering the economic and legal aspects of the perfume 
cases, let us treat first the “monopoly” charge and then proceed 
to discuss the trademark and unfair competition aspects of the 


case. 
I. The Alleged “Monopoly” 


You may recall that Judge Edelstein, in finding the respon- 
dents guilty of monopoly, came to the startling conclusion that 
merely as a result of the use of trademarks each respondent had 
“monopolized a relevant market” constituted by each particular 
trademarked product itself. The Court emphasized “that no 
quality perfume can be successfully marketed without a famous 
name. It would appear that to a highly significant degree it is 
the name that is bought rather than the perfume itself.” The 
Court also acknowledged that “the most important element in the 
appeal of a perfume is a highly exploited trade name” and that 
“each line of Guerlain toilet goods . . . constitutes a separate 





3. United States of America v. Guerlain, Inc., 172 F. Supp. 107 (1959). 
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market.” The conclusion was then reached that a trademarked 
perfume in the same price category was not “reasonably inter- 
changeable” for marketing purposes with any of the competing 
brands in the same price range. The Court observed that “an 
unexploited product packaged and merchandised without its trade- 
mark would have a negligible effect on the sale of the same 
product, exploited and trademarked, even though the former may 
be sold at a substantial price differential from the latter.” As- 
suming all this to be true—and judging from my own experience, 
the effect of a well-known trademark in the perfume business may 
be even greater than suggested in the Court’s opinion—only one 
conclusion should have logically been drawn from these observa- 
tions. If the success and popularity of a perfume overwhelmingly 
depends upon public recognition and satisfaction as the result 
of the United States distributor’s promotional efforts, then this 
newly developed American good will and demand for the product 
should entitle him to at least the same degree of protection which 
the trademark of an American manufactured product enjoys 
against infringement and unfair competition. Instead, under the 
rationale of the perfume cases, an American businessman, who 


with his own capital and at his own risk creates substantial in- 
dependent good will here, is treated, as Professor Handler so 
clearly put it in a recent address,‘ as “a second-rate citizen.” 

Let us consider for just a moment what will remain of the 
perfume importers alleged “monopoly” after you consider some 
of the actual uncontroverted facts as established by the record in 
the perfume cases: 


(1) The Court itself stated: “About 90 different manufac- 
turers sell over 408 perfumes of different names in the United 
States, and of these manufacturers, 61 sell toilet goods in the 
same price range as the toilet goods sold by the defendants.” 


(2) Nine entirely new manufacturers had entered this par- 
ticular price range since 1946. 


(3) There never was an understanding among any of these 
domestic competitors with regard to price, production, or terri- 
tory. The Government did not even allege a conspiracy with the 
distributors’ foreign affiliates. 

On the contrary, the record shows that there is a continuing 
and vigorous competition between importers. As a typical illus- 





4. Milton Handler, Trademarks—Assets or Liabilities?, 48 TMR 661 (June, 1958). 
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tration, let me remind you that it became necessary for the dis- 
tributors long ago in their fight for the limited shelf space 
available in prestige stores to offer dealer cash discounts, to pay 
salaried demonstrators and to make every possible effort to create 
a favorable atmosphere toward their line of products. 


(4) About 75% of our industry’s products are sold as gifts. 
It is generally understood that in our industry a reduction in price 
of a prestige item would not necessarily result in an increase of 
sales from a competitive point of view. It has been correctly 
observed that “what a buyer of toilet goods really wants is not 
price competition but the prestige which attaches to higher cost 
perfumes.” ° Perhaps I may be permitted to quote from a study 
which was made several years ago by one of the most distinguished 
scholars in the field of economics. Professor Neil H. Borden of 
the Harvard Business School, in his study of the cosmetic in- 
dustry, said: 


“The evidence obtained in this study, as well as that taken from 
other investigations, indicates clearly that in the case of 
cosmetics as well as of proprietary drugs competition in ad- 
vertising has been the rule more than competition on price. 
Consumers have had wide choice, including the opportunity 
of buying on price appeal. They have not availed themselves 
of such opportunities, however, and have preferred to buy 
well-known brands at higher prices. Consequently, most pro- 
ducers have followed the policy of pricing these products 
with wide margins between production costs and consumer 
prices, and have devoted substantial parts of these margins 
to advertising. Private branders have not priced their prod- 
ucts closely as a rule because low price has evidently not been 
highly effective in attracting patronage.” ° 


(5) In view of the fact that, as the Court admitted, there are 
at least 407 other competitive brands on the market, it is clear 
that in the battle for survival and expansion a very substantial 
amount of money has to be spent for advertising and promotion 
purposes. A study made by the Psychological Corporation a few 
-years ago found that 48% of women who bought perfume as gifts 
made their decision as to brand and fragrance “after getting into 
the store” and that the corresponding figure for male purchasers 


5. Note, 67 YALE L.J. 1110, 1115, n. 14 (1858). 
6. BORDEN, THE ECONOMIC EFFECTS OF ADVERTISING 584-85 (1942). 
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would even be higher. Consequently, it becomes essential to pro- 
vide financial incentives to retailers to sell our brands in addition 
to very large amounts of money invested in general advertising. 

The result of all this competition has been that, contrary to 
popular understanding, perfume importers in the United States 
have to be satisfied with a rather slim profit margin. This per- 
centage of profit will even be lower where a member of the in- 
dustry undertakes the great risk of introducing a new fragrance 
which may or may not meet with public acceptance and which may 
even in case of initial success be quickly lost as a result of a 
change in the buying public’s habits and taste. 

I submit that if you bear some of these economic facts in 
mind you will understand that the Government’s charge of “mo- 
nopoly” brought about bewilderment and consternation through- 
out our industry. 


II. The Trademark Aspects 


But the respondents in the perfume cases, as well as all of 
those who import ingredients or finished products, were even 
more alarmed by the trademark arguments which were presented 
by the Government (these are to an even greater extent now re- 
flected in the Celler bill). According to the Government, a product 
purchased abroad and bearing the foreign manufacturer’s trade- 
mark must necessarily be considered under all circumstances a 
“legitimately” marked product as far as the American public is 
concerned. This assumption, in my opinion, is contrary to both 
fact and law. As a matter of business reality, permit me to point 
to the following established facts : 

Only a very small percentage of perfumes is imported in 
finished form and in the original package. By far the greatest 
percentage of products sold by the respondents in the perfume 
cases under their respective trademarks were products which— 
under the rules laid down by the Federal Trade Commission and 
by our courts—must be considered American products, since only 
certain raw materials are imported, to which alcohol and other 
elements are added in the United States. In addition, our own 
company and many of our competitors offer products on the 
American market under our own designs, packaging and control 
which are not offered on the European and other foreign markets 
at all. 
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As a matter of law, it would seem clear, therefore, that many 
of the more important trademarks used in our industry today 
reflect the good will, prestige, and guarantee of an American 
manufacturing or distributing concern, just as it has been found 
to be true by the Supreme Court in its famous Bourjois decision. 
In other words, to a large extent the present fame of the name 
Chanel and others outside the United States are an instance of 
“reflected glory” of the good will created on this side of the 
ocean rather than in France. 

It should not be denied, therefore, that our industry needs 
protection against unauthorized importation of products marked 
with our trademarks abroad because we cannot otherwise be cer- 
tain that the American public will purchase an article of the same 
type, presentation and quality, which as a result of our inde- 
pendent efforts it has a right to expect. I might also mention 
in passing that, if this were not so, we would find ourselves on 
the horns of a dilemma, since only recently the Federal Trade 
Commission once more unequivocally ruled—and was sustained 
by the Court of Appeals for the Second Cireuit—that a cosmetic 
which is not imported from abroad in its entirety, but to which 
alcohol or other substances are added in the United States and 
which is packaged here, must be advertised to the public as an 
American product, even though its basic ingredients may have 
been imported from a foreign country.’ 

Perhaps I have succeeded in these few observations in con- 
vineing you that those of us—in my industry and others—who 
operate independently in the United States, and who even do sub- 
stantial manufacturing here, need not only the protection of Sec- 
tion 42 of the Trademark Act against counterfeits, but should be 
held entitled to protect our substantial investment and the in- 
tegrity of merchandise imported into this country under our 
trademarks right at the place of first contact with our country, 
i.e., at the Bureau of Customs and at the Ports of Entry. 


III. The Problem of the “Returning American Tourist” 


I am, of course, fully aware that even those who are in basic 
agreement with this position, may question the extent to which 
Section 526 has been applied in the past, not only with regard to 
commercial importations, but with respect to importation for 





7. Harsan Distributors, Inc., et al. v. Federal Trade Commission, 263 F. 2d 396 
(1959). 
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personal use by returning American tourists. Unfortunately, 
time will not permit a detailed answer to this most publicized 
aspect of the problem. Let me just point out that our industry 
faces a far more difficult problem in this respect than does, for 
instance, a heavy industry; it is not likely for anyone to bring 
back to the United States more than one automobile or sewing 
machine for “personal use.” But it is rather easy and tempting 
to bring substantial amounts of perfume and similar items back 
to the United States under a “personal use” pretense. In the 
only instance in which an American court referred to Section 526 
of the Tariff Act as a “drastic” statute,* a lady sought to import 
an automobile for her personal use and was prevented from doing 
so by the United States registrant, who, it seemed, would not even 
consent to her removing the trademark from the vehicle. While 
I cannot, of course, speak here in the name of our entire industry, 
I am inclined to believe that there would not be serious opposition 
to some relaxation of the present rule in cases of bona fide im- 
portation for personal use. Of course, abuses of this privilege 
could not be condoned. As you undoubtedly know, Senator Javits 
early this year introduced a bill intended solely for the benefit of 
the returning tourist.’ 


IV. Conclusion 


In conclusion, let me say that not only the Celler bill in its 
present form but the legal and economic theories which inspired 
it would have disastrous effects on many of our industries. We 
ask simply that we, the registered owners of United States 
trademarks, shall continue to enjoy under Section 526 of the 
Tariff Act and under Section 42 of the Lanham Trademark 
Act, the full protection of these laws against the commercial im- 
portation of merchandise manufactured in foreign countries by 
companies which use the same or similar trademarks either legally 
or illegally in those foreign countries. These foreign companies 
who pay no share of the higher American costs of labor, distribu- 
tion and promotion, manage to sell their products at much lower 
costs in foreign markets, where a lower standard of living pre- 
vails. American retailers who are customers of the American 
manufacturing and distributing companies find themselves able 


8. Sturges v. Pease, Inc., 48 F. 2d 1035, 21 TMR 283 (1931). 
9. SS. 542, 86th Cong., 1st Sess., introduced January 20, 1959, referred to the Com- 
mittee on Finance. 
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to prosper in the promotion of the sale of these American prod- 
ucts because they leave sufficient profit margins for the cultivation 
and expansion of the American market. 

American labor, American management, American advertis- 
ing media, American retailers all stand together with a solid 
stake in the present system and turn today to the legal profession 
for understanding. They may have to turn tomorrow to Congress 
for help in withstanding the onslaught of a bureaucratic attack 
which seems intent on destroying the inherent proprietary rights 
in the trademarks of a whole group of manufacturers and dis- 
tributors. The transparent excuse for this campaign is that it is 
alleged that some of these registered American trademark owners 
are but dummy corporations set up for the purpose of invoking 
the protection of American statutes in behalf of the financial in- 
terests of foreign principals. Until the recent perfume cases were 
carried to the Supreme Court, no suggestion had ever been made 
that a foreign monopoly existed, or that such an alleged monopoly 
through the operation of our Tariff Act or Lanham Act was seek- 
ing improperly to exploit the American market, nor has such ever 
been shown to have been the case in the instances under con- 
sideration. 

There is no field of productive endeavor where the good will 
feature, so intimately a part of any valid trademark, stands forth 
So conspicuously as it does in the type of goods for which I speak. 
Millions of dollars of risk capital have been invested over the 
years in promoting the desirability of goods bearing a specific 
trademark. Is this investment to be destroyed light-heartedly and 
without appeal because a mark may originally have had a foreign 
origin? Are the rights of Americans who have invested their lives 
in the development and promotion of products bearing such trade- 
marks to find themselves destroyed by the elimination of time- 
honored protective laws? Are we to be driven into suicidal com- 
petition on the American market with the cheaper foreign goods 
bearing the same name on which the American trademark owners 
have ventured all they have had to offer? I hope from you, as 
from Congress, that the answer will ring forth in a resounding 
affirmation of our rights. 





Vol. 49 T. M.R. ANTITRUST & TRADEMARKS IN IMPORT FIELD 1255 


ANTITRUST AND TRADEMARK PROTECTION CONCEPTS 
IN THE IMPORT FIELD** 


By Robert A. Bicks** 


This discussion relates to The Interplay of Antitrust and 
Trademark Protection Concepts in the Import Field. 

Uppermost in mind is the Government’s recent Perfume 
cases,’ and proposed legislation to amend Section 42 of the Lan- 
ham Act and to repeal Section 526 of the 1930 Tariff Act. 


I. The Perfume Cases 


Helpful at the outset is a bit of background. Section 27 of 
the Trade Mark Act of 1905*—practically the same as present 
Section 42 of the Lanham Act—barred importation of merchandise 
bearing a mark which copies or simulates a mark registered under 
the Act. The question arose whether this Section protected the 
person who had purchased from a foreign manufacturer the ex- 
clusive United States rights to a trademark against competitors 
who imported goods bearing the same mark bought from the 
foreign manufacturer. In two cases,’ the Court of Appeals for the 
Second Circuit held that it did not—that the Section was limited 
to spurious goods, and that the goods in question were genuine. 

The second of these cases is the famous Bourjois v. Katzel 
decision—and it deserves special comment because it led directly 
to the enactment of Section 526 of the Tariff Act of 1922. In 
Bourjois, a French manufacturer of face powder had sold an 
American company its American business and trademarks for 
$400,000. This company continued to import the French powder, 
and packaged it in this country in boxes of its own manufacture. 
A competitor imported the identical powder and sold it in the 
original French boxes. As I said, the Court of Appeals held that 
there was no infringement, since the goods in question were genu- 
ine and not counterfeit. 


+ 4.25—EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—IMPORTATIONS, 
15.—ANTITRUST. 

* Original presentation at a Trademark Symposium of the American Bar Asso- 
ciation meeting in Miami Beach, Florida. 

** Acting Assistant Attorney General, Antitrust Division, Department of Justice. 

1. United States v. Guerlain, Inc., et al., 155 F. Supp. 77, 114 USPQ 223, 47 
TMR 1087 (D.C., 8.D. N.Y.) judgment vacated and remanded on Government’s motion, 
358 U.S. 915, dismissed, 172 F. Supp. 107, 119 USPQ 501, 48 TMR 1455. 

2. 33 Stat. 730. 

3. Fred Gretsch Mfg. Co. v. Schoening, 238 Fed. 780, 7 TMR 1 (C.C.A. 2, 1916); 
Bourjois v. Katzel, 275 Fed. 539. 
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The Supreme Court, however, reversed.’ It held that since 
the French manufacturer could not use the trademarks in the 
United States after having sold them, neither should any other 
importer be allowed to use them. And, it further ruled that the 
defendant’s use of the marks could harm the plaintiff’s reputation 
because the public associated the face powder with the plaintiff 
rather than the foreign manufacturer. 

But, before the Supreme Court’s reversal, Congress enacted 
Section 526. It did so solely to overrule the Court of Appeals’ 
decision in Bourjois. The legislative history makes this clear,® 
and the courts have so held.*° The section’s proponents in Con- 
gress stated repeatedly that the sole purpose was to prevent fraud 
committed against American citizens who had purchased trade- 
marks from foreigners, if the foreigners then violated their con- 
tractual obligations.’ The section accomplishes this by prohibiting 
the importation of merchandise bearing a mark owned and reg- 
istered by a citizen of, or a corporation created or organized with- 
in, the United States, unless the written consent of the owner is 
obtained. 

That, briefly, is the background to the Perfume cases and 
proposed legislation in the trademark field recently introduced 
in Congress. The Division has not, and is not proposing, to limit 
the essential protection afforded by Section 42 against the im- 
portation of goods with counterfeit marks. The trademark owner, 
and more important, the public clearly require such protection. 

Nor do we have any quarrel with the importation bar in the 
Bourjois v. Katzel situation. In that type of situation, the Amer- 
ican owner conducts and builds up his business independently of 
the foreign manufacturer who had sold him his American rights. 
As in Bourjois, he probably can purchase his raw product from 
any source® so that in the course of time, his merchandise, though 
marketed under an identical trademark, might differ from that 
of the foreign vendor. Also, as in Bourjois, he can package the 
product differently, and can distribute and sell it in a manner and 
at prices completely independent of the foreign manufacturer. 

In short, it is his business to do with as he sees fit. Anyone 
who attempts to market another product under the same trade- 


4. Bourjois v. Katzel, 260 U.S. 689, 13 TMR 69. 

5. See H.R. Rep. No. 1223, 67th Cong., 2d Sess., p. 158; 62 Cong. Rec. 11602-605. 

6. Sturges v. Pease, Inc., 48 F. 2d 1035, 1037, 21 TMR 283 (C.A. 2, 1931) ; Coty v. 
LeBlune Import Co., 292 Fed. 264, 268-69 (C.A. 2). 

7. 62 Cong Rec. 11602-605. 

8. Bourjois v. Katzel, 274 Fed. 856, 857 (D.C., S.D. N.Y.). 
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mark in this country—even though that product be identical in 
composition—is infringing the American owner’s mark. Such in- 
fringement results whether this identical product is purchased 
from domestic or foreign manufacturers. 

But the “drastic” power embodied in Section 526, to use 
Judge Augustus Hand’s description,’ clearly should be limited 
to the Bourjois v. Katzel type of situation. In the Perfume cases, 
however, the argument was made that Section 526 should be 
given a broad interpretation to include any corporation organ- 
ized within the United States. Let me, step by step, point up the 
consequences of such a construction. 

A foreigner cannot take advantage of Section 526—for the 
alien is deliberately excluded. Could a foreign corporation obtain 
the benefits of Section 526 by creating a bona fide United States 
corporation? If it could, both the statutory scheme and the ex- 
press legislative purpose would be thwarted. For, Congress, 
which was concerned only with the protection of American owners 
from frauds committed by foreign enterprises, was not saying to 
these same foreign enterprises: “You also may get the benefits 
of this legislation by simply forming an American corporation. 
It is true that there is no question of fraud or of counterfeit 
marks in your case. It is true that the only result of extending 
this power to you is to permit you to charge the American con- 
sumer much higher prices than those found appropriate by you 
in other countries—in short, to be able to prevent your foreign 
prices from being a ceiling or check on your American prices. But 
we, nevertheless, give you this powerful tool for achieving mo- 
nopoly conditions for the distribution of your products in this 
country. 

This was not the Congressional design. As the Harvard Law 
Review put it (71 Harv. L. REV. 564, 565-566) : 


“Though Section 526 also allows the independent trade- 
mark owner a domestic monopoly, the monopoly afforded to 
an international enterprise may be more objectionable be- 
cause the enterprise through its American component may 
invoke Section 526 to exclude from the United States goods 
purchased from its foreign component, and thereby prevent 
competition from its own customers. The rationale of See- 
tion 526 may lie in the unfairness of allowing others to enter 
the domestic market and to take advantage of the American 





9. Sturges v. Pease, Inc., 48 F. 2d 1035, 1038, 21 TMR 283 (C.C.A. 2, 1931). 
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trademark owner’s advertising and good-will expenditures. 
** * as to a nonindependent owner there is little, if any, mis- 
representation of source since the goods ultimately derive 
from the associated foreign manufacturer. The policy of Sec- 
tion 526 may be especially questionable when the affiliated 
American owner is part of a financially integrated and singly 
owned and controlled international enterprise which benefits 
from all sales and can at least partially recoup lost domestic 
profits through sales to competing domestic distributors by 
the foreign manufacturer.” 


In sum, if a foreign firm cannot take advantage of Section 
526 by organizing a domestic corporation, it cannot accomplish 
the same forbidden end by using American citizens whom it ac- 
tually controls through contractual relationships. In both in- 
stances, the end result is the same. The foreign corporation puts 
goods into commerce at a price giving it a profit, but prevents 
these goods from being a ceiling on the prices charged in this 
country through the stratagem of an associated American citizen 
or company. That citizen must not only conduct the American 
business pursuant to terms set by the foreign manufacturer, but 
the latter takes far and away the lion’s share of the profits.*° In 
practical effect, the American firm is simply the prolonged arm 
of the foreign manufacturer—his American part of a single 
international enterprise. 

In the Department’s view, that was the situation in the Per- 
fume cases. We regarded the defendant American companies 
as parts of single international enterprises. We felt that Con- 
gress had not given these international enterprises the drastic 
and unique power—for it does not exist domestically—of pre- 
venting products which one part of the enterprise has sold in 
one area from competing with the sales of the other part of the 
enterprise in another area. And, it should be noted, this restric- 
tion of a free economy had the expected consequences: the French 
retail prices for these perfume products were roughly one-half 
of the American prices. We accordingly brought civil suits in 





10. Thus, in the Guerlain case, one of the defendants was controlled by the foreign 
manufacturer in every phase of its use of the marks (manufacturing, processing, adver- 
itsing, packaging, labelling, and selling). The foreign vendor chose the American com- 
pany’s principal executive officer, required that he be continued as such for the duration 
of the agreements, and forbids the American Company from changing its name, merging 
with any other company, etc., without the prior approval of the foreign firm. Finally, 
the latter is assured the major share of the profits, under a plan giving it between 10 
to 15% of the gross sales. See U.S. v. Guerlain, Inc. supra, 155 F. Supp. at 96-97, 114 
USPQ 223, 47 TMR 1087. 
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1954 in the Southern District of New York, charging that these 
companies, through their improper use of Section 526, were vio- 
lating Section 2 of the Sherman Act. 

I am sure you are familiar with the history of these con- 
solidated cases. The district court found that the defendants 
were parts of single international enterprises and, as to two of 
them, were controlled by their French associates. It therefore 
held that the American part of such an enterprise could not avail 
itself of the provisions of Section 526 to prevent the importation 
into the United States of authentic products sold abroad by the 
foreign part of the enterprise.** And, finally, the court concluded 
that Section 2 of the Sherman Act was violated since there had 
been an extension of a statutory monopoly into illegal propor- 
tions by deliberately exclusionary conduct. As support for this 
holding, it cited the Supreme Court’s language in the “Cellophane”’ 
ease, “Illegal monopolies under Section 2 may well exist over 
limited products in narrow fields where competition is elim- 
inated.*? 

Upon appeal to the Supreme Court, the Department, after 
further study, moved to vacate the judgments and to remand the 
cases to the district court for consideration of a motion to dismiss 
to be filed by the United States. We took this unusual action 
essentially because the physical exclusion of goods could only oe- 
cur with the continuing aid of the customs authorities, who deemed 
themselves legally constrained to grant the claim of statutory 
protection invoked by the Perfume defendants and others. We 
recognize that our antitrust complaint was not barred merely 
because actions taken by certain officials of the United States were 
involved in the effectuation of the alleged Sherman Act violation. 
But it seemed to us more desirable (in this case) that such an 
intra-governmental conflict as to the meaning of the tariff or 
trademark laws of the United States should be resolved, if at all 
practicable, through means other than antitrust litigation—and 
specifically by new legislation. 





11. To a lesser degree, the defendants also relied on Section 42, as construed in 
Bourjois v. Katzel. But clearly there can be no question of “copying or simulating” 
where the mark on the imported goods and the registered mark are owned or under the 
control of the same person. Indeed, if the defendants were correct as to their Section 42 
arguments, their own substantial imports of packaged French perfumes are illegal and 
must cease. For, unlike Section 526, Section 42 has no consent clause. It bars without 
exception the importation of goods bearing marks which copy or simulate the domes- 
tically registered mark. 

12. U.S. v. E. I. du Pont de Nemours § Co., 351 U.S. 377, 395. 
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An additional reason for proceeding by legislation is that 
Section 526 presently gives the independent American company 
the right to exclude authentic products produced and sold by it in 
foreign countries.** Since this right is no less restrictive of a 
free economy when exercised by a domestic rather than foreign 
corporation, only new legislation could eradicate completely the 
antitrust objections to Section 526. As you know, the Supreme 
Court granted our motion, and the district court, upon remand, 
also granted the motion to dismiss." 


II. The Proposed Legislation 

We and the other interested Departments—Treasury, State, 
and Commerce—then worked out in a series of conferences pro- 
posed legislation designed to make it clear that trademark pro- 
tection is not available to prohibit the importation of a product 
legitimately marked by an affiliate of the trademark owner. This 
legislation (H.R. 7234), would revise Section 42 and repeal Sec- 
tion 526. As revised, Section 42 would, of course, still continue 
the protection against counterfeit marks, but would define “coun- 
terfeit” to exclude a mark used by a foreign manufacturer and 
registered to a person who is an agent, distributor, or subsidiary, 
or who is affiliated with or controlled by the foreign manufacturer. 
And, so that there can be no doubt as to the essential purpose of 
the bill, “affiliated” is defined to include any arrangement whereby 
the registrant has a continuing contractual relationship or un- 
derstanding with the foreign manufacturer with regard to the 
mark. We shall, of course, fully support the bill before the ap- 
propriate committees and shall press for its enactment. 

The argument will perhaps be made that the bill is unfair to 
the American company or person who risks substantial sums in 
advertising these foreign products, only to see other importers 
take a “free ride” on his expenditures by purchasing the products 
abroad and reselling them here. What this means, however, is 
simply that the sales and profits of the affiliated foreign company 
would be increasing at the expense of the American counterpart, 
because of the latter’s insistence on selling at a relatively higher 
price. Perhaps there should be adjustment between the affiliates 
to compensate the American company for its advertising expendi- 
tures. But there is, we believe, no sound reason for giving these 


13. See 71 Cong. Rec. 3871-76, 3896-960. 
14. 358 U.S. 915; 172 F. Supp. 107, 119 USPQ 501, 48 TMR 1455. 
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affiliated companies the special and drastic privilege of being able 
to set prices in the United States without fear of any competition 
from the resale of the products by those who have purchased them 
abroad. If, instead of domestic and foreign, the situation involved 
New York and San Francisco—by that, I mean sales at a higher 
price in San Francisco than in New York, with an intensive ad- 
vertising campaign in the San Francisco area—the San Francisco 
affiliate could not seriously argue that he ought to be protected 
against the resale in his area of the identical products purchased 
in New York. Yet, in policy, the two situations are, we think, in- 
distinguishable. 

In sum, to cull from the Yale Law Journal’s comment on this 
issue :*° 


“Trade-mark protection is a judicially developed and legis- 
latively supported common law right which seeks to preserve 
three distinct but often conflicting interests: 1) the consumer’s 
desire to get particular goods; 2) the trade-mark owner’s 
interest in maintaining the good will of his business; and 
3) the publie policy in favor of free competition. None of 
these goals is furthered when sections 42 and 526 are used 


by related concerns to prevent price competition from firms 
which are willing to sell the authentic product at prices lower 


a ” 
. 


than those set by the owner of the domestic trade-mark.’ 











15. 64 YALE L.J. 561, 562, 567. 
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COMPARATIVE CONCEPTS IN CONTEMPORARY 
TRADEMARK LICENSING PROGRAMS'!* 


By Sidney A. Diamond** 


Trademark licensing presents problems of formidable diffi- 
culty, primarily because a readjustment in our traditional trade- 
mark thinking is required when we find a trademark in use on 
goods produced by persons other than the owner of the mark. 
But, in addition to trademarks, our law also recognizes service 
marks, collective marks and certification marks; and these may 
create even more difficult problems. 

A service mark is to services as a trademark is to goods; 
that is, it identifies a service emanating from a particular source 
and distinguishes it from services rendered by others. This kind 
of mark functions in a state of physical detachment from what it 
identifies, because, of course, there are no goods to which it can 
be affixed. Specifically, the statutory definition of the term “ser- 
vice mark” includes the names, symbols, titles, and character 
names of radio or other advertising.’ 

A service mark can be licensed, subject to the same quality 
control requirements that apply to trademarks, thus complicating 
the situation by removing the mark still farther from its source.’ 
A proper service mark license may permit the mark to be used 
on the same kind of services performed by the licensor,’ or on 
different services,* or upon goods.° 

A collective mark is used by the members of an association 
or other group. Here, the use by more than one person derives 
from the very nature of the mark, not from a licensing system. 
One distinct type of collective mark merely indicates membership 


t 18.—LICENSES. 

* Original presentation at a Trademark Symposium of the American Bar Asso- 
ciation meeting in Miami Beach, Florida. 

** Member of the firm of Kaye, Scholer, Fierman, Hays & Handler, New York 
City ; member of the New York and District of Columbia Bars. 

1. Lanham Act, §45; 15 U.S.C. §1127. 

2. The classic case illustrating the dangers of uncontrolled licensing involved 
services rather than goods. Everett O. Fisk g& Co. v. Fisk Teachers’ Agency, 3 F. 2d 
7, 15 TMR 147 (8th Cir., 1924). 

3. Arthur Murray, Inc. v. Horst, 110 F. Supp. 678, 43 TMR 501 (D.C., Mass. 1953) ; 
Doud v. Hodge, 146 F. Supp. 887, 890 (D.C., N.D. Ill. 1956), affd. sub nom. Morey v. 
Doud, 354 U.S. 457 (1957). 

4. Ez parte Clover Farm Stores Corp., 118 USPQ 110, 48 TMR 1419 (Com’r, 1958). 

5. Wyatt Earp Enterprises v. Sackman, Inc., 157 F. Supp. 621, 48 TMR 22 (D.C., 
8.D. N.Y. 1958). ; 
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in an organization; other collective marks are used in connection 
with the goods or services of the members.°® 

Collective marks are registrable only if the applicant exer- 
cises “legitimate control over the use of the marks sought to be 
registered.” * This seems reminiscent of the definition of the 
term “related company” upon which the entire theory of trade- 
mark licensing is based. However, a “related company” is one 
that “legitimately controls”—not the use of the mark—but “the 
nature and quality of the goods or services in connection with 
which the mark is used.” § 

Since the registrant of a collective mark is not required to 
exercise control over quality, or even over the nature of the 
product itself, it seems possible that goods might be sold by a 
multiplicity of persons, carrying an identical mark, but varying 
noticeably in character or quality. The possibilities of abuse 
inherent in such a situation have led to the suggestion that col- 
lective marks other than those used solely to indicate membership 
in an organization ought to be abolished.® 

A certification mark also presents the relatively unfamiliar 
spectacle of a trade or service mark in use by persons other than 
its owner. Indeed, a certification mark must be used only on or 
in connection with “the products or services of one or more 
persons other than the owner of the mark.” *° 

A certification mark, like a collective mark, is not registrable 
unless its owner is able to exercise “legitimate control” over the 
use of the mark.” In addition, obviously it must certify that 








6. Schedule 6.3 of the Trademark Rules of Practice establishes a separate classifi- 
cation for collective membership marks; other collective marks are registered in the 
classes established by Schedule 6.1 for the goods or services in connection with which 
they are used. For “almost textbook examples” of collective marks, see Lyon v. Quality 
Courts United, 249 F. 2d 790, 48 TMR 477 (6th Cir., 1957); Quality Courts United v. 
Quality Courts, 140 F. Supp. 341, 46 TMR 567 (D.C., M.D. Pa. 1956). 

7. Lanham Act, §4; 15 U.S.C. §1054. Cf. Trademark Rules of Practice, §2.44, 
requiring that a collective mark application specify the class of persons entitled to use 
the mark, their relationship to the applicant and the nature of the applicant’s control 
over the use of the mark. 

8. Lanham Act, §45; 15 U.S.C. §1127. Cf. Reddy Kilowatt, Inc. v. Mid-Carolina 
Electric Cooperative, 240 F. 2d 282, 289, 47 TMR 241, 249 (4th Cir., 1957), quoted 
with approval in Bellbrook Dairies, Inc. v. Bowman Dairy Co., 114 USPQ 450, 451, 48 
TMR 49, 50 (Com’r, 1957). 

9. Note: The Collective Trademark: Invitation to Abuse, 68 YALE L.J. 528 
(1959) ; see, also, Breitenfeld, Collective Marks—Should They Be Abolished?, 47 TMR 
1 (1957). 

10. Lanham Act, §45; 15 U.S.C. §1127. 

11. Lanham Act, §4; 15 U.S.C. §1054. Cf. Trademark Rules of Practice, §2.45, 
requiring that a certification mark application specify the manner in which and conditions 
under which the mark is used, together with an allegation that the applicant exercises 
legitimate control over the use of the mark and is not itself engaged in the production 
or marketing of the goods or services to which the mark is applied. 





1264 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





some set of standards has been met, and to this extent control 
over the goods or services is required. But it is not only quality 
that a certification mark may certify; the statutory definition 
also permits certification of regional origin, method of manu- 
facture or material content.’* The resulting possibility of a varia- 
tion in quality or even in kind makes certification marks subject 
to the same kind of criticism leveled against collective marks." 

Certification marks also have been criticized because the 
owner of a certification mark may be at the same time the owner 
of a trade or service mark that is identical with the certification 
mark itself. This seems to permit evasion of the requirement 
that the owner of a certification mark must not be engaged in 
the production or marketing of any goods or services to which 
the mark is applied. In practice, many certification marks avoid 
this objection by incorporating into the design of the mark such 
words as “approved,” “certified” or “tested,” which disclose the 
certification function and distinguish them from a trade or ser- 
vice mark. It has been suggested that the statute should be 
amended to require the use of some such terminology in every 
certification mark to make its function clear and thus avoid the 
ambiguity that led to the criticism.” 

A petition for cancellation may be filed against a certification 
mark “at any time”—which means that a certification mark re- 
mains subject to cancellation even after it has become “incon- 
testable” “—on four specific grounds: If the registrant is not 
able legitimately to exercise control over the use of the mark; 
if the registrant engages in the production or marketing of any 
goods or services to which the mark is applied; if he permits the 
use of the mark for purposes other than as a certification mark; 
or if he “discriminately refuses to certify the goods or services 
of any person who maintains the standards or conditions which 
such mark certifies.” **® This is a formidable set of requirements, 
especially in view of the vagueness of such expressions as “legiti- 
mately to exercise control over the use of [the] mark” and “dis- 
eriminately refuses to certify” for any person who maintains the 
specified standards. 

It has occurred to some that their commercial lives could be 
simplified greatly by setting up an association and registering 





Lanham Act, §45; 15 U.S.C. §1127. 

See note 9, supra. 

Breitenfeld, Certification Marks, 49 TMR 269 (1959). 
Lanham Act, §15; 15 U.S.C. $1065. 

Lanham Act, §14(d) ; 15 U.S.C. §1064(d). 
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a collective mark for use by its members, instead of setting up a 
certification system and applying for the registration of a certifi- 
cation mark. There is nothing in the statute that seems to pre- 
vent an association owning a collective mark from discriminately 
refusing to admit any applicant for membership, while diserimi- 
nately refusing to certify makes a certification mark subject to 
cancellation at any time.” 

It is frequently difficult to tell the difference between collee- 
tive or certification marks on the one hand and licensing systems 
on the other. But there is a true difference in function that often 
is dramatized by the fact that the collective or certification mark 
is used as an adjunct to the mark of the individual producer, 
rather than as a substitute for the individual producer’s mark. 
The purpose of a collective mark is to indicate that the goods 
or services emanate from a company affiliated with a particular 
association, not that the goods or services emanate from the 
association itself. And a certification mark does not identify the 
source of the goods or services; it indicates merely that some third 
person has passed upon their quality or other characteristics. 
In a true licensing system, however, the function of the mark is 
to identify and distinguish the goods or services themselves and 
point to a single origin that represents the source of ultimate 
responsibility in the mind of the consumer.”* 

Specific licensing problems are involved in the commercial 
exploitation of character names and program titles.*® The defini- 
tion of a service mark under the Lanham Act. as indicated earlier, 
includes the titles, character names and distinctive features of 
radio or other advertising.*® Accordingly, such familiar char- 
acters aS THE LONE RANGER, CAPTAIN KANGAROO and HOWDY DOODY 
are registrable as service marks.” 

A list of some of the names that have received protection in 
decided cases will give an indication of the range of the problem. 





17. Cf. Breitenfeld, op. cit. supra, note 9, at p. 15; and see Ex parte Douglas Fir 
Plywood Association, 118 USPQ 162, 48 TMR 1428 (Com’r, 1958). 

18. Cf. Hancock, Notes from the Patent Office, 47 TMR 581, 585 (1957). 

19. See, generally, Note: The Protection Afforded Literary and Cartoon Char- 
acters Through Trademark, Unfair Competition, and Copyright, 68 HARV. L. REV. 349 
(1954); Kellman, The Legal Protection of Fictional Characters, 25 BKLYN. L. REv. 3 
(1958). 

20. Lanham Act, §45; 15 U.S.C. $1127. 

21. But the character must identify and distinguish the services; a character may 
be simply a part of the program that constitutes the service rather than a distinguishing 
feature by which the program can be identified, in which event it is not entitled to 
registration. Ex parte Carter Publications, Inc., 92 USPQ 251, 42 TMR 342; 93 
USPQ 104, 105, 106 (Com’r, 1952). 
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Property rights in comic strip characters have been recognized 


for many years, starting with BUSTER BROWN,” and mMutTT and 
JEFF.”* BETTY BOOP has received protection against unauthorized 
reproduction as a doll,** and so has sparky, the horse from the 
Barney Google comic strip.** The names of real persons may be 
protected as service marks, such as ARTHUR MURRAY for dance 
studios.” When Graham MacNamee was one of the best-known 
radio announcers in the country, just his first name GRAHAM was 
sufficient to identify him in the public mind, and an enforceable 
property right thus was created in this first name alone.*’ The 
courts also have protected commercial nicknames, including THE 
OLD MAESTRO, which at one time was an unmistakable identification 
for Ben Bernie.** Then come the fictitious characters like THE 
LONE RANGER;” and the names of real historical figures like wyatt 
EARP.”° 

The title of a program need not be the name of a character 
in order to qualify for protection. For example, the producer of 
INFORMATION PLEASE was able to enjoin a publisher from using 
the same title for a magazine.” 

The seope of protection accorded to a character or program 
name tends to be extraordinarily broad. The legal basis is the 
same whether it functions as a trademark or a service mark; 
that is, infringement will be found if the use of the same or a 


22. New York Herald Co. v. Star Co., 146 Fed. 204 (D.C., S.D. N.Y. 1906), affd. 
w.o. opin. 146 Fed. 1023 (2d Cir., 1906); cf. Outcalt v. New York Herald, 146 Fed. 
205 (D.C., 8.D. N.Y. 1906). 

23. Fisher v. Star Co., 231 N.Y. 414, 11 TMR 333 (1921), cert. denied 257 U.S. 
654 (1921); cf. Hill v. Whalen § Martell, Inc., 220 Fed. 359 (D.C., S.D. N.Y. 1914). 

24, Fleischer Studios v. Ralph A. Freundlich, Inc., 73 F. 2d 276 (2d Cir., 1934), 
cert. den. 294 U.S. 717 (1935). See also, Gruelle v. Molly-’Es Doll Outfitters, 94 F. 2d 
172, 28 TMR 153 (3d Cir., 1937), cert. den. 304 U.S. 561 (1938) (RAGGEDY ANN and 
RAGGEDY ANDY dolls enjoined). 

25. King Features Syndicate v. Fleischer, 299 Fed. 533 (2d Cir., 1924). I am 
indebted to James F. Hoge, Esq., Moderator of this symposium, for the suggestion that 
even the name of an invisible character could be entitled to protection, viz.: HARVEY, 
the invisible rabbit, in the play of the same name. 

26. Arthur Murray, Inc. v. Horst, supra, note 3. 

27. Uproar Co. v. National Broadcasting Co., 8 F. Supp. 358, 25 TMR 4 (D.C., 
Mass. 1934), mod. and affd. 81 F. 2d 373, 26 TMR 363 (1st Cir., 1936), cert. den. 298 
U.S. 670 (1936). 

28. Premier-Pabst Corporation v. Elm City Brewing Co., 9 F. Supp. 754, 25 
TMR 602 (D.C., Conn. 1935). For the more complicated problems of AUNT JEMIMA, see 
_ Gardella v. Log Cabin Products Co., 89 F. 2d 891, 27 TMR 501 (2d Cir., 1937), and 
Aunt Jemima Mills Co. v. Rigney § Co., 247 Fed. 407, 8 TMR 163 (2d Cir., 1917), cert. 
den. 245 U.S. 672 (1918). 

29. Lone Ranger, Inc. v. Cox, 124 F. 2d 650, 32 TMR 97 (4th Cir., 1942); Lone 
Ranger, Inc. v. Currey, 79 F. Supp. 190, 38 TMR 891 (D.C., M.D. Pa. 1948). 

30. Wyatt Earp Enterprises v. Sackman, Inc., supra, note 5. 

31. Golenpaul v. Rosett, 174 Misc. 114, 18 N.Y.S. 2d 889, 30 TMR 192 (Sup. Ct., 
N.Y. Co., 1940); cf. Screen Test, Inc. v. American Broadcasting Co., Inc., 277 App. 
Div. 755, 97 N.Y.S. 2d 372 (1st Dept. 1950). 
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similar mark by a third party is likely to cause confusion or 
mistake or to deceive purchasers as to the source or origin of the 
goods or services.** But the public has become aware of the wide- 
spread commercial exploitation of character names and program 
titles even in comparatively remote fields, so that the use of a 
distinctive name or title by someone else on almost any kind of 
goods or services will tend to create the impression in the mind of 
the consumer that there is some connection with the program that 
gave the character or title its popularity. In the past several 
years, the expression “confusion of sponsorship” has become 
increasingly common in the cases,** and it is this type of confu- 
sion, rather than strict confusion of origin, that explains the 
broad scope of protection given to marks of this sort. 

The recent wyatt EARP decision is particularly interesting 
because it involved the name of an actual character.** It may 
seem odd that a real name could be extracted from history and 
monopolized by a single entertainment enterprise. However, the 
decision goes on the basis that the name wyatt EARP was entirely 
lacking in any commercial significance at the time that it was 
adopted as the title for a television film series. Widespread ex- 
ploitation saturated the country to such an extent that the name 
WYATT EARP acquired a definite association in the public mind 
with this particular program rather than with the original his- 
torical character as such.*° 

When a name is really well-known to the general public, 
like ‘Alice in Wonderland,” the courts will refuse to permit anyone 
to monopolize it, even though he may have spent vast sums of 
money in its exploitation, because the name under those circum- 
stances cannot point to a single source.** Walt Disney Produc- 
tions was the unsuccessful plaintiff in the “Alice in Wonderland” 
ease. Whether or not Disney could have succeeded in protecting 
DAVY CROCKETT is something that probably never will be known; 





32. Lanham Act, §32(1) ; 15 U.S.C. §1114(1). 

33. E.g., Copacabana, Inc. v. Breslauer, 101 USPQ 467, 44 TMR 987 (Com’r, 
1954); Cowles Magazines, Inc. v. Andrew Jergens Co., 115 USPQ 92, 48 TMR 245 
(Com’r, 1957) ; National Lead Co. v. Michigan Bulb Co., 120 USPQ 115, 49 TMR 874 
(Com’r, 1959). 

34, Wyatt Earp Enterprises v. Sackman, Inc., supra, note 5. 

35. An additional ground for relief in the Wyatt Harp case was that the defen- 
dant’s activities threatened the successful operation of the plaintiff’s merchandise licens- 
ing system. Cf. National Comics Publications v. Sive, 115 USPQ 393, 48 TMR 633 
(Com’r, 1957) (SUPERMAN). 

36. Walt Disney Productions v. Souvaine Selective Pictures, 98 F. Supp. 774, 41 
TMR 826 (D.C., 8.D. N.Y. 1951), affd. 192 F. 2d 856, 42 TMR 30 (2d Cir., 1951) ; ef. 
Durable Toy & Novelty Corp. v. J. Chein & Co., 133 F. 2d 853, 33 TMR 186 (2d Cir., 
1943), cert. den. 320 U.S. 211 (1943) (UNCLE SAM as trademark). 
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although there were newspaper reports of several law-suits at 
the time of the pavy crocKETT craze, apparently it lost its com- 
mercial importance before any of the cases came to trial and 
they were dropped—or at least they have not turned up in the 
law reports.*’ 

Characters also are subject to protection under other 
branches of the law.** Although the title of a literary or dramatic 
work is not protected by copyright,® the representation of the 
character itself in two-dimensional or three-dimensional form nor- 
mally could be copyrighted as a work of art. In three-dimensional 
form it also could be protected by a design patent. Copyright or 
design patent protection might be considered more desirable com- 
mercially because copyrights and patents can be licensed without 
any requirement for quality control whatever. Obviously, this 
would simplify the operations of a commercial licensor consider- 
ably. But does he have a real choice? 

To qualify for trademark or service mark protection, the 
mark must be distinctive and it must not be confusingly similar 
to any existing mark.*® To qualify for a design patent, it must be 
ornamental, novel and original; and it must satisfy the standards 
of invention as a patentable advance over the prior art.** To 
qualify for copyright protection, the work must be original, but 
it need meet only minimal standards of artistic merit.** It is 
evident, therefore, that a given character will not necessarily be 
able to secure more than one of these three types of protection. 

The scope of protection under these various rights can be 
compared meaningfully in terms of what it takes to constitute 
an infringement. Considered as a trade or service mark, the 
test is whether use by the third party is likely to cause confusion 





37. There are exploitation values even in those public domain characters that 
cannot be completely monopolized because a producer like Disney can license the 
character name in association with the particular representation or actor used by him 
in his production and also in association with the producer’s own name. The producer 
typically agrees not to grant similar rights to any competitor of the licensee. 

38. The commercial exploitation values in the name of a real individual may be 
subject to additional protection under the evolving doctrine of the right of publicity. 
Haelan Laboratories v. Topps Chewing Gum, 202 F. 2d 866 (2d Cir., 1953), cert. den. 
346 U.S. 816 (1953); Hogan v. A. S. Barnes §& Co., Inc., 114 USPQ 314, 47 TMR 1359 
(Pa. Ct. Com. Pls., Phila. Co., 1957). Although a publicity right may be licensed freely 
without quality control, it applies chiefly to commercial endorsements and the like where 
the licensee is using the individual’s name as an advertising device, not as a trademark 
to identify his goods. 

39. E.g., Corbett v. Purdy, 80 Fed. 901 (D.C., 8.D. N.Y. 1897); Affiliated Enter- 
prises, Inc. v. Rock-Ola Mfg. Corp., 23 F. Supp. 3, 9, 27 TMR 424 (D.C., N.D. Ill. 1937). 

40. Lanham Act, §§2, 3; 15 U.S.C. §§1052, 1053. 

41. 35 U.S.C. $171. 

42. Alfred Bell § Co. v. Catalda Fine Arts, 191 F. 2d 99 (2d Cir., 1951). 





Vol. 49 T. M.R. CONCEPTS IN TRADEMARK LICENSING 1269 





or mistake or to deceive purchasers. A design patent is infringed 
by the production or sale of an article creating substantially the 
same impression, even though the infringer had no knowledge of 
the existence of the design patent. A copyright, on the other hand, 
ean be infringed only by actual copying. If, by coincidence, a 
substantially similar design or article were created by the inde- 
pendent effort of another artist, there would be no infringement 
of copyright ;** although, under exactly parallel circumstances, a 
design patent would have been infringed.“ 

The value of a character or program name, however, rests 
in the extent to which it can trigger an association with the origi- 
nal character or program in the mind of the prospective pur- 
chaser. This is what gives the symbol commercial magnetism 
that can be exploited further by means of licensing. Whether the 
title or the character itself is licensed, the impression upon the 
mind of the consumer is the key fact. On this basis, it seems 
clear that the symbol is functioning as a means of identification, 
not as an ornamental design or a work of art. Accordingly, we 
are dealing fundamentally with a problem in the realm of trade- 
marks and unfair competition, rather than with a problem in the 
law of design patents or copyrights. 

It follows that proper exploitation of a character should 
utilize a traditional trademark license with a full set of controls 
over the nature and quality of the product or service on or in 
connection with which the mark is used. This conclusion is com- 
pelled not so much by any rigid requirement of law, but by the 
facts of the market-place. It is the impression upon the consumer 
with which we are concerned, and, therefore, it is the law dealing 
with the confusion or deception of purchasers that applies. 








43. See Sheldon vy. Metro-Goldwyn Pictures Corp., 81 F. 2d 49, 54 (2d Cir., 1936), 
cert. den. 298 U.S. 669 (1936). 

44, Protection also varies greatly in duration. A service mark can be renewed 
indefinitely so long as it is continued in use. A design patent will last for 344, 7 or 14 
years, at the inventor’s election. A copyright lasts for an initial term of 28 years and 
it may be renewed just once for a maximum of 56 years. 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


THE APPLICANT—PART IIt 
THE INDIVIDUAL APPLICANT 


A number of applications filed in the Patent Office indicate 
some misunderstanding concerning who may apply to register a 
trademark.’ The single entrepreneur, being the simplest form of 
business organization, is probably surrounded with the fewest 
legal problems. Modern business society, however, is dynamic and 
complex and it is very easy even for the individual business man 
to brush against many situations which may affect his rights in his 
trademark and, perforce, affect his right to register the mark in 
the Patent Office. These situations run the gamut from failure to 
use the mark to outright, though innocent, assignment in gross. 
Some of the problems which have arisen in the examination of 
applications by individuals are considered below. 


Use of Mark by Others 


Use by a Corporate Alter Ego 

One of the more difficult situations to arise in the course of the 
examination is the attempt by an individual applicant to register 
a mark which he, as an individual, has never used. An individual 
applicant will often seek to register a mark used by a corporation 
or another company claiming that the use of the mark by the com- 
pany inures to his benefit because the user is a “related company” 
recognized in Section 5 of the Lanham Act of 1946. The relation- 
ship is usually based on an implied license (sometimes formalized 
for the first time to overcome the Examiner’s finding that the 
application record shows that a corporation, and not the individual 
applicant, is the owner of the mark). When the relationship is not 
based on “license” it is based on the individual applicant’s status 
as the principle or sole stockholder of the corporate user. Most 
situations, when developed, show that the individual applicant 


* Examiner, Trademark Operation, U. S. Patent Office.’ Member, District of 
Columbia Bar. 
t  2.24—REGISTRABILITY—RELATED COMPANY USE. 
2.25—REGISTRABILITY—RIGHT TO REGISTER. 
3.1—REGISTRATION PROCEDURE—APPLICATION. 
1. The different types of applicants were discussed by the author at 49 TMR 1167, 
November, 1959. 
2. 60 Stat. 427, 15 U.S.C. 1050 et seq. 
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merely regards the corporate user of the mark as his alter ego 
and he is surprised to find his personal ownership of the mark 
questioned. 

Individual applicants have offered many arguments to show 
that they—and not the corporate user—own the mark sought to be 
registered. A few of the arguments must have been presented with 
tongue-in-cheek since none but the most naive person would give 
credence to them. A few arguments, however, have been seriously 
advanced and are worth considering. 

To show a right to register a mark though it is actually used 
by a corporation, an individual applicant will often claim that he 
is the principal or sole stockholder and that the corporate user is 
therefore his subsidiary and, for that reason, the corporation is a 
related company within the meaning of the Lanham Act. Thus, 
the applicant claims that he can control the nature and quality of 
the goods sold or the services performed by the corporate user 
in connection with the mark and furthermore, that he can control 
all the elements of business surrounding the use of the mark. When 
the individual applicant’s position is questioned, he insists that 
he is no different than a corporate parent company or holding 
company. 

The question of the right to register which is raised in the 
situation where an individual is the sole or controlling stockholder 
in a corporation has been resolved against the individual applicant 
on several occasions. It is noted, however, that in the decided cases 
involving the issue, the individuals have had no businesses of their 
own in which the marks were used. Often they were either sole 
or principal stockholders’ or officers in the corporate user or both.‘ 
Occasionally, the individual applicant operated a business but did 
not use the mark on the goods it identified.’ It does appear proper, 
however, for an individual to register a mark which he uses despite 
the fact that he permits others to use it; such use is subject to 
standards and conditions set forth by him. 


Use by Members of Collective Groups 

An individual member of a collective group or other organiza- 
tion such as a fraternity rarely has any standing as an applicant 
to register a mark also used by other members of the organization. 


3. <A. E. Staley Manufacturing Co. v. Scott (Texize Chemicals, Inc., assignee, sub- 
stituted), 118 USPQ 312, 48 TMR 1516 (Com’r, 1958). 

4. Smith et al. v. Coahoma Chemical Co., 121 USPQ 215, 49 TMR 1317 (C.C.P.A.), 

5. Cluett, Peabody & Co., Inc. v. Savatux Facing Co., 118 USPQ 236, 48 TMR 
1512 (Com’r). 
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The display of the mark by a member of a collective organization 
merely identifies the member’s association with the organization. 
The collective organization through its rules or by contract or 
agreement permits and controls® the use of the mark and therefore 
is the owner of the mark.’ For this reason the mark ean be reg- 
istered only by the collective group.*® 


Changes of Entity of Applicant in Application 

Where an individual has applied to register a mark which is 
shown to have been used and owned by a corporation or other busi- 
ness firm, substitute papers in the name of the corporation or firm 
cannot be accepted. An application for registration of a mark must 
be filed in the name of the party having title at the time the papers 
are executed. The only remedy for correcting the record appears 
to be the filing of a new application by the real owner. 

Where an individual actually used and owned the mark at the 
time the application was executed the application may, of course, 
be assigned to a new owner. The assignment should be recorded in 
the Assignment Branch of the Patent Office and a title report 
placed in the record of the application. 

While some of the foregoing situations can apply to forms of 
business other than the single entrepreneur they seem to arise 
principally in applications filed by individuals. 


6. It appears that without some form of control by the organization naked licens- 
ing would result thereby causing abandonment of the mark which could not be registered 
by anyone. See Dawn Donut Co., Inc. vy. Hart’s Food Stores, Inc., 121 USPQ 430, 49 
TMR 631 (C.A. 2). 

7. Huber Baking Co. v. Stroehmann Brothers Co. et al., 116 USPQ 348, 48 TMR 
711 (CA. 2). 

8. It is interesting to note, however, that the individual member of a collective 
group apparently does have sufficient interest in a collective mark to entitle him to 
maintain a trademark infringement action. See National Cooperatives, Inc. et al. V. 
Petroleum Co-Op System, Inc. et al., 119 USPQ 317, 49 TMR 325 (D.C., S.D. Ind, 
Ind. Div.). 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—November 


1959 1958 


Applications filed 21,177 20,179 


Registrations issued 
Principal Register 16,174 13,047 


Supplemental Register 715 731 





16,889 13,778 
Renewals 2,955 2,774 
See. 12(¢), publications 425 416 
See. 8, affidavits filed 11,031 10,856 
See. 8, cancellations 4,519 4,594 


Cancellations, other 191 148 
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NOTES FROM OTHER NATIONS? 
Edited by L. L. Gleason 


Australia 


Trademark Application Covering Special Combination of Letters Rejected 


M. Bastianon & Co. applied for registration of the trademark 
shown hereunder in respect of certain goods in Class 17: 


Co. 


The applicants argued that the mark presented for registra- 
tion was a prima facie distinctive trademark not consisting of a 
mere combination of letters, but of “a combination of letters 
depicted in a special or particular manner in that the letters are 
not separated and do not run horizontally. In its appearance to 
the eye the total trademark propounded for registration has a 
distinctive appearance which could only be regarded as a trade- 
mark to identify goods, and would not debar any other person, 
firm or company from using the initial letters m. B. « co. if they are 
used in that bona fide manner as provided for under the provisions 
of Section 53A of the Trade Marks Act 1905-1948.” 

The applicants also compared their trademark with another 
mark that had been accepted for registration in 1957 and claimed 
that the earlier mark was not more distinctive than their mark. 

The Deputy Registrar of Trade Marks dealt with both of these 
arguments in his decision rejecting the application as set out in 
part below: 


“T have considered the submissions made by the agent 
for the applicant. I do not propose in this decision to be put 
in a position of explaining how other applications may or 
may not have proceeded to acceptance or registration. De- 
cided cases, of which the Windsor case is one (Official Journal, 
29th May, 1941, page 1047) established that when a tribunal 
considers whether a mark is qualified for registration or not, 


+ 10.—¥FOREIGN LAW. 
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it should consider the application in the light of trade marks 
law rather than in the light of that which appears on the 
Register of Trade Marks. 

“The fact that the applicant may have rights to use the 
initial letters mM. B. & co. does not give the applicant the right 
to obtain registration of a mark m. B. & co. It is obvious, I 
think, that the applicant’s rendering of the letters M. B. & Co. 
is not distinctive. 


* % * + a 


“The integers or features which go to make up the mark 
now sought are far too commonplace for anyone to make a 
serious claim that they are sufficiently distinctive to qualify 
for registration as a trade mark. The Benz Case, 20 R.P.C. 
177 established that an embellishment such as a diamond or 
square shaped border can not impart sufficient distinctiveness 
to another non-registrable feature to make the mark so formed 
qualify as a registrable trade mark. Some reliance seems to 
be placed on the fact that the letters m. B. & co. are placed 
within the diamond shaped border so that the letter ‘M’ runs 
into the letter ‘B’ and the ampersand is entwined in the 
letter ‘B’ which connects with the letter ‘C,’ that is to say 
the letters are not presented (as the agent has pointed out) in 
the ordinary horizontal manner. 

“T am not prepared to accept that feature as being one 
which imparts distinctiveness to the mark when viewed as a 
whole to make it a prima facie registrable trade mark. The 
applicant in this matter has done nothing more than any other 
person would do when faced with the need of placing initial 
letters on goods. In my opinion one can not claim that because 
letters are not presented in the ordinary horizontal manner, 
some distinctiveness has thereby been imparted to the ren- 
dering which suffices to qualify the mark so rendered as a 
registrable trade mark. | think that this form of presentation 
results when traders are faced (as they frequently are) with 
the need to confine their trade mark within the borders of a 
small label. 

“The applicant in this matter has endeavored to show 
that some of the separate features of the mark sought impart 
distinctiveness to the mark. I have found that none of the 
separate features of the mark are in fact distinctive. I have 
borne in mind the dicta in the Diamond T Case, 38 R.P.C. 373 
at pages 380 and 381 as I appreciate that in some cases a 
composite mark may be distinctive when viewed as a whole 
even though no separate feature is distinctive. In this case 
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however I am satisfied that the separate features of the mark 
are not distinctive and that the mark when viewed as a whole 
is not qualified for registration as a trade mark. 

“T accordingly refuse application 132,895.” (Decision of 
Australian Deputy Registrar of Trade Marks published April 
23, 1959.) 


Canada 
Alleged Similarity of Trademarks 


Pro-Phy-Laec-Tic Brush Co. (Canada) Ltd. opposed an appli- 
eation by N. V. Cosmetische Fabriek “Prodenta” of Holland to 
register the trademark propEent for dentifrices and tooth brushes, 
the applicants claiming use of their mark since October 13, 1953. 
The opponents held several registrations of the trademark pPro- 
PHY-LAC-TIC and PROPHYLACTIC and a registration of the trademark 
pro for tooth brushes and other brushes, and they claimed use 
since 1925 of the former marks and use since April 14, 1950 of the 
pro mark. They argued that the syllable pro of the applicants’ 
mark was indicative of the opponents’ tooth brushes and that the 
suffix “dent” was indicative of teeth, also that the propeNtT mark 


might be abbreviated to pro, thereby bringing it into direct con- 
flict with opponents’ mark. 


The Registrar considered the written evidence and decided 
that the opposition was not well founded. (Decision of Registrar 
of Trade Marks, April 9, 1959.) 


India 


New Trademark Law 


The Trade and Merchandise Marks Act, 1958, became effective 
in India on November 25, 1959. The Trade Marks Act, 1940, 
and the Indian Merchandise Marks Act, 1889, have been repealed. 

The following important changes have been made by the new 
law: 


1. The Trade Marks Register is divided into Part A and 
Part B. 


2. The duration of all registrations (initial terms and re- 
newal terms) shall hereafter be seven years, with the exceptions 
of registrations already renewed for 15 years. Upon the expira- 
tion of the 15-year renewal terms provided by the 1940 Act the 
registrations concerned may be renewed for seven-year terms. 
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3. The requirements for registered user applications have 
been made more onerous, including the necessity of producing ¢ 
written agreement (or authenticated copy thereof) between the 
registrant and proposed registered user. After approval of the 
papers by the Registrar, he has to forward them to the Central 
Government for consideration. There is no possibility of appeal 
if the Central Government rejects the application. Existing reg- 
istered user entries cease to have effect on November 25, 1962, and 
new applications to replace them will have to be filed if the licenses 
are to be continued. 


4. The term for opposing a trademark application has been 
reduced from four months to three months from the publication 
date, and the Registrar may grant a maximum extension of one 
month beyond the end of the normal term for opposing. 


Italy 


Unfair Competition—Trademarks Used on Different Kinds of Goods 


British-American Tobacco Company, Limited of London is 
the owner of an Italian registration dated September 14, 1893, 
renewed in 1949, for a picture mark called satLor HEAD and LIFEBUOY 
registered for cigarettes, cigars and tobaccos, and it started a 
court action in 1957 against an Italian company named cUucIFIL 
di L. Martini which had registered a closely similar mark for 
cotton yarns and threads and other goods. The plaintiff asked 
for cancellation of the defendant’s registration and for orders of 
the court (1) prohibiting the use of the offending mark or any 
variation of it, (2) directing the destruction of all labels, wrappers, 
ete., carrying the mark, (3) for indemnification in the way of dam- 
ages, (4) for publication of the court’s decision in three leading 
Italian newspapers, and (5) for payment of the costs of the suit. 

The Italian company based its defense on the fact that the 
goods on which it used its registered mark were completely dif- 
ferent from the goods covered by the registration of British- 
American Tobacco Company and that consequently it was not 
guilty of violating the plaintiff’s trademark rights or of unfair 
competition. 

The Court compared the marks of the two parties and con- 
cluded that there was substantial identity between them, at least 
as to their principal features, and noted that certain changes made 
in the defendant’s mark after registration increased the similarity. 
Nevertheless, the Court pointed out that the trademark law and 
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even the civil code provided that a mark should be registered for 
certain specified goods and that different parties could validly 
register the same mark for different goods. 

On the other hand, the Court found that the behavior of the 
defendant constituted unfair competition and that because of the 
very long and extensive use of the plaintiff’s trademark in Italy, 
the use of the same mark by the defendant on its goods, even 
though of a quite different nature, was likely to cause confusion 
and uncertainty in the minds of the plaintiff’s customers. In the 
Court’s opinion the actions of the defendant represented “a de- 
plorable manifestation of economic parasitism” and a violation 
of one of the most elementary principles of commercial propriety. 
The Court also observed that an imitated or infringed trademark 
is usually one that has acquired a remarkable degree of fame 
owing to wide distribution of the goods and intensive and costly 
advertising. If such mark is used by others, even on different 
goods, there is sure to be a weakening of the position of the 
famous mark and effects which can be seriously harmful. 

The decision of the Court was that the defendant was guilty 


of unfair competition, that cucirm must discontinue the use of its 
trademark and withdraw from commerce all goods bearing the 
mark, and that it must pay damages to British-American Tobacco 
Company (the amount to be settled in separate proceedings) and 
pay the costs of the suit, including attorneys’ fees. 

(Decision of Court of First Instance in Lucca dated January 
27, 1959. The decision has been appealed.) 


Norway 


Trademarks “T-Front” and “X-Front” Held Not in Conflict 
with Trademark “Y-Front” 

An American company had used the trademark y-Frront on 
underwear for men in Norway since 1932 and had registered the 
mark there in 1947. It brought suit in the Oslo Town Court for 
cancellation of registrations held by two Norwegian companies 
for the trademarks tT-FrontT and x-Front, both registered for 
goods which included articles of clothing. The latter mark had 
not been used at all, and the Tt-rront mark had been used in the 
advertising of knitted underwear for men since 1950. 

The Court noted that the three marks had several features 
in common, namely, a single letter as the first syllable, a hyphen 
connecting that syllable with the remainder of the mark, and the 
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word Front. The only distinguishing feature in each mark was 
the initial letter, “T,” “X,” or “Y.” The Court agreed with the 
defendants’ contention that the plaintiff did not have any exclu- 
sive right to the word Front in connection with underwear, as 
that word is commonly used in the industry or business to describe 
the front side of these articles of clothing, and it ruled that the 
ordinary buyer of underwear would not confuse the trademarks 
Y-FRONT, T-FRONT and x-FRONT, nor would he believe that the manu- 
facturer of each kind of goods was the same. (Decision of Oslo 
Town Court, May 14, 1958.) 

The American company filed an appeal against that decision, 
after which the owner of the x-rronrt mark canceled its registra- 
tion. However, the Supreme Court of Norway affirmed the deci- 
sion of the lower Court on January 16, 1959 and awarded the 
remaining defendant the equivalent of $210.00 in legal costs. No 
further appeal was possible. 


Peru 
New Trademark Law 

A law of a very general nature, called the Law for Industrial 
Development, was promulgated by the Peruvian Government on 
November 30, 1959 and published in the official gazette on Decem- 
ber 1, 1959 as Law No. 13270. Chapter Six deals with industrial 
property, including trademarks, and it contains provisions for 
the registration of marks of manufacture and commerce, service 
marks, collective marks, certification marks, commercial names 
and commercial slogans. 

The general procedure for registering trademarks is not ma- 
terially changed. Applications are to be published for five con- 
secutive working days for opposition purposes, and the term for 
opposing remains 30 days from the last publication. The 10-year 
term of registration or renewal is not changed, but renewal periods 
will run from the ends of previous terms. 

There are several new provisions in the law, including the 
following: 


1. A separate registration will be required for each class 
of goods. A new classification of goods is to be provided and 
until that becomes effective the present system will be continued. 


2. Grant and registration of trademark licenses. 
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3. A registration notice shall be used with registered trade- 
marks, consisting of the words “Marea Registrada” or alterna- 
tively of the letters “M.R.” within a circle. 


4. Articles 99 to 103 inclusive deal with Unfair Competition 
and False Indications of Origin, and penalties are provided for 
transgressors. All goods produced in Peru must be marked with 
the words “Industria Peruana.” 

The Executive Power of the Government is required to pro- 
vide regulations for carrying out the provisions of the new law 
within 120 days from its promulgation (November 30, 1959). 
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THE TRADEMARK REPORTER ™ 


PART Il 


ROHR AIRCRAFT CORPORATION et al. v. RUBBER TECK, INC., et al. 
No. 15884-—C. A. 9 — April 21, 1959-—121 USPQ 241 


7.218S—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
SECRETS 
Confidential relationship alone, followed by competition from a former em- 
ployee, does not in and of itself constitute unfair competition; plaintiff must prove 
there were trade secrets that were appropriated. 
7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
A generic name, or a name merely descriptive of an article of trade, cannot 
ordinarily be employed as a trademark. 


Action by Rohr Aircraft Corporation and The Franklin C. Wolfe 
Company, Inc. v. Rubber Teck, Inc., Rubber Teck Sales and Service Co., 
Paul A. Karres, Otto R. Grass, and Joe P. Kerley for patent infringement 
and for unfair competition through appropriation of trade secrets and 
imitation of plaintiff’s trademarks. Both parties appeal from District 
Court for Southern District of California (118 USPQ 8) from judgment 
dismissing complaint and counterclaim. Affirmed. Here reported only as 
to unfair competition. 

Fulwider, Mattingly & Huntley, John M. Lee and Robert W. Fulwider, 
of Los Angeles, California, for plaintiffs. 
Fred H. Miller and Stanley A. Phipps, of Los Angeles, California, and 

Alfred D. Williams of Long Beach, California, for defendants. 

Before BARNES, HAMLIN, and JERTBERG, Circuit Judges. 


HAMLIN, Circuit Judge. 


II. UNFatR COMPETITION. 


In the second cause of action set out in their complaint, plaintiffs seek 
damages from Rubber Teck for alleged unfair competition. In this count, 
Rubber Teck is alleged to have (A) appropriated certain trade secrets of 
Rohr and Wolfe in the manufacture of a similar sealing device, and 
(B) to have imitated the trademark of plaintiffs by naming their device 
DUO-SEAL. 


(A) Appropriation of Trade Secrets. 


It appears from the evidence that Rubber Teck developed and sold to 
the public a one-piece seal which they marketed under the name DUO-SEAL. 
In this device the inner rubber ring was permanently attached or bonded 
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to the metal washer on the inside diameter thereof. There was conflicting 
testimony as to the time this one-piece seal was developed and as to whether 
it was first developed by the plaintiffs or defendants. According to some 
of defendants’ testimony, a one-piece seal was shown to plaintiffs in 1948, 
and was then rejected with the statement that it was “no good.” On the 
other hand, plaintiffs’ testimony was to the effect that they had made a 
one-piece seal in 1951 and 1952 prior to the marketing of a one-piece seal 
by the defendants. It was admitted by both sides that over a period the 
defendants had manufactured seals for the plaintiffs which were described 
in the patent in suit. It was also admitted that during this period there 
had been close cooperation between the plaintiffs and the defendants and 
that fairly frequent conversations were had between them, covering the 
manufacture of the seals. However, there was never developed at the 
trial any definite evidence of what “trade secrets” plaintiffs contended had 
been appropriated or used by the defendants. 

When the general manager of Wolfe on the witness stand was asked 
by the Court to tell what trade secrets of plaintiffs had been appropriated 
by the defendants, he failed or was unable to set them forth. Notwithstand- 
ing this, plaintiffs contend that because of the close working relationship 
between plaintiffs and defendants, Rubber Teck came under a duty not 
to use information imparted to them so as to injure plaintiffs in their 


business. The principle upon which plaintiffs rely is well stated in Du Pont 
Powder Co. v. Masland, 244 U.S. 100, 1917: 


“The word property as applied to trademarks and trade secrets 
is an unanalyzed expression of certain secondary consequences of the 
primary fact that the law makes some rudimentary requirements of 
good faith. Whether the plaintiffs have any valuable secret or not 
the defendant knows the facts, whatever they are, through a special 
confidence that he accepted. The property may be denied but the 
confidence cannot be.” 


The District Court had jurisdiction over this action for unfair com- 
petition because of the “pendent jurisdiction” granted to federal district 
eourts by 28 U.S.C. §1338(b). As will appear below, it is wholly unneces- 
sary for us to reach the question of whether local or federal law is here 
applicable.® Justice Holmes’ oft cited statement in the Du Pont case, 
quoted above, has been cited and followed by the California courts in 
Hollywood Motion Picture Equipment Co. v. Furer, 1940, 16 Cal.2d 184, 
105 P.2d 299; and Riess v. Sandford, 1941, 47 C.A.2d 244, 117 P.2d 694, 
where the Court said: 


“The controlling point of law involved is the accepted doctrine 
that no agent or employee having been intrusted in the course of his 


9. Both the problem and its academic nature are discussed in Maternally Yours 
v. Your Maternity Shop (2 Cir., 1956), 234 F.2d 538, 110 USPQ 462 (46 TMR 1509). 
See, especially, footnote 1 therein, at page 540, 110 USPQ at 463-464 (46 TMR 1510- 
1511). 
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employment with secret and valuable information known only to his 
employer, may thereafter utilize this secret knowledge against the 
interests or to the prejudice of his employer.” 


Plaintiffs have wholly failed to bring their case within either the Du 
Pont rule or the rule of the California cases. The confidential relationship 
alone, followed by competition from a former employee, does not in and 
of itself constitute unfair competition. Plaintiffs have not proven that 
there were trade secrets that were appropriated by Rubber Teck. 

The District Court, on the basis of all of the evidence, found against 
the plaintiffs on this issue. These findings are set out in the margin.’® 
There was ample evidence to support these findings. 


(B) Defendants’ Choice of a Trademark. 


Plaintiffs claim also that defendants, in adopting the name DUO SEAL 
for their device, wrongfully “copied, appropriated, duplicated and made 
colorable imitations of the trademarks * * * of plaintiff’s sealing devices.” 

It appears that Wolfe had registered as trademarks in the United 
States Patent Office at various times the following: LOCK 0 SEAL (1946), 
TERMIN O SEAL (1953), GASK O SEAL (1953), BOLT 0 SEAL (1954), VALV O SEAL 
(1954), stat O SEAL (1954), and RIV O SEAL (1954). 

The defendants, in marketing their one-piece sealing device, where 
the inner rubber ring was bonded to the inner surface of the metal washer 
surrounding it, used the name DUO SEAL. 

Plaintiffs, in their brief before this court, cite 15 U.S.C. §1114(1) 
(Lanham Act), which provides: 


“Any person who shall, in commerce (a) use, without the consent 
of the registrant, any reproduction, counterfeit, copy or colorable 
imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion or mistake or to 
deceive purchasers as to the source of origin of such goods or services 
* * * shall be liable to a civil action * * *.” 


Whether the Lanham Act creates a federal cause of action when the 
alleged acts occur in or affect interstate commerce, what the limits of that 
cause of action are, and whether it is present in the instant case, need 


10. “FINDINGS 


* * * 


18. Plaintiffs claim that defendants are guilty of unfair competition alleging that 
defendants appropriated certain trade secrets obtained from plaintiffs while defendants 
or their predecessors were manufacturing the patented seals for the plaintiffs. 

19. During pretrial conference and discovery proceedings defendants attempted 
to ascertain from plaintiffs the trade secrets alleged to have been appropriated but 
were unable to obtain such information. During the trial officers of the plaintiff, The 
Franklin C. Wolfe Company, Inc., were asked what trade secrets were appropriated and 
they were unable to designate the trade secrets referred to in the complaint. 

20. No trade secrets of plaintiffs have been appropriated or misused by defendants. 

aa 


7. *)») 
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not be decided here;'! for neither state nor federal law would protect 
plaintiffs in their use of the 0-SEAL combination. 


Defendants contend that except for the similarity in the use of the 
descriptive term SEAL, the resemblance between plaintiffs’ marks and that 
of defendants ceases. They introduced a record showing that in the Patent 
Office, in addition to the seven trademarks filed by plaintiffs, as indicated 
above, there were 27 other marks registered over the years by different 
companies which contained the word SEAL.” 








11. Plaintiffs’ second cause of action is entitled “* * * action for unfair competi- 
tion” and jurisdiction is asserted under 28 U.S.C. § 1338(b); 15 U.S.C. §§ 1121, 1126(h) 
and 1126(1). 

Plaintiffs do not distinguish which of the above grants jurisdiction for the “appro- 
priation of their trade secrets” and which grants jurisdiction for the “wrongful imita- 
tion of their trademark.” 

It should also be pointed out that plaintiffs’ complaint does not assert a claim for 
trademark infringement, but only for unfair competition. For the difficulties presented 
when such claims are joined, see Brooks Bros. v. Brooks Clothing of California (D.C. 
Cal. 1945), 60 F. Supp. 442, 65 USPQ 301 (35 TMR 99), and Maternally Yours v. 
Your Maternity Shop (2 Cir., 1956), 234 F. 2d 538, 110 USPQ 462 (46 TMR 1509). 
For these much mooted points see Trademarks, Unfair Competition, and the Courts; 
Some Unsettled Aspects of the Lanham Act, 66 HARV. L. REV. 1094, 1953. 

12. DEFENDANTS’ ExHIBIT “B” 

TRADEMARK REGISTRATIONS 


Trademark Registration No. Registered 


LOCKOSEAL 576,868 June 30, 1953 
STAT-O-SEAL 605,504 May 3, 1955 
RIV-O-SEAL 605,503 May 3, 1955 
TERMINOSEAL 592,695 July 1954 
GASKOSEAL 592,432 July 1954 
BOLT-O-SEAL 605,502 May 1955 
VALV-0-SEAL 605,826 May 1955 
AERO-SEAL 418,083 Dec. 1945 
BELLOSEAL 553,754 Jan. 1952 
DUOSEAL 416,870 Oct. 1945 
FAIRCOSEAL 401,038 Apr. 1943 
FAIRCOSEAL 506,013 Jan. 1949 
FLEX-0-SEAL 389,356 Aug. 5, 1941 
LEKTROSEAL 601,530 Feb. 1955 
LUBOSEAL 566,653 Nov. 1952 
WABCOSEAL 520,261 Jan. 1950 
SANSEALO 116,604 May 1917 
SEAL-O-MATIC 392,347 Dee. 23, 1941 
VAPO-SEAL 246,414 Sept. 1928 
SEAL-O-MATIC 232,270 Sept. 1927 
CERROSEAL 313,933 June 1934 
VITROSEAL 574,970 May 1953 
AERO-SEAL 388,786 July 1941 
DUOSEAL 426,108 Dec. 1946 
FRICK FLEXO-SEAL 358,268 July 1938 
GRANOSEAL 357,305 May 1938 
KOROSEAL 336,849 July 1936 
KOROSEAL 439,681 July 1948 
SPIROSEAL 384,093 Jan. 1941 
VISCOSEAL 570,554 Feb. 1953 
SEAL-0-MATIC 315,348 July 1934 
AUTO-SEAL 129,873 Mar. 1920 
SPYROSEAL 175,807 Nov. 1923 
THERMO-SEAL 150,118 Dec. 1921 
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In Section 715 of the Restatement of Torts, a trademark is defined as 
set out below.*® 
As said in Q-Tips v. Johnson, 206 F.2d 144, 98 USPQ 86, 88 (44 TMR 
39) (3 Cir., 1953), (relied on by plaintiffs )— 
“* * * the dogma is that if the trademark term is merely 
‘suggestive’ it may be a valid trademark. If it is descriptive, it will 
not do.” 


That a generic name, or a name merely descriptive of an article of 
trade cannot ordinarily be employed as a trademark has long been the 
rule. Canal Co. v. Clark, 80 U. S. 311, 1871; Skinner Mfg. Co. v. Kellogg 
Sales Co. (8 Cir., 1944), 143 F.2d 895, 62 USPQ 324 (34 TMR 274). 

This is the rule, both in this circuit, American Automobile Ins. Co. v. 
American Auto Club, 184 F.2d 407, 87 USPQ 59 (40 TMR 955), 1950, and 
in the California court, Dunston v. Los Angeles Van & Storage Co., 1913, 
165 Cal. 89 (3 TMR 231), 131 Pac. 115; and see 47 Cal. Jur. 2d §6, 
Trademarks, etc. 

In this case, both the patent in suit and the device manufactured by 
the defendants were definitely seals. Their main purpose was to prevent 
fluid leakage. 

We hold that in this case the word sEAL is a descriptive term describing 
both the device of plaintiffs and of defendants. 

A disclaimer of the word sEaL was included in two of the marks regis- 


tered by other companies. AERO SEAL and FLEXO SEAL and similar disclaimers 
as to the word SEAL were included in two of the marks registered by 
plaintiffs, to-wit, TERMIN O SEAL and GASK 0 SEAL. 

On this point, the District Court made findings 21, 22, 23 and 24 
as set out in the margin.** 

We believe these findings are amply supported by the evidence. 








13. “A trademark is any mark, word, letter, number, design, picture or combina- 
tion thereof in any form of arrangement, which 

“(a) is adopted and used by a person to denominate goods which he markets, and 

“(b) is affixed to the goods, and 

“(e) is not, except as stated in $§ 720-722, a common or generic name for the goods 
or a picture of them, or a geographical, personal, or corporate or other association 
name, or a designation description of the goods or of their quality, ingredients, prop- 
erties or functions, and 

“(d) the use of which for the purpose stated in Clause (a) is prohibited neither 
by legislative enactment nor by an otherwise defined public policy.” 


14. “FINDINGS 


* 7 ° 


21. Plaintiffs have designated’ and adopted as a trademark for the patented seals 
the name LOCK-O-SEAL. 

22. Defendants have named their product DUOSEAL. 

23. The term 0-SEAL had been used for many years by parties other than those 
represented in this litigation exemplified by such names as AEROSEAL, BELL-O-SEAL, FLEX- 
O-SEAL, AUTO-SEAL and many others. Plaintiffs do not have any priority to use the 
0-SEAL combination. 

24. Plaintiffs have produced one instance in which there has been confusion be- 
tween plaintiffs’ seal and defendants’ seal but the seals in question are sold by the 
thousands to a multitude of manufacturers. * * * ” 
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ADMIRAL CORPORATION v. ADMIRAL EMPLOYMENT BUREAU, INC. et al. 


No. 56 C 2135 —D.C., N.D. Illinois, E. Div. — October 13, 1959 — 
123 USPQ 256 


8.9—COURTS—CONTEMPT PROCEEDINGS 
Defendant held in contempt and assessed a penalty of $250. where pursuant to 
a stipulation and order of dismissal defendant had agreed to use only its full 
corporate name, but defendant continued to place undue emphasis upon the word 
ADMIRAL in advertising its corporate name. 


Action by Admiral Corporation v. Admiral Employment Bureau, Inc., 
et al. for trademark infringement and unfair competition. Plaintiff moves 
for rule to show cause why defendants should not be held in contempt. 


Defendants held in contempt. 
See also 47 TMR 776. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for plaintiff. 


James A. Brown, of Chicago, Illinois, for defendants. 


La Buy, District Judge. 

On September 11, 1957, pursuant to a stipulation and order of dis- 
missal, it was agreed that defendant would not use the contracted version 
of its corporate name, i.e., Admiral, but would use its full corporate name, 
Admiral Employment Bureau, Inec., in connection with all newspaper 
advertisements. 

On August 31, 1959, the plaintiff moved for a Rule to Show Cause 
why defendant should not be held in contempt for violation of the court 
order entered pursuant to such stipulation. 

Affidavits and exhibits have been submitted by both litigants. It 
appears that defendant has placed certain newspaper advertisements for 
help wanted which, although utilizing the defendant’s full corporate name, 
single out in a separate line the word ADMIRAL and emphasize its presence 
by use of large type, thereafter following on the second line in greatly 
reduced print the balance of its corporate name. The affidavit of plaintiff’s 
president avers a specific instance of confusion which had been brought to 
his attention by virtue of such advertisements in that they were believed 
to be those of the plaintiff. 

Defendant contends that the use of its full corporate name, without 
provision in the court order as to the manner and mode of presentation 
and printing, has been agreed to between the parties and that there is, 
therefore, no violation of the order of court. 

The pertinent issue to be determined is whether the use of the corpo- 
rate name by the defendant in the manner complained of is accomplished 
with appropriate notice of its origin and sponsorship so as to apprise 
the public that it is the defendant and not the plaintiff who is advertising 
for help wanted. 
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Admittedly, the use of the word ADMIRAL in the advertising is 
emphasized by the manner in which it appears and is the most conspicuous 
and prominent word in defendant’s use of its corporate name. It is that 


word which gave rise to the original suit. The subsequent use of this word 
by defendant must be tested against defendant’s agreement not to use 
a contracted version of its name, but to use its full corporate name. 

The court is of the opinion that the undue emphasis upon the word 
ADMIRAL continues to exploit the contracted version of its name which 
the defendant agreed not to use, and that the manner of its use continues 
the confusion of association between plaintiff and defendant, as shown 
by the plaintiffs’ affidavits. The court is further of the opinion that the 
defendant’s advertisements are an effective evasion of the court’s order 
and constitute a contempt thereof. 

In view of the ruling of the Seventh Circuit Court of Appeals in 
Jewel Tea Co. v. Kraus (1953), 204 F.2d 549, 550, 97 USPQ 370, 371 
(43 TMR 950), it is suggested that counsel submit Findings of Fact, 
Conclusions of Law, and appropriate Judgment Order finding the defen- 
dants guilty of civil contempt and assessing a penalty of $250. 
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LAYNE-WESTERN COMPANY v. FRY, doing business as 
VENE D. FRY COMPANY 


No. 10911 —D.C., W.D. Missouri, W. Div. — June 26, 1959 — 122 USPQ 596 


7.216—REMEDIES—UNFAIR COMPETITION—TRADE & COMMERCIAL NAMES 

Plaintiff, sales affiliate of Layne & Bowler, Inc. of Memphis, Tennessee, sued 
defendant, a manufacturer’s representative for Layne & Bowler Pump Company of 
Los Angeles, California, to enjoin defendant from using the name LAYNE or LAYNE 
& BOWLER in connection with selling or servicing turbine pumps in plaintiff’s sales 
territory. The rights of both plaintiff and defendant to the use of the name 
LAYNE originated from the past association of two companies which from 1907 had 
been controlled by one of the founders of the business, Mahlon E. Layne, and sub- 
sequently, in 1923, by agreements a voluntary division of territory (with doubtful 
legality) was made when the control of both companies was distributed by Mahlon 
E. Layne. The contract made in 1923 with respect to cross-licensing of patents and 
division of territory was terminated in 1948 and had no valid effect at the time 
of the present action. The Court held that the plaintiff’s sales representative had 
by its efforts over a period of 34 years built a business around the name LAYNE & 
BOWLER PUMPS in its territory and by such use was entitled to protection of its 
reputation and good will from unfair competition in that territory. 

7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 

When it appeared on the record that defendant was literally borrowing plaintiff’s 
reputation by using LAYNE & BOWLER, the Court held plaintiff entitled to protection. 
A showing of actual confusion or “palming off” is not necessary in a case of unfair 
competition. The question is whether the names are confusingly similar and create 
a likelihood of confusion. In this determination account should be taken of the 
cost of products, special characteristics of purchasers, construction of products and 
manner of sales. 

While some of the customers of vertical turbine pumps, a non stock item, were 
consulting engineers this did not mean they were immune to confusion and since 
customers were not limited to this knowledgeable group, deception would result 
from defendant’s using a confusingly similar name in plaintiff’s sales territory. 

7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
INJUNCTION 

7.226—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
TERRITORIAL LIMITATIONS 

Where defendant could legitimately use its corporate name in one territory 
but was not entitled to use the name in plaintiff’s territory, held injunction against 
use as part of a corporate name or otherwise, is proper. 

7.2.4--REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DEFENSES 

Defense that plaintiff’s conduct barred it from seeking equitable relief requires 
proof of unconscionable or morally reprehensible conduct which the courts are 
reluctant to apply, and defendant’s contention held unfounded. 


Action by Layne-Western Company v. Vene D. Fry, doing business 
as Vene D. Fry Company, for unfair competition. Judgment for plaintiff. 


Caldwell, Eastin, Blackwell & Oliver, of Kansas City, Missouri, for plain- 
tiff. 
Watson, Ess, Marshall & Enggas, of Kansas City, Missouri, for defendant. 
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SmiTH, District Judge. 

This is an action for unfair competition in which plaintiff seeks to 
enjoin defendant from using the name LAYNE or LAYNE & BOWLER in con- 
nection with the selling or servicing of vertical turbine pumps in the area 
of plaintiff’s sales operations. Defendant, by counterclaim, seeks to enjoin 
plaintiff from issuing disparaging or defamatory statements concerning 
the product defendant sells. Both parties are in the business of selling 
and servicing vertical turbine pumps, plaintiff as the sales affiliate of 
Layne & Bowler, Inc., of Memphis, Tennessee and defendant as a manu- 
facturer’s representative for Layne & Bowler Pump Company of Los 
Angeles, California. Neither party is engaged in manufacturing. 

The primary progenitor of this dispute was an inventive man named 
Mahlon E. Layne. In 1902, after some experience as a well driller in the 
Middle West, he sold his business, and with an engineer named QO. P. Wood- 
burn, moved to Houston, Texas. There he met P. D. Bowler. These three 
men went into business, manufacturing and selling vertical turbine pumps 
and other associated equipment. In 1907 this business was incorporated 
as a Texas Corporation under the name of Layne & Bowler Company. 
In 1908 or 1909 Bowler moved to California and started manufacturing 
and selling pumps and equipment in that area. The west coast enterprise 
was incorporated as a California corporation in 1912 with a corporate 
name of Layne & Bowler Corporation. Bowler was the predominant stock- 
holder in this corporation with Layne owning a small interest. 

In 1913 Layne & Bowler Company, the Texas corporation, opened a 
factory in Memphis, Tennessee. In 1916 Layne moved to California and 
purchased all of Bowler’s interest in the west coast corporation. This 
made him holder of a majority interest in that organization, Layne & 
Bowler Corporation, as well as sole shareholder in Layne & Bowler Com- 
pany. In the early 1920’s the Layne & Bowler Company began to organize 
a group of affiliated corporations. These were sales organizations, each of 
which was designed to drill wells and to sell and service its pumps in a 
definite assigned territory. Each of these sales affiliates used the name 
“Layne” as part of its corporate name, followed by a geographical word 
designating the particular company’s territory, such as LAYNE-TEXAS, 
LAYNE-CENTRAL and LAYNE-WESTERN, plaintiff here. Layne-Western was 
incorporated in 1924. Since that date it has been a sales affiliate of the 
Layne & Bowler Company or its successors with its headquarters in Kansas 
City, Missouri. 

In 1923 Mahlon Layne started to distribute his interests in two manu- 
facturing corporations. He had three sons. It is not necessary here to 
delineate the complete history of property transfer and corporate re- 
organizations which took place over a twenty-five year period. Suffice it 
to say that the interest in the midwestern enterprise, Layne & Bowler 
Company, was passed in 1923 to his sons while the controlling interest in 
the west coast corporation, Layne & Bowler Corporation, was given in 
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1927 to a philanthropic foundation established in Layne’s name. Since the 
time when Layne transferred substantially all his interest in Layne & 


Bowler Company to his sons, the two corporations have not been under 


single ownership or control. 

As part of the gift to his sons a series of contracts were entered into 
between Layne, his sons, Layne & Bowler Company and Layne & Bowler 
Corporation. Among other things these arrangements contained provi- 
sions which allocated territory between the two corporations and provided 
for cross-licensing of existing and future patents. Layne & Bowler Cor- 
poration was allocated the territory of the Western states of California, 
Oregon, Washington, Nevada, Arizona and Utah. Later Idaho, New 
Mexico, and that part of the State of Texas lying west of the 103rd 
meridian were added. Layne & Bowler Company retained the remainder 
of the country as its exclusive territory. There were subsequent amend- 
ments to the original contract, largely caused by a rearrangement of 
interests among the sons. Other than as stated above, these did not affect 
the territorial distribution originally established. For present purposes it 
may be stated that the Layne & Bowler Company has been succeeded 
eventually, through reorganization, by Layne & Bowler, Incorporated, of 
Memphis, Tennessee. The two manufacturing companies, in their respec- 
tive spheres, engaged in substantially the same business. Layne-Western, 
as a sales affiliate of the Memphis corporation, has operated pursuant to 
the agreements, and the states of Missouri and Kansas have always been a 
part of the exclusive territory assigned to it under the contract and sub- 
sequent amendments. 

In 1947 all the remaining stock of the Layne & Bowler Corporation 
of California was sold to persons outside the original families, and since 
that time there has been no community of interests between the Memphis 
and Los Angeles corporations. In 1954 the name of the Los Angeles 
corporation was changed from Layne & Bowler Corporation to Layne & 
Bowler Pump Company. 

As a result of the contracts executed in 1923 with respect to cross- 
licensing of patents and division of territory, the pump manufacturing 
business at Memphis and the pump manufacturing business at Los Angeles 
were bound not to compete. They were confined to their respective terri- 
tories, and in general these agreements were observed until 1948. After 
1948, the territory and cross-licensing agreements were considered by the 
parties as having been terminated. No claim is made that they are in 
existence with valid effect at the present time. 

In September, 1955, defendant became manufacturer’s representative 
at Kansas City for Layne & Bowler Pump Company. This was the first 
time since plaintiff was organized that the Los Angeles corporation had 
had a sales representative in the area. Defendant’s territory varies depend- 
ing upon the type of pump sold, but it includes parts of Missouri and 
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Kansas. In addition, defendant is paid commissions for certain engineering 
assistance to Kansas City consulting engineers on their projects involving 


vertical turbine pumps wherever located in the United States. 

Plaintiff, in the course of its business as an affiliate, sells vertical 
turbine pumps purchased from the Memphis corporation and distributes 
the pumps in connection with contracts under which plaintiff is required 
to drill wells and supply pumps. In the course of its business of selling 
and distributing pumps, it does not act as agent for the Memphis corpo- 
ration. 

In general, vertical turbine pumps are sold for municipal water suply, 
irrigation and miscellaneous industrial purposes not confined to the supply 
and pumping of water. During the time defendant has represented the 
Los Angeles corporation, plaintiff’s sales in defendant’s basic territory can 
be statistically broken down according to use, with municipal sales ap- 
proximately forty-five per cent, industrial sales approximately forty-five 
per cent, and irrigation sales approximately ten per cent. 

Pumps of the character manufactured by both the Memphis corpo- 
ration and the Los Angeles corporation are not considered stock items, but 
are assembled upon receipt of a particular order secured by plaintiff or 
by defendant. Quite frequently, particularly in the case of pumps for 
municipal or industrial use, the judgment of professional engineers is 
involved. Cities frequently employ consulting engineers who prepare 
specifications for pumps required, and in some instances industrial users 
do also. In cases where a consulting engineer is not employed the cities’ 
or the industries’ own engineering departments may prepare specifications. 
In some instances both cities and industries purchase pumps or service 
without the use of professional engineers. In irrigation purchases, the use 
of consulting engineers is not frequent. 

Specifications ordinarily do not require pumps of any particular 
manufacturer, although the specifications may name two or three manu- 
facturers, adding the words “or approved equal.” Normally the specifica- 
tions will refer in considerable detail to the kind, design and quality of 
the pumps and the performance required. 

Beginning at the time of its organization in 1924, plaintiff has estab- 
lished a profitable business which enjoys a good reputation and a valuable 
good will within its territory. In connection with the extensive advertis- 
ing, promotion and sale of its pumps, plaintiff has at all time used the 
names LAYNE and LAYNE & BOWLER, as well as its corporate name, LAYNE- 
WESTERN COMPANY. As a result, those names have acquired a secondary 
meaning, which links them to the high quality of pumps and pump service 
offered by plaintiff and to the wide-spread and favorable reputation of 
plaintiff’s business. The evidence is quite clear that in plaintiff’s trade 
territory the names LAYNE and LAYNE & BOWLER identify plaintiff and the 
pumps which plaintiff sells, and are an integral part of plaintiff’s business. 
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Until 1955, the California company had no representative in plaintiff’s 
area of operations. Plaintiff during the entire period of its existence was 
the only vendor of a pump in its trade territory with which the words 
LAYNE & BOWLER were in any way associated. Since that time defendant 
has engaged in the business of offering for sale, for the California company, 
its vertical turbine pumps. In so doing he has advised prospective cus- 
tomers that his pumps are manufactured by Layne & Bowler Pump Com- 
pany, and has disseminated advertising literature and catalogs on which 
the name of Layne & Bowler Pump Company has appeared. 

Prior to 1955, the Los Angeles corporation referred to its products 
as LAYNE & BOWLER PUMPS. In 1955, however, it adopted a registered 
trademark VERTI-LINE. It now emphasizes that trademark in connection 
with its pumps. The Memphis corporation has emphasized the word 
“Layne” both in block letters and in script, but the corporate name 
LAYNE & BOWLER, INC. Or LAYNE & BOWLER, MEMPHIS was used on all its 
products, either by name plate or by casting the names into the pump 
head. 

Defendant’s advertising consists of handing out, on personal calls, 
detailed catalogs supported by an occasional mailing of circulars by the 
Los Angeles corporation. Defendant does no direct mail advertising as 
such. Plaintiff’s advertising consists of direct mail and personal distribu- 


tion of various pamphlets and circulars prepared by plaintiff or the Mem- 
phis corporation. Plaintiff’s own advertising material has featured the 
word LAYNE and plaintiff’s own corporate name, and it has never featured 
its product as LAYNE & BOWLER pumps. The words LAYNE & BOWLER appear 
only in testimonial letters incorporated in certain of plaintiff’s advertising 
circulars. In general plaintiff has identified itself by its full corporate 
name, Layne-Western Company, as a dealer in LAYNE pumps. 


The evidence shows that the public generally, as represented by con- 
sulting engineers, water superintendents and others commonly interested 
in vertical turbine pumps, have neither accepted nor identified the regis- 
tered trademarks of either of the companies, but refer to them generally 
aS LAYNE or LAYNE & BOWLER pumps. Quite commonly, when references 
are made by customers or prospective customers of the Memphis company 
or of plaintiff, the description is to LAYNE & BOWLER pumps. 

It should be emphasized that vertical turbine pumps generally are 
expensive items of equipment, ranging in price from about $1,000 to 
$100,000 each, with an average price from $2,500 to $3,000. Since they 
are complicated pieces of equipment and in ordinary course are prepared 
on the basis of plans and specifications for a specific use, trained men of 
one kind or another are usually involved in their selection. If consulting 
engineers are not used, a prospective purchaser’s own engineering staff 
may make the recommendations. Or, where no engineer is available, the 
engineering staff of plaintiff or defendant is utilized. This is true even in 
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cases where competitive bidding is encountered. Bids are made and con- 
sidered on an evaluation basis, taking into account not only the price of 
the equipment but the cost of operation over a period of some years. 
Bids on an evaluated basis are accompanied with a guarantee by the pro- 
posed seller that the efficiency of the equipment, if purchased, will be 
as represented. 

Under these circumstances, to a substantial degree, sales efforts by 
both plaintiff and defendant involve personal contact with consulting en- 
gineers and potential users. Defendant has concentrated his prospective 
sales activity upon personal contacts with various consulting engineering 
firms. In most instances he has explained the lack of connection between 
the Memphis and Los Angeles corporations and their products. The same 
explanation has been made by plaintiff, and by both the manufacturing 
corporations involved. There is no evidence of deliberate “palming off,” 
or any attempts in that direction; and no evidence of other deliberate 
unethical business practices. 

It is clear that a certain confusion has occurred, although at the time 
of trial only two instances of sales were shown to have been made by 
defendant in plaintiff’s territory. The most common incident of confusion 
appears in the assumption on the part of consulting engineers and others 
that the Los Angeles corporation is simply a west coast branch of the 
Memphis corporation’s operations. Time after time it has been necessary 
for plaintiff or defendant to explain this assumption. In certain cases 
where both companies were bidding on different projects confusion has 
resulted on the part of bidding authorities. In at least one situation an 
award was contemplated for the Los Angeles company’s product until it 
was explained that there was no connection between the two companies 
and plaintiff’s company presumably was better equipped for servicing. 
And technical data distributed by defendant on Layne & Bowler Pump 
Company, for application to the latter’s pump, have been misapplied to 
plaintiff’s pumps or otherwise mistaken for material distributed by plain- 
tiff or its manufacturer. 

In spite of the emphasis placed by both parties on the trade names, 
LAYNE and VERTI-LINE, the practice is wide-spread among engineers, pur- 
chasing agents and others to consider pumps only from the standpoint 
of the manufacturer. It is apparent that the identity of the manufacturer 
is of considerable importance in this field. Notwithstanding the efforts 
made to distinguish them, it has been generally understood that the term 
LAYNE & BOWLER refers to the Memphis corporation in the trade territory 
in question here, or refers to plaintiff as the sales representative. 

It must be noted that this case varies somewhat from the normal unfair 
competition proceedings in that neither plaintiff nor defendant is the 
manufacturer of the products being sold, and neither of them is engaged 
in selling a commodity in the mass production field. 
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Plaintiff Layne-Western Company, as exclusive sales representative 
for Layne & Bowler, Inc., of Memphis has devoted some thirty-four years 
to building a business around the LAYNE & BOWLER name. As a result 
of plaintiff’s efforts, the words LAYNE & BOWLER PUMPS and LAYNE PUMPS 
have come to mean pumps offered for sale by Layne-Western Company 
in its territory. Because the tendency of defendant’s action in offering for 


sale pumps manufactured by LAYNE & BOWLER PUMP COMPANY is to deceive 


an appreciable number of people as to the origin of defendant’s goods, 
plaintiff has established a cause of action for unfair competition. A proper 
remedy is an injunction against any use by defendant of the LAYNE and 
LAYNE & BOWLER name in plaintiff’s operating area, whether as a part 
of the corporate name of his principal or otherwise. 

The right of a business to protect its reputation and good will from 
unfair competition in the community in which it lives by the competitive 
use of a confusingly similar name is an established principle of law. Cases 
analogous to the problem here, which have recognized the existence cf this 
right are United Drug Co. v. Theodore Rectanus Co., 248 U.S. 403 (9 TMR 
1) ; Hanover Star Milling Company v. Metcalf, 240 U.S. 403 (6 TMR 149) ; 
Esso, Inc. v. Standard Oil Co., 98 F.2d 1, 38 USPQ 295 (28 TMR 386) ; 
Tillman & Bendel, Inc. v. California Packing Corporation, 63 F.2d 498, 
16 USPQ 332 (23 TMR 131); certiorari denied 290 U.S. 638. 

The real question is whether the names are confusingly similar, and 
create a likelihood of confusion. A showing of actual confusion is not 
necessary, and is merely evidence of the likelihood of confusion, which is 
the ultimate fact to be determined. 2 Nims, Unfair Competition and 
Trademarks, Section 320, p. 1018; Cleo Syrup Corporation v. Coca-Cola 
Co., 1389 F.2d 416, 60 USPQ 98 (34 TMR 34), certiorari denied 321 US. 
781, 60 USPQ 578; Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (15 
TMR 1), certiorari denied 273 U.S. 706. 

While actual “palming off” is the most striking evidence of likelihood 
of confusion, there are other ways in which plaintiff can sustain injury 
because of the similarity of the names. For example, plaintiff’s municipal 
customers frequently employ consulting engineers, although often they 
do not. More than half of plaintiff’s sales of pumps are to industrial and 
agricultural or irrigation customers who rarely use consulting engineers. 
Thus while the class of customers for vertical turbine pumps to some 
degree does involve a specialized field, it is not completely limited to 
members of a knowledgeable group. And the evidence is clear that the 
fact that a consulting engineer may be a pump expert does not render 
him immune to confusion. A number of consulting engineers testified as 
to the opportunities for direct losses of sales due to confusion between 
plaintiff and defendant. Where the necessary result of using a confusingly 
similar name is in fact to trade on another’s reputation or good will, even 
though no deliberate trading is intended, the act may constitute unfair 
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competition. See Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 
73 USPQ 133 (37 TMR 323); Hanson v. Triangle Publications, 163 F.2d 
74, 74 USPQ 280 (37 TMR 645), certiorari denied, 322 U.S. 855, 76 
USPQ 621; Florence Mfg. Co. v. J. C. Dowd & Co., 178 F. 73. 

It is a logical conclusion under the record as it appears here that 
defendant is literally borrowing plaintiff’s reputation by using the LAYNE 
& BOWLER name. And to that extent, plaintiff is entitled to protection. 
See Adolph Kaster & Bros., Inc. v. Federal Trade Commission, 138 F.2d 
824, 60 USPQ 154. 

While it is entirely true that in determining likelihood of confusion 
in a given situation, account should be taken of the cost of the products 
involved, the special characteristics of the purchasers if the products are 
sold to a limited class, and whether the products are specially constructed 
and sold upon competitive bidding or personal contact, this does not mean 
that there cannot be confusing similarity of names in cases where these 
factors are considered. And it does not mean that under appropriate 
circumstances one who has built a business around a particular name is 
powerless to prevent a competitor from using the same or a confusingly 
similar name because of the nature of the business and the commodity 
generally. See Lincoln Motor Co. v. Lincoln Automobile Co., 44 F.2d 812 
(21 TMR 456); Atlas Diesel Engine Corporation v. Atlas Diesel School, 
60 F.Supp. 429, 66 USPQ 101 (35 TMR 288). 

It occurs to me that in the final analysis the greatest single block 
of authority upholding plaintiff’s right to protection may be found in the 


group of cases centering around the various Standard Oil Companies and 
their rights to certain names in certain territories. To some extent at 
least this case is directly similar. Here two companies once associated in 
a degree, agreed among themselves (with doubtful legality) on a volun- 


tary division of territory. That division of territory was respected, and 
plaintiff acquired substantial rights in the protection of its business. Under 
those circumstances, when one company comes into the territory of the 
other and proceeds to compete with the other or with a company affiliated 
with it, we are justified in concluding that deception will be the probable 
result of defendant’s act, and that is sufficient to establish a case of unfair 
competition. See Standard Oil Company of New Mexico v. Standard Oil 
Company of California, 56 F.2d 973, 13 USPQ 76 (22 TMR 363) ; Standard 
Ow Company of Maine v. Standard Oil Co. of New York, 45 F.2d 309, 
7 USPQ 288 (21 TMR 107); Standard Oil Company v. Michie, 34 F.2d 
802, 2 USPQ 232 (19 TMR 361). 

Concededly, in its own trade territory, the Los Angeles corporation 
would have the right to use any of the words or names defendant is now 


using. However, we are faced with the premise that “a name legitimate 
in one territory may generate confusion when carried into another and 


must then be given up.” See Federal Trade Commission v. Algoma Lumber 
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Co., 291 U.S. 67. In this situation, by reason of their long use in connection 
with the business and trade of plaintiff, the words and names in con- 
troversy have come to be understood by the public in Missouri and Kansas 
as designating the goods and products of plaintiff and of plaintiff’s supplier. 
Defendant, being subsequent in time in the territory mentioned, is not 
entitled to use these terms or names because to do so would cause its goods 
and products to be known in the market of those states as those of plaintiff. 
See Esso, Inc. v. Standard Oil Company, supra. 

It follows, therefore, that within the territory served by plaintiff, 
defendant will not be permitted to make any use of the LAYNE or LAYNE & 
BOWLER name, and should be prohibited from using the name LAYNE & 
BOWLER PUMP COMPANY in any manner in connection with the sale of 
vertical turbine pumps or other water supply equipment, or from identify- 
ing the manufacturer of the pumps offered for sale by him as LAYNE & 
BOWLER PUMP COMPANY, or from otherwise using in any way the names 
LAYNE & BOWLER and LAYNE. 

Defendant seeks to charge plaintiff with guilt of conduct which bars 
it from seeking equitable relief. This conduct has to do with certain pump 
comparison material that plaintiff obtained from its supplier, Layne & 
Bowler, Ine., of Memphis. Circulation given the material was inconse- 
quential. While there may have been technical irregularities in the 
material, it did not impress me as being of major consequence. A defense 
of this kind requires unconscionable or morally reprehensible conduct. 
See Shinsaku Nagano v. McGrath, 187 F.2d 753. And the defense is 
reluctantly applied and is always scrutinized with a very critical eye. 
Farmers Educational & Cooperative Union of America v. Farmers Educa- 
tional & Cooperative Union, 141 F.Supp. 820, 110 USPQ 531 (46 TMR 
1502), affirmed Jowa Farmers Union vy. Farmers’ Educational and Co- 
operatwwe Union, 247 F.2d 809, 114 USPQ 382 (47 TMR 1492). I find 
no merit to this contention. 

This memorandum would be incomplete without an acknowledgment 
of the excellent work done by counsel for both parties. Many serious and 
intricate questions are involved here. They have been thoroughly tried 
and briefed with great skill. To a trial judge, assistance of this kind 
cannot be measured. 

Judgment will be entered for plaintiff in accordance with the prayer 
of its complaint, with costs taxed against defendant. 

Plaintiff will submit form of decree consistent with this opinion 
within fifteen days. 

It is so ordered. 
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EASTMAN KODAK COMPANY et al. v. VELVERAY CORPORATION 
No. 141-64 —D.C., $.D. New York — August 12, 1959 — 122 USPQ 603 


7.14—REMEDIES—INFRINGEMENT—DECLARATORY JUDGMENT 

In an action for a declaratory judgment to declare that plaintiffs had not 
infringed defendant’s trademark and that said trademark was invalid and void, 
defendant brought a motion for summary judgment based on the contention that 
there was no actual controversy. The fact showed defendant had opposed in the 
Patent Office a second application by plaintiff to register its trademark VEREL 
based on defendant’s prior registrations issued under the Act of 1905 and the Act 
of 1946, for its trademark VERVEL. 

8.1—COURTS—JURISDICTION 

Defendant also sued plaintiff in the State Court for unfair competition, based 
on common law trademark rights. The Court held that a direct threat to sue was 
not necessary to the finding of an actual controversy and where plaintiff alleged 
it had spent large sums of money advertising its trademark and was continuing to 
sell products bearing its trademark a real and actual controversy existed and the 
rights of the parties should be determined in a declaratory action to prevent exces- 
sive damages from accruing. 

Although diversity jurisdiction was lacking, it was held that the Lanham Act 
of 1946 put Federal Trademark Law on a new footing and the well-established 
rule in patent cases—that a declaratory judgment action applied to adjudication 
of the validity and infringement of a patent was within the jurisdiction of Federal 
Courts, whether brought by patentee or alleged infringer—was now extended to 
trademark cases involving infringement of Federal Trademark Registrations. 


Action by Eastman Kodak Company and Eastman Chemical Products, 
Inc. v. Velveray Corporation for declaratory judgment that trademark is 
invalid and not infringed. Defendant moves for summary judgment. 
Motion denied. 


Kenyon & Kenyon, Francis T. Carr, and Lewis H. Eslinger, of New York, 
N. Y., for plaintiff. 
Harry Price, of New York, N. Y., for defendant. 


CASHIN, District Judge. 

Defendant moves for summary judgment pursuant to Rules 12(b) 
and 56 of the Federal Rules of Civil Procedure. The action is one for a 
declaratory judgment stating that plaintiffs have not infringed on defen- 
dant’s trademark and that the trademark is invalid and void. 

The facts are essentially as follows: 

On February 7, 1956 and February 14, 1956, plaintiffs began to use 
the trademark VEREL, first on synthetic yarns and then on synthetic staple 
fibre. On March 1, 1956, plaintiff Eastman Kodak Company filed applica- 
tions to register the mark vEREL under the Lanham Act (15 U.S.C. § 1051 
et seq.) in the United States Patent Office. On November 20, 1956, a 
registration of the mark vEREL for synthetic yarns was duly issued 
without opposition. Defendant in this action, however, entered an oppo- 
sition to the registration of VEREL as a trademark for synthetic staple 
fibre. Defendant objected because of the similarity between plaintiff’s 
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trademark and their trademark vERVEL (Trademark Registration No. 
320,048 issued in December 1934 under the Act of 1905 and renewed in 
December 1954 for cotton, silk and rayon textile piece goods, and Service 
Mark Registration No. 629,720 issued in June 1956 for the service of 
decorating fabrics). This proceeding in the Patent Office is still pending. 

On December 12, 1958 defendant served a complaint on plaintiffs 
charging them with unfair competition based on defendant’s common-law 
rights in the trademark VERVEL, in the New York State Supreme Court. 
Service of this complaint was set aside by Judge Lorete of that court on 
January 16, 1959; however, defendant, on December 23, 1958, successfully 
instituted action against plaintiffs by service of process upon the Secre- 
tary of State of New York. Meanwhile plaintiffs, on December 17, 1958, 
began this action. 

Title 28 U.S.C. § 2201 states that— 

“In a case of actual controversy within its jurisdiction * * * any 
court of the United States, upon the filing of an appropriate pleading, 
may declare the rights and other legal relations of any interested 
party seeking such declaration, whether or not further relief is or 
could be sought.” 


Defendant’s motion for summary judgment is based on the contention 
that there is no actual controversy and that the court has no jurisdiction 
because there is no actual controversy. Defendant argues that, since the 
suit in the New York Supreme Court involved only defendanut’s common- 
law rights, there is no actual controversy over the registered trademarks. 
However, as plaintiffs point out in their very able brief, a direct threat 
to sue is not necessary to the finding of an actual controversy. Dewey & 
Almy Chemical Co. v. American Anode, Inc., 137 F.2d 68, 58 USPQ 456, 
458 (3 Cir. 1943) ; Kobre v. Photoral Corp., 100 F.Supp. 56, 91 USPQ 265 
(SDNY 1951). As was stated in Dewey & Almy v. American Anode, 
supra— 

“In providing the remedy of a declaratory judgment it was the 
Congressional intent ‘to avoid accrual of avoidable damages to one 
not certain of his rights and to afford him an early adjudication with- 
out waiting until his adversary should see fit to begin suit, after 
damage had accrued.’ E. Edelmann & Co. v. Triple-A Speciality Co., 
7 Cir. 1937, 88 F.2d 852, 854, 32 USPQ 416, 417. This court has 
emphasized that the Act should have a liberal interpretation, bearing 
in mind its remedial character and the legislative purpose.” 


Plaintiffs in this case allege that they have spent large sums of money 
advertising the trademark VEREL and have sold and are continuing to 
sell products bearing that trademark. It seems apparent that this is 
just such a situation that Congress had in mind in providing for declara- 
tory judgment. It seems obvious that there is a real and actual contro- 
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versy here and that a quick determination of the rights of the parties 
is necessary in order to prevent excessive damages from accruing. 

However, a more difficult point arises as to jurisdiction. Title 28 
U.S.C. § 2201 does not confer any greater jurisdiction upon this court. 
Only if the controversy is one over which this court would have juris- 


diction initially can the court render a declaratory judgment. Since 
plaintiff, Eastman Kodak Company, is a New Jersey corporation, and 
plaintiff, Eastman Chemical Products, Inec., is a New York corporation, 
and defendant, Velveray Corporation, is a New York corporation, there 
is no diversity of citizenship and jurisdiction must be found on another 
ground. In Zeme Bros. v. Miskend, 10 F.Supp. 779, 25 USPQ 153, 155 
(SDNY 1935), Judge Patterson held that this court has jurisdiction over 
an action for declaratory judgment over a patent owned by defendants. 
Judge Patterson stated that— 


“Tt is said that a suit by a private party who has no patent 
himself to declare a competitor’s patent void is without precedent. 
The charge is true. * * * But the Declaratory Judgment Act was 
passed with the purpose of affording relief in cases that could not be 
tried under existing forms of procedure. It is a remedial statute 
and should be construed and applied liberally. Certainly there is 
nothing in the act that indicates a purpose by Congress to exclude 
patent controversies altogether from its operation.” 


It is now well established that a declaratory judgment action to ad- 
judicate the validity and infringement of a patent is within the juris- 
diction of the federal courts regardless of whether the action is brought 
by the patentee or the alleged infringer. Grip Nut Co. v. Sharp, 124 F.2d 
814, 52 USPQ 1 (7 Cir. 1941) ; De Lure Game Corp. v. Wonder Products 
Co., 157 F.Supp. 696, 116 USPQ 515 (SDNY 1957); American Blower 
Corp. v. B. F. Sturtevant Co., 61 F.Supp. 756, 66 USPQ 278 (SDNY 1945). 

One would expect that the above rule of law would naturally be 
extended to trademark cases. However, there are conflicting views on this 
point. In Magic Foam Sales Corp. v. Mystic Foam Corp., 167 F.2d 88, 
77 USPQ 66 (38 TMR 550) (6 Cir. 1948), the court held that the plaintiff 
who sought the declaratory judgment must own a registered trademark in 
order to maintain his action. This case was cited with approval and 
followed by this court in Kaufman & Ruderman, Inc v. Cohn & Rosen- 
berger, Inc., 86 F.Supp. 867, 83 USPQ 55 (39 TMR 584) (SDNY 1949). 
However, it is to be noted that the Magic Foam case was not decided 
under the Lanham Act of 1946 but under the Act of 1905. In speaking 
of the Lanham Act, Judge L. Hand in S. C. Johnson & Son v. Johnson, 
175 F.2d 176, 81 USPQ 509, 511 (39 TMR 557) (2 Cir. 1949), said— 


“That act did indeed put federal trademark law upon a new 
footing. The Act of 1905 had made the registration of a trademark 
only prima facie evidence of ownership, and the question must be 
regarded as never finally settled whether it created a substantive 
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federal trademark law as distinct from the common-law of the states, 
or whether it merely gave jurisdiction to the district courts and certain 
procedural advantages to the owner. The Lanham Act put an end 
to any doubts upon that score, and to the confused condition in which 
these doubts involved the whole subject, especially after Erie Railroad 
Company v. Tompkins.” 


In King Kup Candies v. H. B. Reese Candy Company, 134 F.Supp. 
463, 107 USPQ 50 (45 TMR 1332) (M.D. Pa. 1955), and on reargument, 
140 F.Supp. 115, 109 USPQ 226 (46 TMR 814) (M.D. Pa. 1956), Judge 
Follmer declined to follow the reasoning of the Magic Foam and Kaufman 
eases. In the King Kup Candies case the facts were similar to the facts 
in the present case and Judge Follmer, citing Judge Hand’s opinion in 
the Johnson case to the effect that the Lanham Act put federal trademark 
law on a new footing, goes on to state that this is a typical Declaratory 
Judgment Act case. This court is in full accord with Judge Follmer. 
The Magic Foam case was not decided under the present law and this 
court does not agree with the doctrine announced in that case. 

In the present case plaintiffs are selling products bearing the trade- 
mark VEREL. Plaintiffs certainly have a right to adjudicate defendant’s 
Federal trademark rights. Moreover, the reasoning of the Magic Foam 
and Kaufman cases is completely inconsistent with the reasoning and law 
of the patent cases. There seems to be no logical reason why the law should 
be one way for patents and another for trademarks. 

Defendant’s motion for summary judgment is denied. 

It is so ordered. 
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HUDSON HANDKERCHIEF MFG. CORP. v. HUDSON PULP & PAPER CORP. 


No. 101-292 —D. C., S. D. New York — April 28, 1959 — 
121 USPQ 576 


7.21—REMEDES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
The test of unfair competition is not whether there is in fact confusion but 
whether there is ground to believe there is substantial likelihood of confusion. 
There can be unfair competition even though the businesses involved are not 
directly competitive, but there must be an intention to trade on the other’s reputa- 
tion and good will, or that must necessarily be the result. 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
Defendant’s use of HUDSON HANKIES for paper tissues does not constitute 
unfair competition with plaintiff who uses HANDKERCHIEFS BY HUDSON for cloth 
handkerchiefs and claims HUDSON HANDKERCHIEFS as a trade name, since in the 
circumstances as to nature of goods and channels of sale there is no confusion, 
actual or likely, no tarnishment of plaintiff’s product and no likelihood of expansion 
by plaintiff into the paper field within the foreseeable future. 


Action by Hudson Handkerchief Mfg. Corp. v. Hudson Pulp & Paper 
Corp. for unfair competition. Complaint dismissed. 


David Schwartz, of New York, N. Y., for plaintiff. 
Curtis, Morris & Safford, of New York, N. Y., for defendant. 


Murpxry, District Judge. 
This action, originally brought in the State Court and removed here 


because of diverse citizenship, is for an injunction to restrain defendant’s 


alleged unfair competition. 

Plaintiff, a New York corporation organized in 1945, is a manufacturer 
of cloth handkerchiefs and is the nominal successor to two similarly named 
companies that have been in the same business since 1925. Originally, a 
New Jersey corporation known as Hudson Handkerchief Co., Inec., secured 
from the Patent Office in August 1939 a registered trademark. The mark 
was an elliptical seal with a drawing of a single masted sailing ship and 
on the top border had the legend, HALF MOON, and below, “The symbol of 
a fine handkerchief,” the latter phrase being disclaimed apart from the 
mark. 

Plaintiff claims the right to the trademark by virtue of what purports 
to be two duly executed assignments from two defunct corporations, i.e., 
plaintiff’s predecessors, the New Jersey corporation and a New York cor- 
poration of the same name, both of which were permitted by plaintiff to 
lapse for non-payment of taxes in 1946. These assignments are dated 
March 1957, approximately ten years after the dissolution of the assignor 
corporations and two years after this action was commenced. 

Plaintiff’s principal business is the sale of men’s cloth handkerchiefs 
to jobbers and retailers, grossing between $800,000 and $1 million a year. 
It also sells gloves, scarves and belts. Half of its handkerchiefs are sold 
without label or name of any kind identifying plaintiff as the manufacturer. 
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The other half indicate plaintiff as the source by means of its trademark 
and others with a small label identical in all respects to the label with plain- 
tiff’s trademark but with a different legend, to wit, on the top border FINE 
QUALITY and below, HANDKERCHIEFS BY HUDSON. This mark has never been 
registered. 

With two exceptions its principal advertising has been in trade cata- 
logues plus a listing in the Manhattan Classified Telephone Directory. Its 
two attempts at national advertising occurred in 1952. In September of 
that year it had an ad of about 1/24th of a page in Esquire Magazine and 
in October had a 1/40th of a page ad in Life Magazine. Each ad read: 
“Fine Handkerchiefs—at Better Stores—Hudson Handkerchief Mfg. Corp.” 

Defendant has been in business since 1900 and originally made only 
paper bags and sacks. Between 1940 and 1950 it began also to manufacture 
and sell a large number of paper products including napkins, towels, facial 
tissues and, since 1954, paper handkerchiefs. These paper handkerchiefs 
are packaged in cardboard containers with a transparent cellophane open- 
ing so as to disclose the color of the paper. Since 1954 it has sold these 
paper handkerchiefs in groceries and in supermarkets in the household 
paper products sections where no cloth handkerchiefs are sold. The box 
container has prominently displayed on five sides the name HUDSON 
HANKIES. Defendant spends large sums of money each year in national 
advertising—$1 million per year since 1953; between $114 and $2 million in 


1958, and its present budget is $2% million. It markets all its products 
under the name HUDSON. Its sales of HUDSON HANKIES are currently at 
the rate of 6,000 to 8,000 cases per month, each case containing 72 boxes. 


Plaintiff’s only witness, its president, testified that some time in 1954 
he learned of the fact that defendant was advertising its HUDSON HANKIES 
on radio and television. It was his testimony also, which was not cor- 
roborated and which we do not accept, that he received some telephone 
calls from people thinking that it was his company that was doing the 
advertising for HUDSON HANKIES. This witness further testified that he 
received two orders from F. W. Woolworth & Company for merchandise 
manufactured by defendant. An examination of the exhibits, however, 
discloses that these orders were actually addressed to defendant, and in- 
tended for defendant, and somehow or other were received by plaintiff and, 
incidentally, were not for handkerchiefs, cloth or paper. The only other 
exhibit relating to confusion was an order from F. W. Woolworth & 
Company for cloth handkerchiefs, addressed to plaintiff and intended for 
plaintiff but inadvertently sent to defendant and forwarded by defendant 
to plaintiff. 

Plaintiff’s president also testified that in 1950 he thought of packaging 
a paper handkerchief and went so far as to contact a number of paper 
houses, and in 1957 went to Japan for a variety of reasons, including the 
possibility of purchasing paper. It was obvious that he did very little 
about this thought, assuming that he seriously considered going into that 
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business. He exhibited a complete ignorance of the quality and style of 
paper that could be marketed, plus a complete unfamiliarity with its cost. 
Although the complaint alleges infringement of the trademark and 
unfair competition with what it describes as its trade name, to wit, HUDSON 
HANDKERCHIEFS, plaintiff’s brief after trial states its claim as follows: 


“At the outset let it be stated that the plaintiff has never sought 
and does not now seek to have the defendant enjoined from using the 
word ‘Hudson’ as such as a part of its corporate title. Nor has the 
plaintiff any dispute with the defendant’s general operations insofar 
as it relates to the many products displayed in Court and manufactured 
and sold by the defendant. 

“Plaintiff merely seeks to have the defendant restrained from 
using the word HANKIES which is concededly a contraction of the 
longer word HANDKERCHIEF in combination with the word HUDSON. 
Plaintiff’s position is simply that in the present circumstances the 
defendant’s use of the words HUDSON HANKIEs does not give the plain- 
tiff the protection to which it is entitled and constitutes ‘unfair com- 
petition’ according to recognized and well-established principles of 
equity.” 


Quite obviously there is no claim for infringement of trademark, nor 
could there be, even assuming that the mark belongs to plaintiff by virtue 
of the assignments from the defunct corporations—in fact plaintiff does 
not claim such infringement. As we understand the restatement of plain- 
tiff’s claim it would appear that it feels it has a trade name, to wit, HUDSON 
HANDKERCHIEFS, and that defendant by the use of the words HUDSON 
HANKIEs unfairly competes with it. 

We are not satisfied that plaintiff has in fact the trade name HUDSON 
HANDKERCHIEFS. The only proof offered (the two minute ads in Life and 
Esquire in 1952, and the trade circulars) is significantly without the 
phrase HUDSON HANDKERCHIEFS. The ads and the trade circulars prom- 
inently use plaintiff’s corporate title “Hudson Handkerchief Mfg. Corp.” 
plus the trademark HALF MOON, and are primarily concerned with adver- 
tising cloth handkerchiefs of good quality manufactured by plaintiff that 
can be found in better shops. However, assuming that plaintiff has a trade 
name and has developed sufficient good will and reputation in it by long 
use, the question remains whether any tort has been committed by defen- 
dant, i.e., has defendant unfairly competed with plaintiff? 

At the outset it must be stated that there was no evidence whatsoever 
of any palming-off, nor was there any proof that plaintiff over received any 
letters which indicated a confusion between its product and that of defen- 
dant’s. The only proof offered was by plaintiff’s president who testified 
that he received some telephone calls at the beginning of defendant’s 
advertising program. As we said before, we disbelieve this testimony and 
have discounted it. The only other proof was the exhibits from Wool- 
worth’s which at best show that some clerk in Woolworth’s misdirected a 
correctly addressed order and moreover, those addressed to defendant were 
not for handkerchiefs. But the test is not whether there was in fact con- 
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fusion but whether there is ground to believe that there is a substantial 
likelihood for confusion. We realize, too, that there can be unfair com- 
petition even though the businesses involved are not directly competitive, 
but in such situations there has to be an intention to trade on the other’s 
reputation and good will, or where that necessarily will be the result. The 
evidence showed that the two businesses are not competitive. Plaintiff’s 
product is not sold in groceries and in supermarkets and when sold to 
jobbers and wholesalers is sold half the time without distinguishing mark 
or label. Defendant’s product is sold almost exclusively in groceries and 
supermarkets and is then displayed in the household paper products section 
where no cloth handkerchiefs of any kind are sold. 

Calling defendant’s product HANKIEs is probably a Madison Avenue 
idea. Women (and men for that matter) ever since the advent of facial 
tissues have used such facial tissues to blow or wipe their noses. This 
use led defendant and other manufacturers to the idea of packaging tissues 
in smaller boxes and in handkerchief size in order to capture part of the 
cleansing tissue market or create a new one. The whole trend of blowing 
noses into disposable tissues instead of into linen or cotton handkerchiefs 
has a relation to the cost of laundry but the tissue, whether facial or 
HANKIE, is still not what Webster calls a handkerchief. A handkerchief, 
by definition, is still a piece of cloth. 

Plaintiff, virtually unknown on a national basis and known only to its 
retail customers as a manufacturer of cheap cloth handkerchiefs, prin- 
cipally for men, has not lost a customer because of defendant’s HUDSON 
HANKIES. The public, the jobbers or the supermarket owners who buy 
defendant’s product never heard of the plaintiff and could not possibly even 
suspect that the paper tissues called HUDSON HANKIES emanated from 
plaintiff. We suspect that if plaintiff is losing business it is because more 
people are using tissues and less handkerchiefs, but so is the milliner selling 
less hats because women are either not wearing hats or are wearing scarves. 
This is not unfair competition. The cycle is changing and plaintiff is 
standing still. 

Applying Judge Hand’s test of unfair competition as stated in Artype, 
Incorporated v. Zappulla, 228 F.2d 695, 697, 108 USPQ 51, 53 (46 TMR 
421), the second comer’s name, mark or make-up, to wit, HUDSON HANKIES 
we find, could not possibly make it likely that plaintiff’s customers, jobbers, 
5 & 10¢ stores and retail stores would understand that plaintiff is the 
manufacturer of paper handkerchiefs sold almost exclusively in groceries 
and supermarkets. There is no confusion, actual or likely; there is no 
tarnishment of plaintiff’s product and no likelihood of expansion by plain- 
tiff into the paper handkerchief field in the foreseeable future. 

Accordingly, the complaint is dismissed and defendant is entitled to 
judgment. 

This memorandum is filed in lieu of findings of fact and conclusions 
of law. 
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SCARVES BY VERA, INC. v. UNITED MERCHANTS AND 
MANUFACTURERS, INC., et al. 


No. 144-199—D. C., S. D. New York — June 8, 1959 — 
121 USPQ 578 


1.148—TRADEMARK ACT OF 1946—CONSTRUCTION—SEC. 43 (a) 
8.1—COURTS—JURISDICTION 
Without diversity of citizenship a federal court has no jurisdiction over a 
claim of infringement of a common-law trademark as pendent to a claim of copy- 
right infringement, unless there is some substantial overlapping or intertwining in 
the course of proof; but under Sec. 43(a) of the Lanham Act the court does have 
jurisdiction of a claim for unfair competition by use of a false designation of 
origin or false description or representation. 
7.214—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE 
DESIGNATION OF ORIGIN 
7.215—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE 
TRADE DESCRIPTIONS 
Defendant’s use of JOLLYTOPS and JOLLYToP in confusing similarity to plain- 
tiff’s unregistered trademark JOLLITOPS constitutes a false designation of origin 
and false description and representation within the meaning of the statute. 


Action by Scarves by Vera, Inc. v. United Merchants and Manufac- 
turers, Inc., Cohn-Hall-Marz, and Sears, Roebuck and Co. for copyright 
infringement and for unfair competition. Here reported only as to defen- 
dant’s motion to dismiss unfair competition cause of action. Motion denied. 


Samuel J. Stoll, of Jamaica, New York, for plaintiff. 
Stroock & Stroock & Lavan, New York, N. Y., for defendants. 
EDELSTEIN, District Judge. 

* * * 

The fifth cause of action, which is pleaded against the defendant Sears, 
Roebuck and Company alone, is the subject of the cross-motion to dismiss. 
It alleges that the plaintiff has used the trademark JOLLITOPsS in connection 
with the sale of women’s and girls’ blouses throughout the United States 
so that it has become well-known and widely recognized as plaintiff’s exclu- 
sive trademark identifying plaintiff’s goods; that the defendant in its 
catalogue, has adopted confusingly similar trademarks—JOLLYTOPsS and 
JOLLY-Top—for similar goods to confuse and deceive the public as to the 
origin of the goods; and that by reason of these facts, the defendant is 
infringing the plaintiff’s trademark and is engaging in unfair competition 
with the plaintiff. Jurisdiction is invoked under 15 U.S.C. §1125 (section 
43 of the Lanham Act), and plaintiff in addition urges pendent jurisdiction 
under 28 U.S.C. §1338(b), there being no diversity of citizenship. 

Although an earlier and much criticized Second Circuit rule on pen- 
dent jurisdiction* has been broadened, Maternally Yours v. Your Maternity 
Shop, 2 Cir., 234 F.2d 538, 110 USPQ 462 (46 TMR 1509), the cause of 
action here for unfair competition nevertheless does not meet the “relation” 
test for pendent jurisdiction. The fourth cause of action, claiming copy- 








4. See 2 Moore’s Federal Practice (2nd ed.) 375, n. 82, and 3 Moore’s Federal 
Practice (2nd ed.) 1816-1817. 
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right infringement of three copyrighted designs by publication in cata- 
logues and sales literature, states a substantial claim, but it is difficult to 
see how it is really related to the claim in the fifth cause of action, except 
insofar as the alleged trademark incidentally covers blouses made with the 
three copyrighted designs. The substantial identity of proof for the two 
claims is no longer required, but there must be some substantial overlap- 
ping or intertwining in the course of proof. Schreyer v. Casco Products 
Corp. (2 Cir.), 190 F.2d 921, 90 USPQ 271, certiorari denied 342 U.S. 913, 
92 USPQ 467; Telechron Inc. v. Parissi (2 Cir.), 197 F.2d 757, 93 USPQ 
492; and see dissenting opinions of Judge Clark in Lewis v. Vendome 
Bags, Inc. (2 Cir.), 108 F.2d 16, 18, 48 USPQ 477, 480 (30 TMR 217); 
Musher Foundation v. Alba Trading Co. (2 Cir.), 127 F.2d 9, 11, 53 USPQ 
82, 85 (32 TMR 266) ; Kleinman v. Betty Dain Creations (2 Cir.), 189 F.2d 
546, 549, 89 USPQ 404, 407. Proof of the copyright claim will involve 
almost nothing that is relevant to proof of a claim for unfair competition 
based upon a common law trademark. The core of the plaintiff’s grievance 
is not the same in each case: in the one it is the violation of the right to 
the exclusive use of certain designs, and in the other it is the violation of 
the right to the exclusive use of a mark covering an entire line of blouses 
of whatever design. 

While I do not believe that this court has pendent jurisdiction of the 
claim for unfair competition based upon a common law trademark infringe- 
ment, I conclude that it does have jurisdiction of such a claim under sec- 
tion 43(a) of the Lanham Act, 15 U.S.C. §1125(a). That section has pro- 
vided a remedy by way of civil damages or injunction against anyone who, 
in connection with goods or services in commerce uses a false designation 
of origin or any false description or representation. Parkway Baking Com- 
pany Vv. Freihofer Baking Company (3 Cir.), 255 F.2d 641, 117 USPQ 426 
(49 TMR 927) ; L’Aiglon Apparel v. Lana Lobel, Inc. (3 Cir.), 214 F.2d 649, 
108 USPQ 94. Defendant urges that the section should be limited to those 
claims of unfair competition that are independent of trademark infringe- 
ment and which have as a basis some different kind of false description or 
false designation of goods. But the broad terminology of the statute is 
without ambiguity and I see no justification for reading in an exception. 
The theory of the fifth cause of action is that the defendant’s use of the 
expressions JOLLYTOPS and JOLLY-TOp constitutes a false designation of 
origin and a false description and representation in violation of 15 U.S.C. 
§1125(a). “It may well be that if the plaintiff has acquired a common law 
trademark, the defendant’s use of that mark constitutes a false designation 
of origin within the meaning of §1125(a).” Joshua Meier Company Vv. 
Albany Novelty Mfg. Co., supra, 236 F.2d at p. 147, 111 USPQ at 199 (47 
TMR at 185). And see Judge Clark’s coneurring opinion in Maternally 
Yours v. Your Maternity Shop, supra, 234 F.2d at 546, 110 USPQ at 468 
(46 TMR at 1517). Accordingly, the motion to dismiss the fifth cause of 
action is denied. 

Settle an order on notice. 


it eteeereeeeeneeeneeeneeen 
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SIMMONS COMPANY v. SOUTHERN SPRING BED COMPANY et al. 


No. 55-WS-58 — D. C., M. D. North Carolina — May 19, 1959 — 
121 USPQ 582 


6.3—COMMON LAW TRADEMARKS—SCOPE OF PROTECTION 

BACK CARE does not describe a mattress without more; it is sufficiently technical 
to constitute a trademark, and is entitled to protection against unfair competition. 

7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

It is unfair competition for defendant to copy plaintiff’s unregistered trade- 
mark and slogan and seek to garner the profits from plaintiff’s expenditures. 

7.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 

It is not unclean hands for plaintiff to advertise its mattress as the first with 
a built in board, since previous mattress of this type, though patented, had never 
become known to the industry. 

It is not unclean hands for plaintiff to publish warning making threats against 
anyone invading its rights, since defendant’s wrongful copying of plaintiff’s product, 
trademark and slogan justify the warning. 

7.225—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF- 
INJUNCTION 

As defendant disclaims any intent to continue use of plaintiff’s trademark and 
slogan, injunction would not have issued had not defendant continued to contend 
that plaintiff had no exclusive right therein. 

7.223—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 
ATTORNEY’S FEES 

Counsel fees are not allowed to plaintiff because suit was instituted instantly 
when defendant was seeking information of plaintiff in an effort to refrain from 
doing anything which plaintiff would show defendant had no right to do. 


Action by Simmons Company v. Southern Spring Bed Company and 
H. H. Jones Furniture Company for unfair competition. Judgment for 
plaintiff. 


Irving E. Carlyle and Womble, Carlyle, Sandridge & Rice, of Winston- 
Salem, North Carolina, and Francis A. Even, William E. Anderson, 
and Soans, Anderson, Luedeka & Fitch, of Chicago Illinois, for 
plaintiff. 

Norwood Robinson and Vaughn, Hudson, Ferrell & Carter, of Winston- 
Salem, North Carolina, and Ernest P. Rogers and Smith, Kilpatrick, 
Cody, Rogers & McClatchey, of Atlanta, Georgia, for Southern Spring 
Bed Company. 

Archie Elledge, of Winston-Salem, North Carolina, for H. H. Jones Fur- 
niture Company. 


Hayes, District Judge. 

The issues, at the trial, narrowed down until plaintiff waived any 
claim for damages; the defendant disclaimed any intention of using 
BACK CARE Or BUILT-IN-BEDBOARD as part of its advertising or insignia 
on its mattress, but it did not want to be enjoined. 

The Court adopted, with some modifications, the findings of fact and 
conclusions of law submitted by the plaintiff, rejecting those submitted 
by the defendants. 
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The suit was instituted to restrain defendants from using, in con- 
nection with their mattress, the trademark BACK CARE or slogan BUILT-IN- 
BEDBOARD and for damages. 

The plaintiff is a well established manufacturer of bedding of which 
Simmons Beauty Rest Mattress is its most famous product. The plaintiff, 
knowing of a large demand for a different type of sleeping device for 
persons with “low” back trouble, and believing that something more 
comfortable than a hard board for such sufferers could be made, launched 
a movement which culminated in a mattress with a plywood board 
with coil springs on either side which would provide the necessary stiff- 
ness but supply more comfort than the plain bed board. It consulted 
surgeons who specialize in the treatment of back ailments, secured their 
expert opinions, made elaborate tests and, after finding its mattress 
met the need, produced and exhibited at the January, 1958, Chicago 
Furniture Market this mattress as the Back Care Mattress with Built-in- 
3edboard. It procured advertising for its product at a cost of ap- 
proximately $500,000.00 in the leading journals and trade magazines 
in early 1958, in all of which Back Care and Built-in-Bedboard were 
prominently exhibited. 

The defendant, Southern Spring Bed Company, also manufactures 
bedding. When it became aware of plaintiff’s product exhibited at Chi- 
cago on January 6, 1958, it virtually copied plaintiff’s mattress and 
exhibited samples at the Atlanta Furniture Market on January 13, 1958. 
The labels prominently portrayed “Built in Bedboard” and “Scientifically 
designed and Constructed for Those Who Need Bedboard Support.” It 
published a general sales Bulletin containing “Bedboard Mattress and 
Box Spring with Built in Bedboard,” “the newest and hottest thing in 
our Mattress line.”” It also exhibited its mattress, under similar conditions, 
at the High Point Furniture Market which opened about January 21, 1958. 

The plaintiff secured favorable response from purchasers, including 
R. H. Macy and Company, but the defendant’s mattress and similarity 
of name and construction caused great confusion and resulted in some 
eancellations of orders to plaintiff. 

A complaint was made by plaintiff to the officers of defendant and 
although defendant desisted from using BACK CARE and BUILT-IN-BEDBOARD, 
through its counsel, it contended that the terms relied on by plaintiff 
were descriptive and were not legally capable of becoming the exclusive 
property of plaintiff. 

The defendant, H. H. Jones Furniture Co., is a retailer which sells 
its co-defendant’s products. The manager of the retail store, with the 
approval of the manufacturer’s sales manager, published an advertisement 
in the Winston-Salem Sentinel and in the Winston-Salem Journal, Feb- 
ruary 28th and March 1, 1958, respectively, containing these statements: 

“NOW YOU CAN HAVE BACK CARE THE KIND YOUR DOCTOR APPROVED AT 


A NEW LOW PRICE 
SAVE $30.00 
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$49.95 
MATCHING BOX SPRING AT $49.95 
HAS 624 RESILIENT COILS WITH BUILT-IN-BEDBOARD 


FULLY GUARANTEED. A SCIENTIFIC CONSTRUCTION THAT MAKES OTHER 
POSTURE MATTRESSES OUT OF DATE.” 


The defendants cite many cases in support of their position, the best 
of which is Bliss Fabyan and Co. v. Aileen Mills, Inc., 4th C.C.A., 25 
I'.2d 370 (18 TMR 334). It is there held that a manufacturer has no 
right to the exclusive use of a descriptive word in connection with his 
goods, and if nevertheless he adopts such a trademark, he himself is 
largely to blame for the confusion which ensues when other manufacturers, 
with equal right adopt similar terms to describe their products. 

However, the words BACK CARE, when used in connection with a 
mattress, are not so descriptive in nature as to come within the con- 
demnation of the Bliss, Fabyan and Co. case above. These words could 
be deseriptive of a variety of things and of use. It would be very tech- 
nical to say that the words BACK CARE, are not capable of a valid Trade- 
mark. The statutory definition is: “The term ‘trademark’ includes any 
word, name, symbol, or device or any combination thereof adopted and 
used by a manufacturer or merchant to identify his goods and distinguish 
them from those manufactured or sold by others.” BACK CARE may relate 
tc the place or position of the back, but it does not exclude other mean- 
ings, nor describe a mattress without more. When considered in the 
light of what is said in Dwight S. Williams Co. v. Lykens Hosiery Mills, 
4th C.A., 233 F.2d 398, 109 USPQ 328 (46 TMR 836), and the authorities 
cited therein, it is our view that the words BACK CARE are sufficiently 
technical to constitute a trademark. 

The plaintiff’s slogan, BUILT-IN-BEDBOARD, was not known in the mat- 
tress industry. A board had been used on a mattress and under springs, 
but the idea of a board built inside a mattress between two sets of coil 
springs was new and certainly not known in the trade until plaintiff 
introduced it after several months of investigation and development, to- 
gether with the extensive advertising. When it entered the market in 
early 1958, it was known as a Simmons product. The purchasing public 
knew that the new Simmons mattress was promoted as BACK CARE and 
BUILT-IN-BEDBOARD. The consuming public would likely think it was get- 
ting the same article if it was called BACK CARE Or BUILT-IN-BEDBOARD. 

It is true that plaintiff had not secured a registered trademark for 
BACK CARE. The fact remains that it expended approximately half a 
billion dollars in the early part of 1958 to promote the sales and in 
that year its sales exceeded 2% million dollars. The defendant manu- 
facturer, with unusual haste, copied plaintiff’s trademark and slogan 
and sought to harvest where it had not sown, to garner the profits from 
plaintiff’s expenditures. If its behavior does not constitute unfair com- 
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petition, it would be difficult to define what is unfair competition. Mater- 
nally Yours v. Your Maternity Shop, 234 F.2d 538, 110 USPQ 462 (46 
TMR 1509). While plaintiff’s product had not been on the market long, 
its extensive advertising and aggregate sales are to be considered. Barton 
et al. v. Rex Oil Co., Inc., 3 C.C.A., 2 F.2d 402 (18 TMR 267). 

It is insisted by defendants that plaintiff should be denied the 
assistance of a court of equity because of unclean hands; that it adver- 
tised its mattress as the first built in board when one Zofnass secured 
a patent |No. 2,257,994] before 1940 and sold a few to the Army. How- 
ever this never became known to the industry. It is also claimed that 
the warning published by plaintiff making threats against anyone in- 
vading its rights deprives plaintiff of equitable relief. There is no merit 
in these contentions. The wrongful copying by defendant of plaintiff’s 
product, its trademark and slogan justified the warning and the defen- 
dants are in no position to complain. Adriance, Platt and Co. v. National 
Harrow Co., 2 C.C.A., 121 F. 827. 

The injunction would not issue had it not been the continued con- 
tention of the defendant that plaintiff acquired no right to the exclusive 
use of BACK CARE and BUILT-IN-BEDBOARD. Saxlehner v. Eisner et al., 2 
C.C.A., 147 F. 189. 

The Court will not allow any counsel fees to plaintiff because the suit 
was instituted instantly when defendant was seeking information of 


plaintiff in an effort to refrain from doing anything which plaintiff would 
show defendant had no right to do. Let the decree be entered in accordance 


with these views. 
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SAVE-A-STOP, INC., et al. v. SAV-A-STOP, INC. 
No. 5-1759 — Arkansas Sup. Ct. — March 30, 1959 —121 USPQ 232 


7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
Use of descriptive words, not for a long period and not substantially exclu- 
sively, will not be protected by injunctive relief. 


Action by Save-A-Stop, Inc., and Little Rock Wholesale Company v. 
Sav-A-Stop, Inc. for trademark infringement and unfair competition in 
which defendant counterclaims for trademark infringement and unfair 
competition. Plaintiffs appeal from Boone Chancery Court, Arkansas 
from decree dismissing complaint and counterclaim. Affirmed; Smith and 
Robinson, Justices, dissent without opinion. 


Glenn F. Walther, of Little Rock, Arkansas, for appellants. 
Arnold M. Adams and Garvin Fitton, of Little Rock, Arkansas, for appellee. 


JIM JOHNSON, Justice. 

Appellants, Save-A-Stop, Inc., et al., with their principal place of 
business in Little Rock, and appellee, Sav-A-Stop, Ine. with its principal 
place of business in Harrison, are engaged in the sale of housewares, school 


supplies, health and beauty aids, and other miscellaneous merchandise at 


wholesale to grocery stores who sell such merchandise at retail off of racks 
supplied by the wholesaler. 

Appellants brought this action to enjoin appellee from using the name, 
trademark or service mark of SAv-A-STop or other similar words which 
could deceive retail grocers or the public into believing that they were 
purchasing goods offered by appellant. 

Appellee counterclaimed alleging ownership of the name SAvV-A-STOP 
and asked that appellants be restrained from its use and prayed that the 
trademark of the appellants be canceled. 

From a decision dismissing the prayer of both the appellants and 
appellee, the appellants appeal. For reversal, three points are relied upon: 
1. The use of the words SAv-A-SToP in connection with the business of the 
Little Rock Wholesale Company and the adoption and use of such words 
as its corporate nanie by the Little Rock Company, prior to the use of such 
words by others, give rise to an exclusive trade name. 2. The prior use 
of a trade name, trademark or a corporate name entitles the user to the 
exclusive use of such name or mark within a reasonable expansion area, 
which is normally to the state line. 3. The use of the name or mark, which 
belongs to another by reason of prior use, constitutes unfair competition 
regardless of palming off, where copying or imitation exists or where such 
use is unethical or constitutes an infringement of property rights. 

All three of these points are adequately covered in the excellent opinion 
of the trial court. Therefore, due to the conclusion hereinafter set out, 
the pertinent parts of that opinion are as follows: 
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“The facts involved are largely undisputed and the court does 
not here deem necessary a lengthy statement of the facts. It is estab- 
lished that plaintiff, ‘Sav-A-Stop, Inc.’ was incorporated October 3, 
1955, and is domiciled at Little Rock, Arkansas. That its officers and 
stockholders are substantially the same as the officers and stockholders 
of plaintiff, the Little Rock Wholesale Company. That the latter 
company first began using the words SAVE-A-STOP on its merchandise 
racks furnished to its retail customers in the fall of 1953; and in April 
1954, it obtained a trademark registration certificate from the Office of 
the Secretary of the State for the words SAVE-A-STOP on a red dise 
for use of the trademark only upon merchandise classification No. 18 
pharmaceutical preparations (See Ark. Stats. See. 70-534). That 
this red dise design has been used in advertising on delivery trucks, 
on letterheads, invoices, ete. When plaintiff ‘Save-A-Stop, Inc.’ was 
organized plaintiff, Litthe Rock Wholesale Company, assigned to the 
new corporation its trademark rights. The new company has fune- 
tioned only as a commission selling agent for Little Rock Wholesale 
Company. The latter company is the owner of the merchandise and 
bills the retail store customers for same, the merchandise handled 
consists of health and beauty aids and housewares. The Little Rock 
Wholesale Company had, prior to incorporation of ‘Save-A-Stop, Inc.,’ 
expanded its trade territories to the counties of Polk, Montgomery, 
Garland, Saline, Pulaski, Pope, Conway, Faulkner, White, Jackson, 
Craighead, Mississippi, and other counties in Arkansas south thereof. 
After the new plaintiff corporation was formed both plaintiff corpo- 
rations have continued to do business in all of said area with the new 
corporation acting as the exclusive selling agent for the Little Rock 
Wholesale Company, and said plaintiffs are presently also doing 
business in Louisiana, Texas and Mississippi, with the new corporation 
acting as the exclusive selling agent for Little Rock Wholesale Com- 
pany. The slogan SAvE-A-sTop has and is being used by plaintiffs in 
advertising their business. 

“The defendant, ‘Sav-A-Stop, Inc.’ was incorporated in Arkansas 
on December 27, 1955, with its principal office and place of business in 
Harrison, Arkansas. It was a successor to the business of Merchants 
Supply Company, which was incorporated in 1950. The defendant 
and its predecessor have been engaged in selling health and beauty 
aids and housewares, and the defendant operates in Arkansas and 
seven other states and has spent about $90,000 advertising its trade 
name and slogan. Both the plaintiff companies and the defendant deal 
in nationally advertised products and about the same general line of 
merchandise. The defendant’s predecessor corporation first started 
using SAV-A-SToP in connection with the sale of its merchandise about 
July 1955, and the defendant has used this slogan, or part of its 
corporate name, in advertising since its incorporation. Its invoices 
and letterheads use the corporate name ‘Sav-A-Stop, Inc.’ and earry 
the address: Harrison, Arkansas. It distributes decals to be placed in 
windows of its customers’ stores which read: ‘Shop Our SAv-A-STOP 
Department.’ These decals are an irregular rectangle shape and have 
red and black letters on a yellow background. It also uses the words 
SAV-A-STOP in news, radio and television advertising. 

“Plaintiffs contend that the similarity of the defendant’s name 
and advertising slogan tends to bring about confusion in mail and in 
the minds of manufacturers’ representatives and to mislead customers, 
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and that defendant should be restrained from using the words SAv-a- 
STOP, INC., with the name of the defendant. There is no substantial 
evidence indicating that any confusion on the part of customers of the 
parties has resulted, or that it will likely result in the future. Both 
plaintiffs and the defendant limit their business to wholesale opera- 
tions and, therefore, their customers are business people who should 
be capable of a reasonable degree of discrimination. The rule in 
such cases appears to permit a greater degree of similarity in names 
than may be permitted where trade is with the public-at-large. Fed- 
eral Securities Co. v. Federal Securities Corp., 129 Or. 375, 66 A.L.R. 
947. Three different Little Rock grocers testified that they were 
customers of plaintiffs or defendant and in some instances of both, 
and that they were not at any time confused with which of the parties 
they were dealing. There is no evidence indicating that the defendant 
had any knowledge of the name, or slogan used by plaintiffs at the 
time it incorporated under its present name. The evidence shows that 
the defendant decided upon the name ‘Sav-A-Stop, Inc.,’ for its 
business after learning of the use of the name by some similar mer- 
chandise concern in the State of Florida. The Court finds that there 
is no evidence of any intent on the part of the defendant in the 
adoption and use of its name or advertising slogan to mislead customers 
and thereby divert trade from plaintiffs. 

“As to plaintiffs’ claim of exclusive trademark rights by virtue of 
prior use of the slogan SAv-A-STop in its advertising and merchandising 
and in obtaining a trademark registration certificate, the Court is of 
the opinion that the evidence does not disclose that plaintiffs ever used 
such slogan as a trademark, inasmuch as the evidence indicates that 
plaintiffs have never actually affixed the slogan, or purported trade- 
mark, to items of merchandise. To establish a trademark it must be 
attached, or affixed up to vendable commodity itself, or its cover, case 
or wrapping. A word or phrase used in circulars, price lists and 
advertisements but not placed upon the article itself does not constitute 
a trademark. 52 Am. J. p. 511, Sec. 6. The Arkansas Statute 70-526 
(E) is in accord with this general rule. 

“As pointed out in the Oregon case above cited, the ultimate 
question in cases of this type is always whether trade is being unfairly 
diverted and whether the customers are deceived into purchasing 
something they are not in fact getting; and the Court will ‘interfere 
solely to.prevent deception, and where the deceptive tendency is not 
clear equity will withhold its hand until actual deception has resulted. 
Mere possibility of deception is not enough.’ The case of Liberty Cash 
Grocers, Inc. vy. Adkins et al., 190 Ark. 911, 82 S.W.2d 28, 25 USPQ 344 
(25 TMR 457), is distinguishable from the case before the Court in 
that the businesses there involved were retail and the customers were 
the general public. Both plaintiffs’ and defendant’s businesses were 
in the city and entirely domiciled in Little Rock and North Little Rock. 
The plaintiffs had operated in the city for five years and the name 
had apparently become well-established. The defendant in that case 
was apparently well aware of plaintiff’s business name at the time he 
sought to open a retail store with a similar name. Also, the word 
LIBERTY appeared to have no connection with the type of business or 
service involved. In the case at bar, testimony of defendant indicates 
that the slogan, or name, SAV-A-STOP was intended to suggest the idea 
that by patronizing its merchandise counter in the retail grocery store 
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additional trips to other types of stores might be avoided; therefore, 
it appears that the corporate name and the advertising slogan is 
descriptive of the merchandising service rendered and is not merely 
fanciful. 

“It being the opinion of the Court that the evidence fails to show 
that trade is being unfairly diverted or their customers are being 
deceived, a decree shall be entered dismissing plaintiffs’ petition and 
defendant’s cross-petition * * *.” 


After a careful review of the record we cannot say that the Chancellor’s 
findings are contrary to the weight of the evidence. We do say, however, 
that this case presented some most provocative questions in a field of law 
that is almost a stranger to this Court. In seeking the common law appli- 
cation to the case at bar, we find a most comprehensive discussion of trade 
and service marks in the Arkansas Law Review, Volume 9, page 318. We 
agree that at common law the case at bar, due to the similarity of the 
names, borders on the class of cases wherein injunction would lie, but 
further search convinces us that in the use of words descriptive of a service, 
where the person using them has not used them over a long period of time 
substantially to the exclusion of all others who perform the same or similar - 
services, such descriptive words will not be protected by injunctive relief, 
because one man cannot appropriate as his mark the usual words in the 
common language which would be used to describe the service rendered. 
In this case neither party contends that their names are a result of their 
own wit, but instead both admit that they got the idea from others in the 
same business who use the same name. The name is certainly not unique 
enough to either litigant from the facts presented to enable one to have its 
use to the exclusion of the other. 

The conclusion which we have reached above is in harmony with 
the opinion of this Court in the case of Fine v. Lockwood, 179 Ark. 222, 
14 §.W.2d 1109 (19 TMR 229). 

Affirmed. 


SmiTH and RoBINson, JJ., dissent. 
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SMITH et al. (BLACK PANTHER COMPANY, INC., assignee, substituted) 
v. COAHOMA CHEMICAL COMPANY, INC. 


Appl. No. 6405—C. C. P. A.—March 16, 1959 —121 USPQ 215 


2.24—REGISTRABILITY—RELATED COMPANY USE 
2.25—REGISTRABILITY—RIGHT TO REGISTER 
2.33—REGISTRABILITY—TITLE 
Ownership of a mark must be derived from use rather than conception of the 
idea of the mark. Hence an applicant who has never used a mark himself cannot 
claim ownership by virtue of its use by others under his authorization. 
2.3—REGISTRABILITY—ASSIGNMENTS 
Registrations invalid when assigned cannot be validated by the assignments. 
2.2.—REGISTRABILITY—ABANDONMENT 
Failure to use a mark or to evince any intention of doing so for more than 
three years after its purchase is sufficient to establish abandonment. 
5.3—CANCELLATION PROCEDURE—DAMAGES 
Since BLACK PANTHER on an insecticide is confusingly similar to RED PANTHER 


on insecticides, damage from concurrent use is to be presumed. 


Cancellation proceeding No. 6,195 by Coahoma Chemical Company, 
Inc. v. Benjamin D. Smith, Jr. (Black Panther Company, Inc., assignee, 
substituted), Registration No. 546,051 issued July 31, 1951. 

Cancellation proceeding No. 6,196 by Coahoma Chemical Company, 
Inc. v. Howerton Gowen Company, Inc. (Black Panther Company, Inc., 
assignee, substituted), Registration No. 546,032 issued July 31, 1951. 

Black Panther Company, Inc. appeals from decision of Commissioner 
of Patents granting petitions. Affirmed. 

Case below reported at 47 TMR 1135. 


John Howard Joynt, of Washington, D. C., for appellant. 
John Marshall Rommel, of Washington, D. C., for appellee. 


Before Wor.LEy, Acting Chief Judge, and Ricu, Martin, and JOHNSON 

(retired), Associate Judges. 

Wor ey, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, 113 USPQ 413 (47 TMR 
1135), affirming the decision of the Examiner of Interferences, granting 
petitions by Coahoma Chemical Company, Inc., appellee here, to cancel 
two trademark registrations of appellant. 

Both registrations are for the words BLACK PANTHER and each includes 


a different picture of a panther, the marks being registered as trademarks 
for insecticides. Both registrations were granted July 31, 1951. One, No. 
546,051, was granted to a Benjamin D. Smith, Jr., Sanford, North Carolina, 
on an application filed May 10, 1950; while the other, No. 546,032, was 
granted to Howerton Gowen Company, Inc., Roanoke Rapids, North Caro- 
lina, assignor to said Benjamin D. Smith, Jr. 





THE TRADEMARK REPORTER Vol, 49 T. M. R. 


Both registrations were assigned to Black Panther Company, Inc., 
after the cancellation proceeding was instituted; but such assignment does 
not affect the issues here involved, since, if the registrations were invalid 
when they were assigned, they obviously could not be validated by the 
assignments. 


The petitions for cancellation were based on appellee’s ownership and 
use of the trademark RED PANTHER for insecticides. It is clear that the 
marks of the respective parties are confusingly similar and accordingly 
damage to appellee from concurrent use of the marks is to be presumed. 
American Brewing Company, Inc. v. Delatour Beverage Corporation, 26 
CCPA 778, 100 F.2d 253, 40 USPQ 173 (29 TMR 40). 


As properly described by the Assistant Commissioner, appellee’s peti- 
tions for cancellation were based on three allegations; namely, (1) appel- 
lee’s lawful use of its trademark RED PANTHER on insecticides and fungicides 
antedates appellant’s lawful use of BLACK PANTHER as an insecticide; 
(2) appellant did not, at the time of filing his application or at any time 
thereafter, use or OWn BLACK PANTHER as a trademark; and (3) the regis- 
trations issued as a result of false and misleading statements to the Patent 
Office by respondent under oath. (Emphasis quoted.) 

The Assistant Commissioner found that the petitioner had proved each 
of its three allegations, although the Examiner of Interferences based his 
decision on only the second allegation, which he found to have been proved. 
We shall consider that allegation first. 

The stipulated evidence on behalf of appellee shows that it began 
using the RED PANTHER mark on insecticides in commerce in the spring of 
1950. In the view we take of this case, the exact date of such first use need 
not be determined. 

As shown by the record, Benjamin D. Smith, Jr., hereafter referred 
to as Smith, by agreement with his father, established in August, 1948, a 
North Carolina branch plant of General Insecticide Company, Inc., a cor- 
poration of New York. Smith was a stockholder and vice president of 
that corporation and was in full control of the operations of the North 
Carolina plant. 

It appears, beginning in 1949, that sales of insecticides were made by 
General Insecticide Company, Inc., under the BLACK PANTHER trademark. 

In October 1950, the General Insecticide Company, Inc., of North 
Carolina was formed with Smith as its president and principal stockholder. 
The new corporation acquired all the interest of the North Carolina branch 
of the New York corporation, and was granted the right to continue to 
use the BLACK PANTHER mark on insecticides, which it did. In March 1952 
the Black Panther Company, Inc., a corporation of North Carolina, was 
organized as a sales company which handled the products of the North 
Carolina General Insecticide Company, Inc.; and in 1955 those two com- 
panies were consolidated under the name of Black Panther Company, Ince. 

On May 10, 1950, Smith filed the application on which registration 
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No. 546,051 was granted. In that application, he stated that he was “doing 
business as the branch plant and office of General Insecticide Company, Inc., 
752 Herkimer Broad, Utica, New York.” In view of that statement, the 
examiner, in a letter dated October 12, 1950, said: 


However, the present papers indicate there are two entities in- 
volved in this application, and only the owner of 2 mark is entitled to 
registration thereof. If the General Insecticide Company, Inc. is the 
owner a new application must be filed; however, if the mark is owned 
by Benjamin D. Smith, Jr. new papers must be submitted in com- 
plianee with Form 1 as set forth in Rules of Practice in Trademark 
cases. 


Pursuant to that requirement, Smith filed a substitute statement and 
declaration omitting all reference to General Insecticide Company, Inc., 
and registration was granted on the basis of these papers substituted. It 
is clear, therefore, the registration was granted on the basis of ownership 
and use by Smith as an individual and not on use by either of the General 
Insecticide companies. 

The other registration involved, No. 546,032, was granted July 31, 1951, 
on an application filed April 19, 1950 by Howerton Gowen Company, Inc., 
and assigned to Benjamin D. Smith, Jr., as an individual, on May 1, 1951. 

Both Patent Office tribunals held, and we agree, that the record shows 
that there was no use whatever of either of the BLACK PANTHER marks by 
Smith as an individual. The answers by Smith to interrogations by the 
Petitioner include the following: 


Q 9. Has respondent [Smith] ever sold or shipped any insecticidal 
products, either in intrastate or interstate commerce, where such prod- 
ucts indicated proprietorship in the respondent? 

A 9. No. 


Since Smith never used the BLACK PANTHER marks as an individual, his 
registration No. 546,051, which is based on an allegation of such use, is 
invalid and should be canceled. While it is alleged by Smith that he owned 
the mark and authorized its use by the General Insecticide companies, it 
was properly pointed out by the Assistant Commissioner that ownership of 
a mark must be derived from use rather than from a conception of the 
idea of the mark. Accordingly, assuming that Smith originated the idea 
of the BLACK PANTHER mark and authorized its use by one or both of the 
companies, those facts would not vest ownership of the mark in him as an 
individual. 

As regards the BLACK PANTHER mark covered by registration No. 
546,032, the record shows that Smith, after receiving the assignment of the 
mark as an individual on May 1, 1951, made no use of it as an individual, 
at least up to May 10, 1954, when he made the above-quoted answer to 
the appellee’s interrogation, and there is no evidence that he ever intended 
to use the mark in that manner. Under such circumstances, assuming argu- 
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endo that appellant actually acquired said mark as a result of the assign- 
ment, we agree with the Assistant Commissioner that he abandoned it. 

Appellant argues that mere failure to use a trademark, even for a sub- 
stantial period of time, does not necessarily prove abandonment, citing 
Beech-Nut Co. v. Lorillard Co., 273 U.S. 629 (17 TMR 159), and Con- 
tinental Distilling Corp. v. Old Charter Distillery Co., 87 USPQ 365 (41 
TMR 34). In the instant case, however, Smith did not use either of the 
BLACK PANTHER marks as an individual and, so far as the record shows, 
never had any intention of doing so. On the contrary, he acquiesced in 
their use by the companies with which he was associated. It seems at least 
doubtful whether the purchase of a trademark without any intention of 
using it confers a valid title on the purchaser but, even assuming that it 
does, we are of the opinion a failure to use it, or to evince any intention of 
doing so for a period of more than three years after such a purchase is 
sufficient to establish abandonment of the mark. 

In our opinion, appellant’s contention that use of the marks BLACK 
PANTHER by the General Insecticide companies inured to his benefit as that 
of related companies under section 5 of the Lanham Act, was properly 
disposed of by the Assistant Commissioner as follows, 113 USPQ at 419 
(47 TMR at 1145) : 


Respondent’s contention that General Insecticide Co., Inc., a New 
York corporation, and General Insecticide Co., Inc., a North Carolina 
corporation, were his “related companies” whose use inured to his 
benefit is without merit. Respondent was merely an employee and 
officer of the New York corporation. So far as the record shows, he 
was not, as an individual, engaged in any business, but the record shows 
that he certainly was not, as an individual, engaged in any business 
in connection with which the mark was used. The goods were neither 
made by him, as an individual, nor for him, as an individual, nor were 
they sold under the mark for his account, as an individual. While he 
may, as an officer and employee of such corporation, have been in- 
dividually responsible to the corporation for maintaining certain 
standards of product quality, such responsibility was to his employer 
and not to the public. The products manufactured and sold were, 
under the terms of the employment contract, the products of the 
corporation for which the corporation, and not respondent individually, 
was responsible to the purchasing public. * * * 


Appellant argues here that the assertion of that relationship is not 
based on his status as an officer of the North Carolina corporation, but as 
a stockholder therein. However, the exact extent of his holding was not 
definitely brought out in the record. 

Smith testified that he was a “principal” and “controlling” stockholder, 
but the actual percentage of stock owned by him was not shown. Certainly 
it has not been established that his ownership was so complete that he 
and the corporation equitably constituted a single entity. 

We are of the opinion Smith’s failure to use either of the registered 
marks is fatal to the validity of the registrations, and it is therefore 
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unnecessary to pass on the other grounds on which the decision of the 
Assistant Commissioner was based. 

Appellant has assigned error in the refusal of the Assistant Commis- 
sioner to reopen the case for the introduction of additional evidence on the 
issue whether certain shipments of insecticide by General Insecticide Com- 
pany, Inc., in 1949 and 1950 were unlawful. Since we find it unnecessary 
to pass upon the legality of such shipments, it is also unnecessary to pass 
upon the denial of appellant’s petition for leave to take further testimony 
on that subject. 

The decision of the Assistant Commissioner is affirmed. 


IN RE AIRCRAFT-MARINE PRODUCTS, INC. 
(by change of name, AMP INCORPORATED) 


Trademark Trial and Appeal Board — February 16, 1959 — 
120 USPQ 340 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
Where claimed “trademark” was indentations made in the crimping process of 
attaching solderless connectors and terminals and the indentations were put on the 
goods by purchasers after delivery and during installation, the shape of the crimped 
indentations was not a trademark and was not registrable. 


Application for trademark registration by Aircraft-Marine Products, 
Inc. (by change of name, AMP Incorporated), Serial No. 696,857 filed 
October 21, 1955. Applicant appeals from decision of Examiner of Trade- 
marks refusing registration. Affirmed. 


Curtis, Morris & Safford, of New York, N. Y., Marshall M. Holcombe, Wil- 
liam Hintze, William J. Keating, and Frederick W. Raring, of Harris- 
burg, Pennsylvania, for applicant. 

Before LEEDs, Assistant Commissioner, LEACH and WALDSTREICHER, Mem- 
bers. 


LEEps, Assistant Commissioner. 

An application has been filed to register as a trademark for electrical 
connectors and terminals what is described as “an arbitrary geometrical 
design incorporating two juxtaposed spaced forms with their substantially 
straight, adjacent boundaries coextensive, and having oppositely convex 
boundaries.” Actually, what is presented for registration is the shape of 
the indentations made by a crimping tool in attaching electrical solderless 
connectors and terminals to a conductor. 

Registration has been refused on the ground that the indentations are 
utilitarian in that they hold together the conductor and the connector or 
terminal, and they therefore are not a trademark. 

Applicant has appealed. 

The record shows that applicant makes, among other things, solderless 
terminals and connectors and hand tools with which to apply them. All 
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are marked with applicant’s amp trademark. The terminal apparently is 
known also as the DIAMOND GRIP terminal. 

The tools for use in applying applicant’s connectors and terminals 
operate by means of a crimping process, in lieu of solder, and the inden- 
tations made by the tools as the connectors or terminals are crimped or 
“clamped” on to the conductors are claimed by applicant to constitute 
a trademark. This is to say that applicant sells connectors and terminals 
and tools for (a) applying the connectors and terminals to conductors, and 
(b) applying applicant’s “trademark” to such connectors and terminals. 
The mere statement of the situation demonstrates its absurdity. 

The holding of utilitarian function by the examiner is correct to the 
extent that the indentations made by the crimping serve to attach the 
connectors and terminals to the conductor, but it is the shape of the inden- 
tations which applicant claims to be its trademark, and it does not appear 
that the shape of the indentations made by applicant’s tools is in and of 
itself utilitarian. The record shows that the indentations made in the 
crimping process of attaching solderless connectors and terminals may be 
of various shapes. 

A trademark is a word, name, symbol or device, or any combination 
thereof, adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those of others. A trademark is used in 
commerce on goods when it is placed in any manner on the goods and the 
goods are sold or transported in commerce. Even if what is presented for 
registration is considered to be a “symbol” or a “device,” it is not used in 
commerce within the definition set forth in the statute. The claimed 
“trademark” is put on the goods by the purchaser after delivery and during 
installation. The shape of the crimped indentations is not a trademark 
and it therefore is not registrable. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed, but for the reasons stated herein. 
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IN RE SIMMONS COMPANY 


Trademark Trial and Appeal Board — February 16, 1959 — 
120 USPQ 34] 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
“Horizontally spaced pairs of vertical lines of stitches on the outer vertical 
face of mattresses” was not registrable on the Supplemental Register since said 
stitching was not capable of distinguishing mattresses. 


Application for trademark registration by Simmons Company, Serial 
No. 691,584 filed July 19, 1955. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 


Soans, Anderson, Luedeka & Fitch, of Chicago, Illinois, for applicant. 


Before LEEDs, Assistant Commissioner, and LEACH and WALDSTREICHER, 
Members. 


LEEDS, Assistant Commissioner. 

An application has been filed to register as a mark on the Supplemental 
Register what is described as “horizontally spaced pairs of vertical lines of 
stitches on the outer vertical face of the mattress.” The goods identified in 
the application are mattresses; and the application states that the stitching 
has been used since July 12, 1955. 

Registration has been refused on the ground that what is presented for 
registration is not capable of distinguishing applicant’s mattresses. 

Applicant has appealed. 

The record shows that applicant, a manufacturer of mattresses sold 
under the trademark BEAUTYREST commenced on July 12, 1955 to use double 
vertical rows of stitching on the “thickness side” or “vertical face” of its 
BEAUTYREST mattresses. Seven days later, on July 19, 1955, it filed this 
application. In one issue of “Life” magazine in each of the months of 
April and May of 1956, in one issue of “Saturday Evening Post” in each 
of the same months, and in the May, 1956 issue of “Living for Young 
Homemakers,” applicant’s advertisements for its BEAUTYREST mattresses 
included with a small illustration of a corner of the mattress the following: 
“P.S. Look for the border with the vertical double stitch lines * * * it 
identifies the BEAUTYREST mattress.” There is no indication that such 
advertising has continued. 

An affidavit of a furniture salesman indicates that the double vertical 
rows of stitches make it possible to locate a BEAUTYREST mattress in a pile 
of mattresses of assorted brands. 

An affidavit of a homeowner who uses BEAUTYREST mattresses indicates 
that when he went to buy a BEAUTYREST mattress, the salesman had to go 
through a pile of mattresses of different brands to locate a BEAUTYREST 
mattress, and having noted an advertisement that BEAUTYREST mattresses 
have vertical double stitch lines, he feels that the trouble of locating a 
BEAUTYREST mattress in a group can be avoided in the future. 
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Affidavits of an associate of applicant’s law firm indicate that mattress 
salesmen recognized a sample strip of padded border as coming from a 
BEAUTYREST mattress because of the color and design of the ticking, the 
extra-heavy cotton used in the padding, and the double stitching on the 
strip. 

The record shows that the double vertical rows of stitching provide a 
means of locating BEAUTYREST mattresses when they are stacked on the sales 
floor with other mattresses. The record fails to show that average pur- 
chasers recognize such stitching as a trademark or that they are in any 
way moved, by the stitching, to buy applicant’s mattresses. It seems clear 
from the record that purchasers are moved by the trademark BEAUTYREST 
to buy applicant’s mattresses, and having decided on that brand, the stitch- 
ing presented here for registration enables the salesmen to locate applicant’s 
mattresses on the floor. 

From the foregoing, it is apparent that the vertical double rows of 
stitching do not constitute a trademark;' nor are they a symbol, label, 
package, configuration of goods, name, word, slogan, phrase, surname, 
geographical name, numerical, or device, or any combination of any of 
them, capable of distinguishing mattresses. There is no statutory authority 
for registering that which is presented for registration. 

The Examiner of Trademarks properly refused registration, and for 
the reasons herein stated his decision is affirmed. 


1. Applicant’s argument, set forth hereafter, demonstrates the fact that what is 
presented is not a trademark. The argument is as follows: “Heretofore, for the pur- 
pose of preventing the presence of the label from detracting from the appearance of 
the mattress, it has been the practice to place the label at one end of the mattress in 
the middle of the head or foot end, and at the edge of the border, so as to make it as 
unobtrusive as possible. Hence, in order to identify the manufacturer or brand of 
mattress by the label, it has been necessary to go to one end of the bed and sometimes 
to two ends of the bed and then remove several layers of bedding, including the spread, 
the blankets, a pair of sheets, a mattress pad, and perhaps a mattress cover, before 
the label can be found and identified. This is a nuisance—a nuisance which is not 
necessary if the mark is shown on the vertical border. Where the double stitch lines 
are used to identify the mattress, this trademark can be examined by merely turning 
up the bottom sheet after the covers have been folded back by the housekeeper in the 
evening when preparing the bed for the sleeper * * *. The adoption and use of the 
double stitch lines will restore to the travelling public this easy and convenient way 
of identifying a Simmons mattress without the necessity of tearing the bed apart to 
find the label.” The argument fails to recognize the function of a trademark. 
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IN RE PORT HURON SULPHITE & PAPER CO. 


Trademark Trial and Appeal Board — February 16, 1959 — 
120 USPQ 343 
2.25—REGISTRABILITY—RIGHT TO REGISTER 
Applicant held entitled to register PH and design for “paper other than board 
papers” since mark is house mark rather than specific product mark and the 
identification of the goods in the application is sufficient. 


Application for trademark registration by Port Huron Sulphite & 
Paper Co., Serial No. 18,456 filed October 30, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 
Harness, Dickey & Pierce, of Detroit, Michigan, for applicant. 

Before LEEDS, Assistant Commissioner, and LEACH and WALDSTREICHER, 

Members. 

Leeps, Assistant Commissioner. 

An application has been filed to register as a trademark for paper 

other than board papers the following— 


Use since April 1, 1956 is asserted. 

Registration has been refused on the ground that applicant has failed 
and refused on request, to identify its goods with particularity, thereby 
preventing proper evaluation of registrability of the mark. 

Applicant has appealed. 

The record shows that applicant makes many types and kinds of 
paper, adding to and subtracting from its line from time to time. 

It is apparent from an examination of the mark presented for regis- 
tration that it is a kind of company monogram, comprising the initials of 
PORT HURON. As such, it is a house mark rather than a specific product 
mark. 

The record shows also that in 1955, the Patent Office registered to this 
applicant the following— 
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The goods are identified in the registration as paper.’ 

The action of the Examiner of Trademarks in the present application 
is clearly inconsistent with the previous action of the Office in issuing the 
registration, and there are no facts which suggest that the previous action 
was erroneous. Considering the nature of applicant’s paper business, and 
considering the fact that the mark sought to be registered is undeniably a 
house mark, the identification of the goods in the application is sufficiently 
particular properly to determine registrability of the mark. 

The Examiner of Trademarks erroneously refused registration, and 
his decision is reversed. 


1. Reg. No. 609,904, issued Aug. 2, 1955. 
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IN RE UNITED CHEMICAL CORPORATION OF NEW MEXICO 


Trademark Trial and Appeal Board — February 18, 1959 — 
120 USPQ 344 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
VOID SCALE & CORROSION held not registrable for chemicals used for elimina- 
tion of scale and corrosion since term merely indicates function of goods. 


Application for trademark registration by United Chemical Corpora- 
tion of New Mexico, Serial No. 11,816 filed July 9, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Thomas B. Graham, of New York, N. Y., for applicant. 


Before LEACH, WALDSTREICHER, and LEFKOw1Tz, Members. 


LEFKOWITZ, Member. 

An application has been filed to register as a trademark for a com- 
position which includes organic chelating agents, alkali metal phosphates, 
and other organic and inorganic chemicals for use as scale and corrosion 
eliminating and preventing compositions the following: 


010 S- & ORROSION 


Use since June, 1955 is asserted. 

Registration has been refused on the ground that the term is merely 
descriptive of applicant’s goods. 

Applicant has appealed. 

Applicant contends that the mark does not describe the chemical 
nature of the goods, how to use the goods, or what the goods will do 
when used in a particular cooling system. 

The record shows that applicant’s product is a chemical composition 
for use in the treatment of water and water cooling systems to inhibit and 
remove scale and to prevent corrosion. While the mark may not describe 
the chemical nature of the goods, or how to use such goods, there can be 
no doubt that the mark sought to be registered describes “what the goods 
will do when used in a particular cooling system.” 

Marks which are merely indicative of the function or use of goods are 
merely descriptive within the meaning of Section 2(e) of the Statute. 
See: Ex parte Heatube Corporation, 109 USPQ 423 (46 TMR 1144) 
(Comr., 1956). The bold display of the initial letters of the words com- 
prising applicant’s mark does not enhance its registrability in the absence 
of a showing that the term in fact distinguishes its goods. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 
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GODEFROY MANUFACTURING COMPANY v. GOLD MEDAL 
HAIR PRODUCTS, INC. 


Nos. 36,899 and 36,900 — Trademark Trial and Appeal Board — 
February 18, 1959— 120 USPQ 346 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Oppositions dismissed. Applicant’s marks LAN-O-TRESS for a hair dressing and 
WAVE-TRESS for oil cold wave cream and opposer’s mark TRESEMME for hair dyes, 
dye removers, hair bleaches and shampoos do not look alike or sound alike and 
create entirely different impressions. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Findings of fact and conclusions based thereon in prior case in which present 
applicant was not a party does not constitute proof against present applicant. 


Opposition proceedings by Godefroy Manufacturing Company v. Gold 
Medal Hair Products, Inc., application Serial Nos. 698,158 and 698,159 
filed November 14, 1955. Oppositions dismissed. 


Gravely, Lieder, Woodruff & Wills, of St. Louis, Missouri, for Godefroy 
Manufacturing Company. 

Charles Sonnenreich, of New York, N. Y., for Gold Medal Hair Products, 
Ine. 


3efore LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


WALDSTREICHER, Member. 

Applications have been filed by Gold Medal Hair Products, Inc., to 
register LAN-O-TREss for a hair dressing; and WAVE-TREss for an oil cold 
wave cream.” Use of these marks since April 20, 1955 is alleged. 

Registration has been opposed by Godefroy Manufacturing Company, 
registrant of TRESEMME& for hair dyes, dye removers, hair bleaches and 
shampoos.* 

Applicant is a distributor of a line of cosmetic preparations intended 
for use by Negro women. Since April 20, 1955, applicant has been selling 
on mail order only its LAN-O-TRESS hair dressing and WAVE-TRESS cold 
wave cream. Applicant has advertised these hair preparations under the 
marks by means of direct mail and in Negro publications such as Ebony, 
Tan and the Pittsburgh Courier. 

Opposer’s registrations antedate applicant’s use of LAN-O-TRESS and 
WAVE-TRESS by many years. The only question remaining for consideration 
is that of likelihood of confusion. 

Opposer, in its argument on the question presented, relies upon the 
findings of fact and the conclusions based thereon made by the Examiner 
of Trademark Interferences in the case of Godefroy Manufacturing Com- 
pany v. Rayette, Inc.* Since the evidence there considered is not of record 





Ser. No. 698,158. 

Ser. No. 698,159. 

Reg. No. 539,542, issued Mar. 20, 1951; Reg. No. 545,567, issued July 24, 1951. 
Op. No. 33,683. 
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in this proceeding, and applicant was not a party thereto, it does not 
constitute proof against applicant. Admiral Corporation v. Nye-Wait 
Company, Inc., 119 USPQ 330 (49 TMR 337) (TT&A Bd., 1958). 

The only resemblance between the marks lies in applicant’s use of the 
word “tress” as a suffix and opposer’s use of “tres” as a prefix. As used 
in applicant’s marks, “tress” would be given its ordinary pronunciation 
and meaning. Opposer’s mark, however, gives the impression of being 
a French term and the term “tres” would more than likely be given a 
French pronunciation and meaning. The marks of the parties do not look 
or sound alike and create entirely different impressions. It is concluded 
that there is no likelihood of purchaser confusion. 

The oppositions are dismissed. 


IN RE PIONEER SUSPENDER COMPANY 


Trademark Trial and Appeal Board — February 18, 1959 — 
120 USPQ 347 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
TIE FOB for necktie bars, accessories suspended from necktie bars and necktie 
guards pinned through by means of a chain is merely descriptive of applicant’s 
goods particularly since display shows TIE FoB in the plural form to denote product. 


Application for trademark registration by Pioneer Suspender Com- 
pany, Serial No. 2,720 filed February 15, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Leonard L. Kalish, of Philadelphia, Pennsylvania, for applicant. 
Before BAILEY, LEACH, and WALDSTREICHER, Members. 


BaILEY, Member. 

An application has been filed to register Tm Fos for necktie bars, 
accessories suspended from necktie bars and necktie guards pinned through 
by means of a chain. Use since December 12, 1955 is alleged. 

Registration has been refused by the Examiner of Trademarks on 
the ground that the mark, as applied to the goods, is merely descriptive. 

Applicant has appealed. 

Applicant’s goods consists of different types or styles of necktie 
accessories, each comprising a holding or fastening member having an 
ornament suspended therefrom by a short chain. The Examiner of Trade- 
marks found that these necktie accessories are comparable to the gen- 
erally familiar watch fob, and hence that TIE Fos is an apt descriptive 
name of applicant’s goods. 

The term “watch-fob” signifies a short chain or ribbon, often bearing 
seals, etc., attached to a watch carried in the fob, or watch pocket. While 
the compound term TIE FOB is incongruous and may be in use exclusively 
by applicant, it is not descriptively inappropriate as applied to appli- 





A A i OA lh ge i tn 


ccna. 


| 
| 
] 
| 
| 
| 
: 


1330 THE TRADEMARK REPORTER Vol. 49 T. M.R. 


cant’s goods, considering the nature thereof in relation to the common- 
place watch fob. The record shows, moreover, that applicant employs it 
other than as a trademark for its goods. 

The specimens include a photograph of a counter display rack com- 
posed of a backing member having a generally circular inner panel about 
which a plurality of what appears to be open-faced boxes are concen- 
trically disposed. Each of the boxes has mounted therein one or another 
modification of applicant’s goods; and the inner panel is partially obscured 
by a necktie, on opposite sides of which the following legends are re- 
spectively shown: 

TIE FOBS 
the dorchester collection of by Pioneer 


It thus appears that applicant, in connection with the display of its 
goods for sale, uses Tle FOB in the plural form as the descriptive name for 
a “dorchester collection” of such “fobs” put out by PIONEER. So used, the 
term denotes the product, not the producer, and does not therefore con- 
stitute a symbol of origin. 

The Examiner of Trademarks properly refused registration; and his 
refusal to register is affirmed. 





Vol. 49 T. M. R. ULANET v. SPILL-STOP MFG. CO. 


ULANET et al. v. SPILL-STOP MANUFACTURING CO. 


No. 6,954 — Trademark Trial and Appeal Board — October 19, 1959 — 
123 USPQ 267 


5.5—CANCELLATION PROCEDURE—EVIDENCE 
Petition for cancellation dismissed. Record failed to establish that at the time 
of filing its application respondent had or should have had knowledge of any use 
by petitioners of the mark CHROME DOME. 


Cancellation proceeding by Herman Ulanet and George Ulanet Co. 
v. Spill-Stop Manufacturing Co., Registration No. 529,796, issued August 
29, 1950. Petition dismissed. 


Milo Harold Hutchinson, of Maplewood, New Jersey, for Ulanet et al. 


Fidler, Beardsley & Bradley, of Chicago, Illinois, for Spill-Stop Manu- 
facturing Co. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOwITz, Member. 

Herman Ulanet, and George Ulanet Co. have jointly petitioned to 
cancel the registration of CHROME DOME owned by Spill-Stop Manufactur- 
ing Co. for bottle closures with and without a pouring device.’ 

Petitioners have alleged prior and continuous use of CHROME DOME 
for bottle closures. As the only ground for cancellation, petitioners have 
alleged that respondent’s registration was obtained fraudulently, in that 
prior to and continuously up to the time of the filing of the application 
which matured into the registration, respondent had constructive and/or 
actual knowledge of their superior rights in the mark CHROME DOME for 
bottle closures. 

The record shows that petitioners have, since at least as early as 
1938, used the notation CHROME DOME on and in connection with the 
advertising of bottle closures and pourers. Accordingly, this case turns 
upon the question whether respondent had knowledge of petitioners’ prior 
use of CHROME DOME when it filed its application in 1948, in which event 
its allegations of ownership and of exclusive use therein were false; and 
hence its registration was obtained fraudulently within the meaning of 
Section 14(c) of the Act. 

In an effort to establish their allegation of fraud, petitioners have 
made of record a copy of a page from the November, 1938 issue of “Club 
Management,” wherein reference is made to the manufacture and sale 
by George Ulanet Company of CHROME DOME bottle stoppers and CHROME 
DOME bottle pourers; copies of specified pages from The American Trade 
Name Index of the 1939, 1941, and 1955 Editions of Thomas’ Register 


1, Reg. No. 529,796, issued Aug. 29, 1950 from an application filed on July 28, 
1948, alleging use since Nov. 7, 1941. Combined affidavits under Secs. 8 and 15 were 
filed by respondent on Oct. 11, 1955. 
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of American Manufacturers, in which CHROME DOME is listed as a trade- 
mark of George Ulanet Co., and a copy of a letter dated March 4, 1949 
from respondent’s attorneys to assertedly one of petitioners’ dealers in 
CHROME DOME pourers, charging said dealer with infringement of respon- 
dent’s rights therein. 

Since the application which matured into respondent’s registration 
was filed in 1948, the 1955 listing in Thomas’ Register and the above — 
identified letter are immaterial and irrelevant to the issue to be deter- 
mined herein. Apart moreover from any such consideration, insofar as 
the letter is concerned, the fact that it was sent to a dealer and not to 
either of the petitioners would tend to indicate that respondent was not 
then or prior thereto aware of the existence of the petitioners. The record 
also shows that when petitioners were informed of the letter by. their 
dealer, they made no effort to advise respondent of any asserted prior 
rights in CHROME DOME. As to the publications dated prior to the filing 
date of respondent’s application relied on by the petitioners, they do not, 
per se, constitute constructive notice of their contents. 

The record fails to establish that at the time of the filing of its 
application respondent had or should have had knowledge of any use 
by petitioners of the mark CHROME DOME. 


DECISION 


The petition for cancellation is dismissed. 





Vol. 49 T. M.R. IN RE DOUGLAS AIRCRAFT COMPANY 


IN RE DOUGLAS AIRCRAFT COMPANY, INC. 


Trademark Trial and Appeal Board — October 22, 1959 — 123 USPQ 271 


2.1—REGISTRABILITY—IN GENERAL 
The notation AIkKCOMB and AIRCOMB and design on applicant’s bulletins and 
other printed material for advertising and promoting honeycomb structural material 
is not registrable for books since the marks are not terms or symbols adopted by 
applicant to identify its booklets but are used to identify its structural material. 


Applications for trademark registrations by Douglas Aircraft Com- 
pany, Inc., Serial Nos. 39,603 and 39,604, filed October 28, 1957. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Affirmed. 

J. Edwin Coates, of Santa Monica, California, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOw1TZ, Members. 


LEFKOWITZ, Member. 

Applications have been filed to register as trademarks for books, 
pamphlets, booklets, brochures, bulletins, letterheads, graphs, nomographs, 
technical reports, specifications, and publications relating to honeycomb 
structural material, the notation aircomMB’ and the following :* 


Use of the marks since the latter part of March, 1951 is asserted. 

Registration, in each instance, has been refused on the ground that 
the mark is used only on advertising of applicant’s own products; and 
that such advertising is not considered to be “goods” within the meaning 
of the Statute. 

Applicant has appealed. 

The record shows that applicant is engaged in the manufacture and 
sale under the mark arrcoms of a high strength, light weight structural 
material suitable for many uses. The specimens filed in both applications 
are gummed labels upon which appear the respective marks, and copies 
of the brochures, reports, bulletins, nomographs, specification sheets and 





1. Ser. No. 39,604. 
2. Ser. No. 39,603. 
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the like identified in the applications. The bulletins and the other printed 
material appear to be informational and explanatory in nature for dis- 
tribution to customers and potential customers to advertise and promote 
the advantages and uses of applicant’s “AIRCOMB” material. They con- 
tain nothing of a literary nature or of general reading interest. 

Applicant contends that since it applies a valid trademark to goods 
which are sold in commerce to the general public, it is entitled to the regis- 
tration of the mark not only for the goods actually sold but also for 
those “utterances or publications” which are distributed as incidental to 
these products. 

Section 45 of the Statute contains the following definition: 

“The term ‘trademark’ includes any word, name, symbol, or device or 

any combination thereof adopted and used by a manufacturer or 


merchant to identify his goods and distinguish them from those 
manufactured or sold by others.” 


It is apparent therefrom that trademark rights arise from the adop- 
tion and use of a mark to identify one person’s goods and distinguish them 
from those of others. Applicant’s goods identified by the marks sought to 
be registered are structural materials. The marks are not terms or symbols 
adopted by applicant to identify booklets and the like from publications 
of others. This material serves only to advertise, explain, and publicize 
the goods in which applicant deals; and as such do not constitute “goods” 
of applicant within the meaning contemplated by the Statute. See: Ex 
parte Wells Lamont Corporation, 93 USPQ 43 (Com’r, 1952); Ex parte 
Allied Chemical & Dye Corporation, 111 USPQ 344 (47 TMR 269) (Com’r, 
1956); and In re Commonwealth Engineering Company of Ohio, 120 
USPQ 415 (TT&A Bd., 1959). 


DECISION 


The decision of the examiner in both cases is affirmed. 





Vol. 49 T. M.R. IN RE INSTITUT JEANNE GATINEAU S.A. 


IN RE INSTITUT JEANNE GATINEAU S. A. 


Trademark Trial and Appeal Board — October 10, 1959 — 123 USPQ 275 


2.22—REGISTRABILITY—PERSONAL NAMES 
The name of a living individual is not registrable in absence of such indi- 
vidual’s written consent thereto even though the application is based upon a foreign 
registration. 


Application for trademark registration by Institut Jeanne Gatineau 
S. A., Serial No. 21,912 filed December 31, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Mock & Blum, of New York, N. Y., for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


LEACH, Member. 

Institut Jeanne Gatineau §.A., a French corporation, has filed an 
application to register for a line of toilet preparations a mark consisting 
essentially of the name JEANNE GATINEAU. The application is based on a 
French registration which issued September 27, 1956.’ 

Registration has been refused under Section 2(c) of the statute on 
the ground that JEANNE GATINEAU is the name of a particular living 
individual whose consent to the registration of her name has not been 
submitted. 

Applicant has appealed. 

Section 2(c) prohibits the registration of a mark which “consists of 
or comprises a name * * * identifying a particular living individual 
except by his written consent.” 

It is applicant’s contention that inasmuch as its application is based 
on its ownership of a foreign registration, its mark “must” be registered 
on the principal register in accordance with Section 44(e). This contention 
is clearly without merit. 

Section 44(e) merely provides that “a mark duly registered in the 
country of origin of the foreign applicant may be registered on the prin- 
cipal register if eligible * * *.” (Emphasis added.) Applicant concedes 
that JEANNE GATINEAU is a name identifying a particular living individual. 
The name therefore is not eligible for registration in the absence of such 
individual’s written consent thereto. 


DECISION 


The refusal of registration is affirmed. 


1. Reg. No. 459,964. 
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CONGOLEUM-NAIRN INC. v. THE MASTIC TILE CORPORATION OF AMERICA 


No. 37,486 — Trademark Trial and Appeal Board — October 22, 1959 — 
123 USPQ 277 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Applicant’s mark WEAREVER for an all-vinyl floor tile and opposer’s mark 
FLOR-EVER for composition floor coverings have substantially identical connotations, 
and considering the other features or similarities between them, it is concluded 
that confusion, mistake or deception of customers would be likely to occur. Oppo- 
sition sustained. 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicant has introduced thirty-eight party registrations comprising “ever” as 
part of the mark, but since all but two of these registrations are for goods dis- 
tinctively different from the goods sold by the parties herein, they are irrelevant 
to the question of likelihood of confusion. 

Opposition proceeding by Congoleum-Nairn Inc. v. The Mastic Tile 
Corporation of America, application Serial No. 8,005 filed May 9, 1956. 
Opposition sustained. 

Richard T. Laughlin and William T. Wise, of Kearney, New Jersey, for 

Congoleum-Nairn Ine. 


J. B. Felshin, of New York, N. Y., for The Mastic Tile Corporation of 
America. 


Before LEACH, WALDSTREICHER, and LEFKOWITzZ, Members. 


LEFKOWITZ, Member. 

An application has been filed by The Mastic Tile Corporation of 
America to register WEAREVER for all-vinyl floor tile, use since March 13, 
1956 being asserted. 

Registration has been opposed by Congoleum-Nairn Inc., registrant of 
FLOR-EVER for composition floor coverings; namely, rugs and yard goods 
by the roll and for surface coverings of linoleum and linoleum substitutes 
in rolls, rugs, and tiles for countertops, floors and walls, and cove strips 
such as cove base and cove moulding.’ 

The record shows that opposer and its predecessor have, since about 
1947, made continuous use of the notation FLOR-EVER as a trademark in 
connection with the sale of vinyl floor coverings in rolls and tiles. FLOR- 
EVER vinyl floor coverings have been sold directly to industrial accounts 
and governmental departments and to wholesalers who in turn distribute 
to retailers located throughout the United States. Opposer and its prede- 
cessor have extensively advertised vinyl flooring under the mark FLOR-EVER 
to both dealers and ultimate customers through direct mailing of circulars, 
brochures and color charts, national consumer and trade publications, 
home shows, Sunday newspaper supplements, radio, television, and similar 


1. Reg. No. 439,234, issued June 8, 1948 to a predecessor, and published under 
Sec. 12(c) of the Act of 1946 on July 26, 1949. 
2. Reg. No. 647,375, issued June 25, 1957. 
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trade media, it being estimated that since 1950 over one million dollars 
have been expended for this purpose. In addition, FLOR-EvER vinyl floor 
coverings have been extensively advertised at the local level by opposer’s 
dealers in newspapers and the like. Sales of FLOR-EvER floor coverings for 
the period from 1951 through 1958 amounted to approximately thirty-eight 
million dollars. The record leads to the conclusion that opposer has a 
valuable good will in the mark FLOR-EVER. 

Applicant has used the mark WEAREVER for vinyl floor tile since 
March 13, 1956. Approximately sixty-three thousand dollars have been 
spent by applicant in advertising and promoting vinyl] flooring under the 
mark WEAREVER through trade publications primarily and the direct mail- 
ing of brochures, folders, color sheets, and similar material to customers 
and prospective customers. 

There is no question but that opposer is the prior user, and since the 
goods of the parties are identical in kind, the only question for deter- 
mination is whether or not applicant’s mark WEAREVER so resembles 
opposer’s trademark FLOR-EVER as to be likely to cause confusion in trade. 

In an effort to establish that the term Ever is lacking in distinctive- 
ness, applicant has introduced in evidence under the applicable rule copies 
of thirty-eight third party registrations showing marks comprising “ever” 
as a portion thereof for a variety of products. Since, in all but possibly 
two of these registrations, the products for which the marks were regis- 
tered are distinctly different in character from the goods sold by the 
parties herein, they are irrelevant to the question of likelihood of confusion. 
See: Globe Roofing Products Co., Inc. v. Lumaside, Inc., 106 USPQ 373 
(45 TMR 1498) (Comr., 1955). 

The marks WEAREVER and FLOR-EVER, as applied to floor covering, have 
substantially identical connotations, and considering the other features 
of similarity between them, it is concluded that confusion, mistake or 
deception of purchasers would be reasonably likely to occur. 


DECISION 


The opposition is sustained, and registration to applicant is refused. 
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LARUS & BROTHER COMPANY, INC. v. ALFRED ROBBINS 
ORGANIZATION, INC. 


No. 36,876 — Trademark Trial and Appeal Board — September 23, 1959 
— 123 USPQ 356 


Opposer’s petition for reconsideration of decision of Trademark Trial 
and Appeal Board May 29, 1959, dismissing the opposition and sustaining 
counterclaim, granted. 

Case below reported at 49 TMR 1013. 


A. Yates Dowell and A. Yates Dowell, Jr., of Washington, D. C., for Larus 
& Brother Company, Inc. 
Harry Price, of New York, N. Y., for Alfred Robbins Organization, Inc. 


Before LEACH, WALDSTREICHER, and LEFKOW1Tz, Members. 


LEFKOWITz, Member. 

Opposer has requested reconsideration of the observation by the 
Board in its decision of May 29, 1959 to the effect that the registration 
sought by applicant cannot be authorized so long as Registrations Nos. 
643,488 and 643,489 for smoking tobacco, and 665,263 for pyrophoric 
lighters and smoking pipes issued to opposer remain of record in the Patent 
Office. 

In support of its request, opposer has filed a copy of an agreement 
between opposer and applicant wherein opposer has assigned Registra- 
tions Nos. 665,263 and 422,820 to applicant, and opposer and applicant 
have agreed not to object to the respective use by the other of EXECUTIVE 
and EXECUTIVE LINE for tobacco products and desk articles. 

In view of this agreement and the nature of and the differences 
between the businesses of the respective parties, as disclosed in the Board’s 
decision, the request is granted to the extent that the first paragraph of 
footnote No. 3 appended to said opinion is vacated. 
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KNOMARK MANUFACTURING COMPANY, INC. v. 
THE RAPP-RAMSEY COMPANY 


No. 35,519 — Commissioner of Patents — February 18, 1959 — 
120 USPQ 338 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 
Since purchasers would regard SHINE as a brand name for applicant’s house- 
hold cleaner and since the registration of SHINE would not be inconsistent with 


opposer’s rights to use the word “shine” in its usual and primary sense in the sale 
of its shoe polishes, opposer is not likely to be damaged by the registration and 


the opposition is dismissed. 


Opposition proceeding by Knomark Manufacturing Company, Inc. v. 
The Rapp-Ramsey Company, application Serial No. 681,038 filed February 
3, 1955. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 


Barnett & Barnett and W. Lee Helms, of New York, N. Y., for Knomark 
Manufacturing Co., Ine. 

Woodson, Pattishall & Garner, of Chicago, Illinois, and Estabrook & Esta- 
brook, of Washington, D. C., for The Rapp-Ramsey Company. 


LEEDS, Assistant Commissioner. 

An application has been filed by The Rapp-Ramsey Company to 
register SHINE for “a preparation for cleaning and polishing,” use since 
December 1, 1954 being asserted. 

Registration has been opposed by Knomark Manufacturing Co., Inc., 
user of the phrase FOR THAT LOOKING GLASS SHINE in connection with its 
ESQUIRE brand of shoe polishes, cleaners and dressings. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Following the appeal, applicant submitted a proposed amendment to 
identify its goods as “a household cleaner,” and since this appears to be a 
more appropriate identification than was set out in the application, the entry 
of the amendment is approved. 

The record shows that opposer has for many years made shoe polishes, 
sole and heel enamel, saddle soap, suede renewer, leather dyes, shoe shine 
kits, and like products. These products are sold under the trademark 
ESQUIRE and secondary specific product marks are used on some of them. 
For a considerable period of time prior to 1954, when applicant commenced 
using its mark, opposer used in advertising, on displays, and on some 
containers or cartons for its shoe polishes such phrases as “For That 
Looking Glass Shine,” “The Fastest Way to the Brightest Shine,” “The 
Shine of Your Life” “For That Distinctive Shine,” and “Shine Up to Her,” 
in which the word “shine” is used in its primary and usual sense as both 
a noun and a verb. The record shows also that other manufacturers of 
shoe polishes employ in their advertising such phrases as “Time to Shine,” 
“Shine of Shines,” and “Twice the Shine in Half the Time.” 
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Applicant uses SHINE as a trademark for a household cleaner. As: 
used by applicant, SHINE identifies a specific brand of cleaner. 

The Examiner of Interferences held that the word “shine” is in 
common usage in connection with cleaning and polishing preparations 
for describing the result of using such products, and because of such use, 
purchasers of applicant’s product would regard this term as an indication 
of the character of the goods rather than of their origin. This holding 
overlooks the fact that applicant uses the word as a brand name for a 
household cleaner, and there is nothing in the record which suggests that 
purchasers would regard SHINE as anything other than a brand name for 
such household cleaner. 

Since registration of SHINE to applicant would not be inconsistent 
with any right of opposer, including its right to continue to use the word 
“shine” in its usual and primary sense as a noun or a verb in its advertising 
and sales promotion and in trade slogans used in connection with its shoe 
polishes, opposer is not and is not likely to be damaged by the registration. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


ROBBINS & MYERS, INC. v. BUFFALO FORGE COMPANY 


No. 6,841 — Commissioner of Patents — February 19, 1959 — 
120 USPQ 339 


5.5—CANCELLATION PROCEDURE—EVIDENCE 
Petitioner’s survey was of no value in determining probability of confusion, 
mistake or deception of purchasers. 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Petition to cancel dismissed. There is no likelihood of confusion of purchasers 
between registrant’s mark SKY VENT for power roof ventilators and petitioner’s 
mark SKY BLAST for automatic butterfly damper stacks, in view of nature of the 
marks when applied to the goods, the manner of sale, the types of purchasers, and 
the care exercised in making purchases. 


Cancellation proceeding by Robbins & Myers, Inc. v. Buffalo Forge 
Company, Registration No. 635,942 issued October 16, 1956. Registrant 
appeals from decision of Examiner of Interferences granting petition. 
Reversed. 


Allen & Allen, of Cincinnati, Ohio, for Robbins & Myers, Ine. 
Bean, Brooks, Buckley & Bean, of Buffalo, New York, for Buffalo Forge 
Company. 
LEEDs, Assistant Commissioner. 
Robbins & Myers, Inc., has petitioned to cancel the registration of 
SKY VENT by Buffalo Forge Company for power roof ventilators.’ 


Reg. No. 635,942, issued Oct. 16, 1956. 
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Petitioner is registrant of sky BLAST for automatic butterfly damper 
stacks, which are a type of power roof ventilators.” 

It is conceded that the products of the parties are directly competitive 
and are sold through the same trade channels, i.e., to contractors, builders, 
architects and plant engineers for installation in commercial and industrial 
plants. The products require a “custom” installation and are not inexpen- 
sive, selling at prices up to several hundred dollars each. 

Petitioner’s advertising manager conducted what he termed a “trade- 
mark recognition survey” for petitioner. The “survey” was conducted by 
means of a letter on petitioner’s letterhead sent to 326 architects and 
engineers, 251 mechanical contractors and 354 plant engineers in which 
petitioner requested the recipient to help “measure the effectiveness of our 
advertising.”’ With the letter was enclosed a sheet of paper with six trade- 
marks and seven manufacturer’s names listed under a statement, “Please 
draw a line connecting each tradename with the name of the manufacturer 
you associate it with. Example: Dust-Stop is an Owens Corning trade- 
name,” and in the listing a line was drawn from pbust-stop to “Owens 
Corning Fiberglas.” A postage paid envelope addressed to petitioner was 
also enclosed. 

On the above mentioned list, petitioner did not list its sky BLAST mark, 
but listed its SMOKE-TRIP mark instead, and respondent’s SKY VENT mark was 
listed immediately opposite petitioner’s name. 

One hundred thirty-five of the papers were returned, and of this 
number, fifty drew no lines, and some of them added such remarks as, 
“T don’t pay much attention to this sort of advertising; a good product 
along with good well cataloged [sic] engineering data is what counts”; 
“T regret to be unable to pass this test”; “Any attempt would be a guess” ; 
“We use equipment manufactured by these people, but the tradenames are 
not known to us’; “Our industrial customers do not ask for cute trade- 
names—they set up a specification for a roof ventilator or exhaust fan to 
move so much air at so much pressure plus other required construction 
characteristics and then give us a list of acceptable manufacturers”; “Our 
selections are made by manufacturer’s reputation for quality and service 
rather than the effect of his advertising”; and “Sorry we drew a blank and 
flunked the course. We did not cheat and look them up.” 

A total of seventy-eight of the persons replying did not associate 
respondent’s SKY VENT with any of the manufacturers, forty-nine associated 
it with the wrong manufacturer (twenty-six associated it with petitioner), 
three with respondent, and six marked out the VENT, wrote in BLAST and 
associated it with petitioner. Petitioner’s advertising manager testified 
that from these data he would conclude that “because the name SKY VENT 
is so similar to the name sKY BLAST, * * * a degree of confusion exists 
between the two in the minds of the customers and prospective customers.” 





2. Reg. No. 533,976, issued Nov. 28, 1950. 
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The reports will not support such a conclusion when all facts are placed 
in proper perspective. 

Of the eighty-five who attempted to match any of the trademarks with 
manufacturers, the highest number of correct associations was fifty-four, 
and that involved neither petitioner’s nor respondent’s mark. Only sixteen 
correctly associated petitioner’s mark—and twenty-six incorrectly associated 
it. Only three correctly associated respondent’s mark—and forty-eight 
incorrectly associated it. 

It is true that twenty-six persons associated SKY VENT with petitioner, 
but that is understandable when the letter which persons received was on 
petitioner’s letterhead, petitioner was listed as one of the manufacturers in 
the “survey,” SKY VENT was listed immediately opposite petitioner’s name 
and petitioner listed as its own mark SMOKE-TRIP which is “rather new” and 
“has not perhaps attained the high degree or recognition” that some of the 
others had. It seems obvious that the persons replying would try to match 
one of the trademarks with petitioner. 

The only conclusions which can be drawn from the “survey” are that 
(a) purchasers of the products here involved do not ordinarily associate 
the trademarks for the products with the manufacturers; (b) a percentage 
of people who receive such letters as petitioner sent out try to cooperate by 
“eruessing”’; and (c) this type of “survey” is of no value in determining 
probability of confusion, mistake or deception of purchasers. 

Considering the nature of the marks when applied to the goods, the 
manner of sales of the goods, the types of purchasers, and the care exer- 
cised in making purchases of the goods, it is not believed that there is any 
likelihood of confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is reversed, and the 
petition is dismissed. 





Part Ill 


POLAROID CORPORATION v. POLARAD ELECTRONICS CORPORATION 
(D. C., E. D. N. Y. 1/21/59) 121 USPQ 259 


7.17—REMEDIES—INFRINGEMENT—LACHES 
8.4—-COURTS—MOTIONS 


In action for trademark infringement and unfair competition, defen- 
dant’s motion for summary judgment on defense of laches was denied 
because the papers in the case indicated many searching questions of 
fact and so comprehensive an issue as laches does not lend itself to dis- 


position on such a motion. 


SUBURBAN GAS SERVICE, INC. et al. v. McCALL et al. 
(D. C. Oregon 4/3/59) 121 USPQ 261 
1.139—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 39 
1.144—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 44 


8.1—COURTS—J URISDICTION 
8.4—COURTS—MOTIONS 


The Lanham Act gives no federal jurisdiction over naked claim of 
unfair competition, not involving a trade name or a registered trademark. 
Defendant’s motion to dismiss for lack of jurisdiction over claim alleging 
various acts of unfair competition and infringement of unregistered trade- 
mark granted, in absence of diversity of citizenship. 


HOLLYWOOD SHOE POLISH, INC. v. KNOMARK MANUFACTURING 
COMPANY, INC. 


(N. Y. Sup. Ct., Spec. Term, Queens Co. 10/19/59) 123 USPQ 359 


8.2—COURTS—PLEADING AND PRACTICE 

Court sustained both plaintiff’s and defendant’s objection to pre-trial 
questions and held that before there is an adjudication of infringement 
or liability questions involving protracted and complicated examinations 
directed to damages, profits and trade secrets will be denied. 
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LOS ANGELES SOAP COMPANY v. LESTER LABORATORIES, LTD. 
(CCPA 3/16/59) 121 USPQ 221 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


KARBON KING with draw- (Applicant) Carbon removers, cleansing sol- 
ing of head of playing vents and degreasing and en- 
eard king gine sludge solvents (for in- 

dustrial use) 


/ 


WHITE KING with illus- (Opposer ) Soaps, other detergents, house- 
tration of playing hold cleansers and water sof- 
ecard king teners (for household use) 


Decision dismissing opposition affirmed because applicant’s mark 
when applied to applicant’s goods is not likely to cause confusion. Argu- 
ments predicated on possible change in marketing practices are not 
persuasive when present practices are dictated by nature of goods and 


cannot be changed arbitrarily. 
Case below reported at 48 TMR 493. 


NATIONAL LEAD COMPANY v. CONSOLIDATED SMELTING CORPORATION 
(Tm. Bd. 2/18/59) 120 USPQ 344 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
LONE STAR and star (Applicant) Bars and pigs of specification 
lead. 


Ls within a star (Opposer ) Antimony and alloys thereof in 
the forms of bars, pigs or 
ingots. 

Opposition dismissed. There is no such similarity between the marks 
as would be likely to cause confusion to the trade. 


SYLACAUGA FERTILIZER COMPANY v. W. R. GRACE & CO. 
(Tm. Bd. 2/18/59) 120 USPQ 345 
3.6—REGISTRATION PROCEDURE—INTERFERENCE 
Testimony and documentary evidence of Sylacauga established it had 
used STA-GREEN for fertilizer prior to the date of first use asserted by 
Grace for same mark. 
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IN RE SEPDELEN-WERKE GESELLSCHAFT MIT BESCHRAENKTER HAFTUNG 
(Tm. Bd. 2/18/59) 120 USPQ 346 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
DIATHEN (Applicant) Diureties. 
DIAFEN (Opposer ) Antihistamines. 


Opposition sustained. Goods of both parties are medical preparations 
adapted for sale through same trade channels under similar conditions 
to the same average purchasers and similarity in sound makes confusion 
in trade quite likely. 


CHAS. PFIZER & CO., INC. v. GREAT LAKES BIOCHEMICAL CO., INC. 


(Tm. Bd. 2/19/59) 120 USPQ 348 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


ALGIMYCIN and design (Applicant) Algaecide for swimming pools, 
fish aquaria, and also fresh 
water lakes and waters. 


AGRI-MYCIN (Opposer ) Antibiotic preparation for ag- 
ricultural use for controlling 
plant diseases. 


Opposition dismissed. The goods have strictly limited and distinct 
fields of use, are designed for different classes of purchasers and move 
through different trade channels. 


LEE INDUSTRIES, INC. v. SEARS, ROEBUCK AND CO. 
(Tm. Bd. 2/19/59) 120 USPQ 349 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


TIP-TOE MATIC (Applicant ) Clothes ironers. 


LEE TIP-TOE-MATIC and 
TIP-TOE-M ATIC (Opposer ) Folding chairs and tables. 


Opposition sustained. Since combination sets comprising automatic 
ironers and opposer’s chairs are sold and advertised together and since 
marks are identical, purchaser confusion is likely. 
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AMERICAN HOME PRODUCTS CORPORATION v. CHICAGO 
PHARMACAL COMPANY 


(Tm. Bd. 2/19/59) 120 USPQ 349 (Case 2) 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
PHENISTAN (Applicant) Medicinal preparation used for 
relief of nasal congestion 
accompanying the common 
cold, rhinitis, and sinusitis, 
and used in treatment of 
spasmodic bronchial coughs. 


PHENERGAN (Opposer ) Product having antihistaminic 
properties for use in the 
treatment of human beings 
and animals, including con- 
ditions similar to those listed 
above. 

Opposition sustained. The resemblances of the marks in sound and 
appearance are such that confusion or mistake would be likely. 


IN RE HELENA RUBINSTEIN, INC. 
(Tm. Bd. 7/31/59) 122 USPQ 399 


2.14—REGISTRABILITY—GENERIC TERMS 


An application for registration of CIRCULOTION MASK for liquid cos- 
metic facial masks was refused. The Board noted that (1) “cireulation 
masks” have long been sold to trade (2) specimens showed CIRCULOTION 
MASK as only name for contents of box and (3) customers would be unlikely 
to note substitution of an “o” for an “a.” Held: cIRCULOTION MASK fails 
to function as mark indicating origin in applicant. 
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INSUL-WOOL INSULATION CORPORATION v. SMITH doing business as 
INSUL-FLUF INSULATION CO. 


(Tm. Bd. 7/31/59) 122 USPQ 399 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Marks Products 
INSUL-FLUF (Applicant ) Thermal insulating ground pulp 


INSUL-WOOL (Opposer ) Thermal insulation material 
(from paper) 


The Board made no distinction on the basis of goods. 

Opposer took no proper testimony directed to use and was restricted 
to filing date of September 26, 1956. 

Applicant had purchased bankrupt insulating company and used pro- 
motional literature ete. of company which referred to INSUL-FLUF insula- 
tion. Applicant testified that since 1948 he has used INSUL-FLUF as 
trademark for his goods. Applicant is owner of state (California) regis- 
tration for INSUL-FLUF issued June 25, 1956. 

Applicant’s bankrupt predecessor had operated under license from 
purported owner of trademark (who had registration which issued in 1949 
and was canceled, under See. 8 Feb. 9, 1956). On June 19, 1952, appli- 
cant acquired registration, trademark rights and good will from licensor. 

Applicant, on direct, testified that he had not seen any advertising 
by opposer except advertisements in telephone directories. On cross- 
examination properly directed to that testimony, applicant, upon advice 
of counsel, refused to state whether or not, in 1949 and 1950, opposer 
was presenting materials and advertising directly to individual customers. 
In view of the refusal to answer it may be inferred that applicant knew 
that opposer, in the years 1949 and 1950, presented materials and adver- 
tising to individual customers but there is no inference that INSUL-WOOL 
appeared therein. 

The Board held: While applicant has testified that he was aware of 
opposer’s existence at a time just prior to his first use of INSUL-FLUF and 
has since then seen advertising by opposer, such general testimony does 
not, as contended by opposer, constitute an admission of continuous use 
of INSUL-WOOL since a time prior to applicant’s use of INSUL-FLUF. On the 
record, it must be concluded that applicant has prior rights in his mark 
as against opposer. Hence, opposer cannot be damaged by the registration 
for which applicant has made application. 

It is concluded that, in view of the nature of the term INSUL, as 
applied to insulation, the marks INSUL-WOOL and INSUL-FLUF differ suffi- 
ciently to obviate any reasonable likelihood of confusion, mistake or 
deception of purchasers. 
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ESSO STANDARD OIL COMPANY v. BATTENFELD GREASE & OIL CORP. 
(Tm. Bd. 7/31/59) 122 USPQ 403 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
TECHNI-LETTER (Applicant ) Periodical bulletin 


TECHNI-GRAM (Opposer ) Technical bulletin 


Both parties are in the oil business and publish bulletins directed 
to persons engaged in the oil business. 

The Board sustained the opposition on the basis that the commercial 
compressions created by both marks are essentially the same. 


GENERAL ANILINE & FILM CORPORATION v. HUKILL 
CHEMICAL CORPORATION 


(Tm. Bd. 7/31/59) 122 USPQ 404 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
HUVILON (Applicant) Synthetic prepolymer for mak- 
ing polyurethane foam 
UVINUL (Opposer ) Chemical compounds for ab- 
sorbing ultra-violet light, for 
use in light filters 
Opposer’s record showed that it had used mark on compounds sold 
for incorporation in polyester resins and plastic, including polyurethane 
foams. The Board stated that, to the extent that the compounds of the 
parties were not substitutes for each other, they were not competitive. 
The Board dismissed the opposition on the basis that such common 
purchasers as existed would be able to distinguish between the marks. 


MARION-KAY PRODUCTS CO., INC. v. LANCASTER, INC. 
(Tm. Bd. 7/31/59) 122 USPQ 404 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 

Marks Products 
CREME DE VAN (Applicant) Imitation vanilla emulsion 
CREAM OF VANILLA  (Opposer) Vanilla 

Opposer alleged, without collaborative proof, that VAN was not an 
abbreviation of vanilla. Exhibits, including. invoices, in record did not 
show that anyone, including opposer, so used it. 

The Board dismissed the opposition, “considering the nature of the 
marks when applied to the goods” and the differences in the marks. 
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IN RE MAGNETICS, INC. 
(Tm. Bd. 7/31/59) 122 USPQ 405 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


An application for MAGNETIcs plus INc (in small letters) and a back- 
ground geometric design for magnetic shields, bobbin cores, ete., was 
refused on the basis that the record did not show that expression fune- 
tioned to identify and distinguish applicant’s goods. 


GLEN RAVEN COTTON MILLS, INC. v. RAVEN MILLS CORPORATION 
(Tm. Bd. 8/3/59) 122 USPQ 406 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


RAVEN MILLS CORPORA- (Applicant) Dress fabrics and suitings 
TION in border of me- 
dallion with eagle in 
center 


GLEN RAVEN VIVATONE (Petitioner ) Cotton piece goods for awnings, 
ete. 


GLEN RAVEN with fanci- (Petitioner) Awning fabrics 
ful representation of 
two birds in flight 
In action for cancellation, petitioner established use since 1902 by 
itself and predecessors of trade names having GLEN RAVEN as salient feature. 
Petitioner alleged (and proved) that applicant did not have any mills 
and use of word MILLS was misdescriptive. The Board held that such use 
did not involve any damage to petitioner. 
The Board granted the petition on the basis of substantial similarity 
of RAVEN Or RAVEN MILLs to petitioner’s trademark GLEN RAVEN and trade 
name GLEN RAVEN MILLS. 


GRATE, doing business as GRATE MACHINE COMPANY v. 
MOHAWK ENGINEERING CORPORATION 


(Tm. Bd. 8/3/59) 122 USPQ 407 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
MITY MULE (with kick- (Applicant) Garden tractors 
ing mule) 


QUAKER MULE (on stand- (QOpposer) Garden tractors 
ing mule) 


The opposition was sustained on the basis that, although the marks 
have certain differences, the general impression created by the marks is 
substantially the same. 
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IN RE COHN, doing business as SUNDISCO PRODUCTS 
(Tm. Bd. 8/3/59) 122 USPQ 407 (Case 2) 


2.1—REGISTRABILITY—IN GENERAL 


The mark sought to be registered (for lubricants and lubricant addi- 
tions) was a lifeguard holding the rope of a life preserver several times 
his size. The specimens showed OIL GARD within the life preserver and 
on the shirt of the lifeguard. 

The Examiner refused registration on the basis that OIL GARD was 
an essential part of the mark and had been omitted. 

The applicant owned a registration of Om GARD with the lifeguard 
design for motor oil additives and of TRANS GARD with the lifeguard design 
for transmission fluid additives. The record showed use of advertising 
slogans with the above (in the life preserver). 

The Board granted publication on the basis that the lifeguard design 
made an impression separate and apart from OIL GARD. 


G. D. SEARLE & CO. v. LEO PHARMACEUTICALS, INC. 
(Tm. Bd. 8/3/59) 122 USPQ 408 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


DIODOTRACIN (Applicant) Tablets for treatment of amebic 
DIODOTRACINA dysentery 


(registration by pred- (Opposer) Tablets for treatment of amebic 

ecessor issued 1956) dysentery (brand of diiodo- 

DIODOQUIN hydroxyquinoline containing 
high pereent of iodine) 


Opposer, through predecessor, showed use of DIODOQUIN in various 
channels of trade (but on prescription basis) since 1936 as well as wide 
advertising and listings in catalogs and drug compendia. 

Applicant urged that piopo was descriptive (citing trade dictionary) 
and used as descriptive prefix in marks by others (as set forth in current 
trade directory). Applicant showed that DiopoTRACIN contained, inter 
alia, diiodohydroxyquinoline. 

The Board held that piopo, the common initial portion of the marks 
is derived from a common chemical ingredient, which portion would be 
familiar to dispensing pharmacists; that the marks in their entirety do 
not look or sound alike; and therefore dismissed the opposition. 
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RILLING DERMETICS COMPANY v. PHARMETICS CORPORATION 
(Tm. Bd. 8/3/59) 122 USPQ 409 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


PHARMETICS (Applicant) Hair pomades, rubbing alcohol, 
witch hazel, ete. 


DERMETICS (Opposer ) Toiletries and cosmetics 


The Board dismissed the opposition on the basis that the marks do 
not look alike, sound alike or have similar connotation. 


IN RE JOHN H. BRECK, INC. 
(Tm. Bd. 8/3/59) 122 USPQ 410 


2.1—REGISTRABILITY—IN GENERAL 


An application for “K15” for hair waving preparation was supported 
by specimens whereon “K15” appeared only in the phrase: “A Specially 
Formulated Lotion Containing Liquid Lanolin and ‘K15’.” 

The Board refused registration on the basis that the applicant was 
using “K15” as an unidentified ingredient of a wave lotion and was not 
using it to identify any product or distinguish its product from those 
of others. 


JEAN R. GRAEF, INC. v. LUCIEN PICCARD WATCH CORP. 
(Tm. Bd. 8/3/59) 122 USPQ 411 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
SEASHARK (Applicant ) Watches 


SEA HAWK (Opposer ) Watches 


Opposer offered no evidence. Applicant introduced seventeen third 
party registrations for watches showing marks having SEA as a portion 
thereof. 

The Board held that the marks, as applied to the specified goods, 
were not likely to cause confusion etc. of purchasers. 
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LAND O'LAKES CREAMERIES, INC. v. OCONOMOWOC CANNING COMPANY 
(Tm. Bd. 8/3/59) 122 USPQ 411 (Case 2) 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
LAND 0’LAKES (Respondent ) Canned vegetables, fruits, spa- 
chetti, ete. 


LAND O'LAKES (Petitioner ) Butter, dressed poultry and a 
variety of dairy products, ete. 

The grounds for cancellation alleged by petitioner were: (1) Invalidity 
due to use by a third party for canned food products whose quality were 
not controlled by registrant. (2) Loss of significance as a trademark 
identifying registrant as single source. (3) Fraud in obtaining regis- 
tration by omission, in the application, of the fact that a third person 
rather than the applicant was then using the mark. (4) Respondent’s 
registrations are damaging to petitioner since they “restrict petitioner’s 
enjoyment of and rights in its identical trademark used on other food 
products.” 

Registrant relied on prior use of mark and counterclaimed for can- 
cellation of petitioner’s mark. 

Both parties owned, inter alia, registrations issued over thirty years 
ago. 

The Board held that petitioner’s pleadings did not allege facts on 
which relief could be granted. Petitioner did not allege a superior right 
to use LAND O’LAKEs on canned vegetables (indeed respondent’s use was 
four years earlier). 

Respondent’s counterclaim was also denied since the goods of the 
parties had been sold, for thirty-five years, virtually side by side (and 
in one instance through the same warehouse) without any instance of 
actual confusion. Officer of respondent had testified that petitioner’s activi- 
ties were outside respondent’s “field and scope.” 


THE WILLIAM CARTER COMPANY v. WEE-SOX HOSIERY MILLS, INC. 
(Tm. Bd. 8/3/59) 122 USPQ 413 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 

Marks Products 
TINY TYKE (Applicant) Infants’ and children’s hosiery 
TYKES (Opposer ) Children’s and infants’ under- 

wear 

Opposer showed millions of dollars of sales and a quarter of a million 
dollars expenditure in advertising mark in past ten years. Record showed 
that some of opposer’s competitors sell both socks and infants’ wear. 
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The Board held that (1) knit hosiery and knit underwear for children 
are sold to same class of purchasers in same stores and under same con- 
ditions and that (2) the marks create substantially the same commercial 
impression ; therefore there is likelihood of confusion. 


IN RE LYNES 
(Tm. Bd. 9/4/59) 122 USPQ 614 


2.1—REGISTRABILITY—IN GENERAL 
2.13—REGISTRABILITY—EVIDENCE 

Applicant declined Examiner’s request to submit evidence to show 
that phrase SANTA CLAUS WAS HERE for Christmas wrapping paper dis- 
tinguished applicant’s goods. On the record presented it was held the 
random stamping or printing of the phrase on and over printed designs 
on Christmas wrapping paper merely created the impression of being 
part of the overall design and not impressing viewer as a trademark 
identifying the Christmas wrapping paper of one person and distinguish- 
ing it from that of others. Thus the phrase did not function as a trade- 
mark indicating origin. Registration refused. 


TTT 


IN RE SPEER FILLER STRIP COMPANY 
(Tm. Bd. 9/4/59) 122 USPQ 614 (Case 2) 


2.13—REGISTRABILITY—EVIDENCE 
2.31—REGISTRABILITY—SURNAMES 


Registration refused on the record; however applicant was allowed 
30 days from date of decision to present evidence, in accordance with 
Rule 2.41, that surname spEER functioned as applicant’s trademark. Appli- 
cant failed to present with its application evidence of extent of use and 
advertising, with typical advertisements to show that the name SPEER for 
filler strip used in railroad crossings in fact was a trademark indicating 
origin, and not merely a surname. 
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GOODALL-SANFORD, INC. v. J. P. STEVENS & CO. INC. 
(Tm. Bd. 9/4/59) 122 USPQ 615 


2—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 
5—REGISTRABILITY—GEOGRAPHIC TERMS 


2.9 
2.1 
Marks Products 
PEBBLE BEACH (Applicant ) Textile fabrics 


PALM BEACH (Opposer ) Piece goods 


The Board found the marks did not look alike or sound alike except 
that both contain the word BEacH. The record did not indicate that the 
word BEACH suggested opposer or its goods. Since both marks were 
geographical names, the Board felt this made the terms more likely to be 
distinguished. Opposer’s contention that both marks would be shortened 
or abbreviated by purchasers to “P.B.” was held unlikely. Opposition 
dismissed. 


IN RE MARKS, doing business as JACK A. MARKS & COMPANY 
(Tm. Bd. 9/4/59) 122 USPQ 616 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


The Board found that shoes and hosiery are commonly purchased in 
the same stores by the same purchasers and held although purchasers 
may know that shoe manufacturers do not make hosiery, they would be 
likely to assume that shoe manufacturer was having hosiery hearing the 
same mark manufactured for it. Registration denied. 


IN RE NATIONAL TEA CO. 
(Tm. Bd. 9/4/59) 122 USPQ 617 


2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT FEATURES 


The Board considered the fact that NATIONAL was commonly used as 
a trademark for many different products, the applicant’s method of using 
its marks only in its own store, the difference in the marks and held 
NATIONAL sO FRESH for fresh and frozen poultry would not be confused 
with prior registration NATIONAL for canned poultry. Registration granted. 
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IN RE YETTER 
(Tm. Bd. 9/4/59) 122 USPQ 618 


2.1—REGISTRABILITY—IN GENERAL 
2.11—REGISTRABILITY—DESCRIPTIVE MARKS 


Registration refused where Board found record failed to show SANDY 
for a mechanical hobby horse was used as a brand name or trademark 
but only showed it used as a name of a mechanical hobby horse and not 
as a mark of origin. 


VISIRECORD, INC. v. YEE 
(Tm. Bd. 9/4/59) 122 USPQ 618 (Case 2) 


2.1—REGISTRABILITY—IN GENERAL 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
2.13—REGISTRABILITY—EVIDENCE 


Marks Products 
VISI-O-GRAPH (Applicant) Charts for multiple comparisons 


VISIRECORD (Opposer ) Index ecards, desks, file cabinets, 
forms for filing system 


Board considered differences in the marks and goods and held pur- 
chaser confusion was unlikely. Since Hawaii is now a State, Board held 
use within Hawaii insufficient for issuing a Federal registration and in- 
structed Examiner to require a showing of use in interstate or foreign 
commerce prior to issuance of the registration. Opposition dismissed. 


IN RE STANDARD BRANDS INCORPORATED 
(Tm. Bd. 9/4/59) 122 USPQ 619 


IN RE STANDARD BRANDS INCORPORATED 
(Tm. Bd. 9/4/59) 122 USPQ 620 


2.32—REGISTRABILITY—SYMBOLS 

The Board found the record showed that the design of rectangles used 
on applicant’s labels was merely a vehicle for displaying applicant’s trade- 
mark FLEISCHMANN’s in two separate applications for baking powder and 
yeast. Registration denied. 


4.31—EFFECT OF REGISTRATION—PRIOR ACTS—ACT OF 1905 

The Board held that merely because something was registered under 
the 1905 Act, it did not necessarily follow that it is registrable on the 
Principal Register established by the 1946 Act. 
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IN RE CENTRAL STATES PAPER & BAG CO. 
(Tm. Bd. 9/10/59) 122 USPQ 621 


2.11—REGISTRABILIT Y—DESCRIPTIVE TERMS 
2,30 -REGISTRABILITY—SUGGESTIVE MARKS 

HOLD LOAD for paper liners for box cars and trucks is suggestive and 
not merely descriptive of applicant’s goods. Registration granted. 


IN RE F. H. NOBLE AND COMPANY 
(Tm. Bd. 9/10/59) 122 USPQ 621 (Case 2) 


2.1—REGISTRABILITY—IN GENERAL 
2.13—REGISTRABILIT Y—EVIDENCE 
2.26—REGISTRABILITY—SECONDARY MEANING 
2.32—REGISTRABILITY—SYMBOLS 


Registration granted for an ornamental or decorative leaf scroll design 
where evidence showed applicant was large manufacturer of trophy awards, 
had spent large sums on advertising and had sold substantial trophy 
figures for a number of years bearing the scroll design. Board also 
considered class of purchasers of applicant’s goods who were retailers as 


distinguished from the general public and held they would be likely to 
regard applicant’s leaf scroll as an indication of origin of its goods. 


MAGNA POWER TOOL CORPORATION v. AMERICAN 
MACHINE & FOUNDRY COMPANY 


(Tm. Bd. 9/10/59) 122 USPQ 622 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Marks Products 
POWER SHOP (Applicant ) Woodworking saws 


POWER SHOP (Opposer ) Woodworking tools 


General testimony of one of applicant’s district managers with no 
corroborating documentary or other evidence was held insufficient proof 
of earlier use and on the record the Board held opposer’s rights in the 
term POWER SHOP were at least equal to any applicant might possess and 
registration to applicant would be inconsistent with such rights. Opposi- 
tion sustained. 
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A. G. SPALDING & BROS., INC. v. J. DEBEER & SON 
(Tm. Bd. 9/10/59) 122 USPQ 623 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
CORKER (Applicant ) Softballs 
CORKORE (Opposer ) Softballs 
The Board held coRKORE and CORKER were practically indistinguishable 


in sound; and such similarity alone is sufficient to make confusion, mistake 
or deception likely. Opposition sustained. 


IN RE THE MOSAIC TILE COMPANY 
(Tm. Bd. 9/10/59) 122 USPQ 624 


REGISTRABILITY—COLOR MARKS 
—REGISTRABILITY—DESCRIPTIVE TERMS 


The Board held that GREYTONE as applied to ceramic tile describes 
the color of such goods as being of a shade or tone of the color gray and 
therefore was not a trademark but a color designation. Applicant’s con- 
tention that the word GREy spelled as such was distinguishable from Gray 
was without merit. Registration denied. 


UNITED STATES PLYWOOD CORPORATION v. 
HENGES COMPANY, INCORPORATED 


(Tm. Bd. 8/24/59) 123 USPQ 264 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Opposer’s motion for summary judgment denied. Applicant’s right of 
registration was not challenged in the notice of opposition on the ground 


of descriptiveness which is the ground set forth in the motion, and it does 


not appear that opposer possesses a proper interest in this ex parte matter. 


CRADDOCK-TERRY SHOE CORPORATION v. KNAPP BROTHERS 
SHOE MANUFACTURING CORPORATION 


(Tm. Bd. 10/19/59) 123 USPQ 264 (Case 2) 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


KNAPP MASTERCRAFT DE-_ (Registrant) Shoes 
LUXE QUALITY AERO- 
TRED and design 


MASTERBILT (Petitioner ) Shoes 
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Petition to cancel dismissed. The marks are alike only in that both 
contain MASTER. It is not unusual for manufacturers of shoes to adopt 
marks therefor comprising the term MASTER, and more than thirty such 
registrations of third persons were shown. As applied to these goods it 
is only a laudatory term suggesting excellence or superiority of workman- 
ship. 


AKTIEBOLAGET BOFORS v. BLACKHAWK MFG. CO. 
(Tm. Bd. 10/19/59) 123 USPQ 265 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
“B” crossed by an arrow (Applicant) Valves for controlling the flow 
with an oval of fluids through conduits, 
pipes and tubing, and pipe, 
tube and hose couplings 


“B” erossed by an arrow (Opposer) War material and ammunition 


“B” crossed by an arrow Metals and metal castings and 
within a heraldic de- forgings, and for machinery 
sign 


Opposition dismissed. The goods of the parties are quite different 
and there is nothing in the record to show that they are commercially 
related. 


COMPTOMETER CORPORATION v. POCHAPIN 
(Tm. Bd. 10/19/59) 123 USPQ 266 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
SHOPOMETER (Applicant) Pocket-size adding machines 
COMPTOMETER (Opposer ) Calculating machines, peg- 
boards, dust covers for calcu- 


lating machines, dictation ma- 
chines and electric motors 


Opposition dismissed. Opposer’s mark used on complex calculators for 
office use is not likely to be confused with applicant’s mark used on prod- 
ucts which are for the general public for simple addition and subtraction 
calculation. 





Vol. 49 T. M.R. SUMMARIZED CASE REPORTS 


HOLLY HILL FRUIT PRODUCTS, INC. v. STOKELY-VAN CAMP, INC. 
(Tm. Bd. 10/19/59) 123 USPQ 268 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
PING (Applicant) Canned fruit juices 
PIN GRA (Opposer ) Canned blended pineapple juice 


and grapefruit juice 


Opposition dismissed. PING and PIN GRA do not look alike or sound 
alike, and while PIN GRA suggests that opposer’s product is a blend of 
pineapple and grapefruit juices, PING has no such connotation. 


THE FIRESTONE TIRE & RUBBER COMPANY v. ESTY, 
doing business as MAGMA PLASTICS 


(Tm. Bd. 10/19/59) 123 USPQ 269 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
VYLON (Applicant ) Bath mats 


VELON (Opposer ) Plastic material (sometimes 
used in bath mats) 


Opposition sustained. VELON has become well and favorably known 
to the general public in connection with opposer’s products and the re- 
semblances between the marks are such that, as applied to the goods, 
confusion, mistake or deception of purchasers will be reasonably likely to 
occur. 


BOTANY MILLS, INC. v. PACK, doing business as 
WESTERN PHARMACAL COMPANY 


(Tm. Bd. 10/19/59) 123 USPQ 270 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


SUN AND SKEETO (Applicant ) Combination insect repellent 
and suntan lotion 


SEA AND SKI (Opposer ) Suntan creams and lotions 
SEA AND SKY 


Opposition dismissed. Applicant’s mark does not so resemble either 
of opposer’s marks as to be likely to cause confusion, or mistake or decep- 
tion of purchasers. 
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THE SINGER MANUFACTURING COMPANY et al. v. TESSLER, 
doing business as TESSLER SEWING MACHINE CO. 


(Tm. Bd. 10/19/59) 123 USPQ 271 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
STYLE MASTER (Applicant ) Sewing machines 
STYLE-O-MATIC (Opposer ) Sewing machine parts and at- 
tachments 
Opposition sustained. The word sTyLe has no particular significance 
as applied to sewing machines and the resemblances of the marks in their 
entireties are such that confusion, mistake or deception are likely to occur. 


IN RE NATIONAL ALUMINATE CORPORATION 
(Tm. Bd. 10/22/59) 123 USPQ 273 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
303 (Applicant ) Fuel oil additives 


THREE FILM LUBRICATION (Previous Registration) Lubricating oils 
GRAPH-TEX 303 and 
design 
Refusal of registration overruled. In view of differences of products, 
channels of distribution, average purchasers and marks, there is no likelli- 
hood of confusion, mistake or deception of purchasers. 


CHEMEX CORPORATION v. TARBOX, doing business as G S T PRODUCTS 
(Tm. Bd. 10/22/59) 123 USPQ 273 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
FILTERITE (Applicant) Coffee makers 


CHEMEX (Opposer ) Coffee maker having a paper 
filtering element 


Opposition dismissed. Opposer has failed to establish that FILTERITE 
is a merely descriptive term as applied to coffee makers. 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 


FILTERITE is not merely descriptive of coffee makers. 
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IN RE PLASTIC PRODUCTS COMPANY 
(Tm. Bd. 10/22/59) 123 USPQ 274 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 


PLASTOMERIC (Applicant ) Sealing compound for glass, 
metal, and stone surfaces 


LASTO-MERIC (Registration ) Joint sealing compounds 


Refusal of registration affirmed. The resemblance between PLASTO- 
MERIC and LASTO-MERIC is of such nature that confusion, mistake or decep- 
tion of purchasers is more than likely to oceur. 


BESSER COMPANY v. GOIT, doing business as ROLCOR INDUSTRIES 
(Tm. Bd. 10/22/59) 123 USPQ 275 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
VIBRAPAC (Applicant) Power road rollers 


VIBRAPAC (Opposer ) Machines for making concrete 
blocks 


Opposition dismissed. Power road rollers are not believed to fall within 
the area of “normal expansion of business” of a manufacturer of concrete 


block machines. 


UNITED STATES STEEL CORPORATION v. BIJUR LUBRICATING CORPORATION 
(Tm. Bd. 10/22/59) 123 USPQ 276 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


“B” within a diamond (Applicant) Small diameter flexible tubing 
shaped design for machinery lubricating sys- 
tems 


“B” within a diamond (Opposer) Metal pipes and tubes, and metal 


shaped border design pipes, tubes, casing and coup- 
lings therefor. 


Opposition dismissed. Since the products are used for entirely dif- 
ferent purposes and are sold through different channels of trade under 
different circumstances to different types of purchasers, it is concluded 
that there is no reasonable likelihood that purchaser confusion or mistake 
would occur. 
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THE MURRAY CORPORATION OF AMERICA v. RED SPOT PAINT & 
VARNISH CO., INC. 


(Com'r 2/16/59) 120 USPQ 335 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


EASYTINT (Applicant ) White paint particularly con- 
structed to be mixed with 
various colors as desired. 


(Opposer ) Touch-up enamel supplied in 
self-spraying containers for 
application to domestic laun- 
dry and other appliances. 


Opposition dismissed. Considering the nature of and differences in 
the marks, the differences in goods, trade channels and average purchasers, 
it is concluded that there is no likelihood of confusion. 


THE FESLER CO., INCORPORATED v. MILEX PRODUCTS 
(Com'r 2/16/59) 120 USPQ 336 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
TRICHO-SAN (Applicant) Therapeutic vaginal jelly. 


TRICHOTINE (Opposer ) Medicinal powder for vaginal 
irrigation. 


Opposition sustained. Although TRICHO in each of the marks is taken 
taken from “trichobacteria” and is probably so recognized by physicians 
and pharmacists, it is not likely to have any suggestive significance to the 
ultimate purchasers and under the circumstances there is reasonable 
probability of confusion of ultimate purchasers. 
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MICHIGAN MUSHROOM COMPANY v. NASH-FINCH COMPANY 
(Com'r 2/17/59) 120 USPQ 336 (Case 2) 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 

DEWY-FRESH and design (Applicant) Fresh vegetables. 

DAWN FRESH (Opposer ) Canned mushrooms; fresh fro- 
zen fruits, berries, vegetables 
(not including mushrooms), 
and fish; fresh and canned 
mushrooms, canned _ vegeta- 
bles, peaches, soups and 
mushroom sauce; and canned 
gravy with mushroom broth 
and canned mushroom _fla- 
vored sauces. 


Opposition dismissed. Differences in appearances, sound and com- 
mercial impression created by the marks are sufficient to avoid confusion. 


MRS. SCHLORER’S, INC. v. NATIONAL QUAKER MAID STORES SYSTEM, INC. 
(Com'r 2/18/59) 120 USPQ 337 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


QUAKER MAID and design (Applicant) Ice cream and syrup, fruit and 
nut toppings therefor. 


QUAKER MAID and design (Opposer) Table syrup. 


Opposition dismissed. Although marks are the same and opposer’s 
use antedates applicant’s use by many years, there is no likelihood of 
confusion of purchasers since opposer’s goods are non-perishable staple 
grocery products and applicant’s goods are perishable on-premise or 
immediate consumption products and the products of the parties are sold 
in different types of retail outlets under different conditions. 





